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COMPETITORS’ REMEDY FOR FALSE DESCRIPTION 
By Paul A. Leidy* 


A Company, B Company, and C Company manufacture and 
sell stainless steel cutlery; they are in strenuous competition with 
each other from coast to coast, and from Canada to the Gulf. 
D Company comes into the market with a line of cutlery which, 
according to D’s advertisements, is made of stainless steel; actu- 
ally, however, the material used is not steel, nor is the finished 
product stainless. A Company, B Company, and C Company 
join in a complaint by which they seek to enjoin D’s continued 
use of the words ‘‘stainless steel’’ in advertisements referring to 
the spurious product.** 


Add the familiar words ‘‘What result?’’ and ‘‘Why?’’, and 
the hypothetical case stated in the foregoing paragraph is reminis- 


cent of law school examination days. But the situation described 
presents a very practical question, and an interesting one. What 
protection, if any, will be given to a reputable business concern 
when the market in which it is interested is invaded by a competitor 
who engages in false advertising, and makes false representations 
as to the very nature of the product which he distributes? Spe- 
cifically, will a court be likely to grant, or deny, the injunction 
prayed for in our hypothetical case? And, whatever the answer 
may have been prior to July 5, 1947, will that answer be affected 
by provisions of the Lanham Trade-Mark Act which became 
effective on that date? 


Before entering into even a relatively brief consideration of 
a few of the cases in which the general question in which we are 
interested has been presented to our courts, it should be made per- 
fectly clear that we have intentionally stated a case which involves 
no claim of monopolistic privilege. There is no claim of patent, 


“Professor Emeritus, University of Michigan Law School. 
**For the purpose of this discussion we are assuming that the plaintiffs did not 
appeal to the Federal Trade Commission for relief. 
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nor of trade-mark infringement. Plaintiffs do not argue that they 
alone may make and market stainless steel cutlery. They agree 
that there is no limit to the number of concerns which may com- 
pete for business in this particular field. They do insist, however, 
that all competitors who describe their cutlery as made of ‘‘stain- 
less steel’’ must come into the market with products which actually 
fit that description; they argue that those who use the words 
falsely are guilty of actionable unfair competition, and that, in the 
case we have presented, relief is not limited to injured purchasers 
but will be given, as well, to injured competitors. Will decisions 
based upon common law principles, or upon provisions of the Lan- 
ham Act, justify optimism upon the part of plaintiff’s counsel? 


The briefest of excursions into the field which we have chosen 
to explore will require early mention of the case of American 
Washboard Co., v. Saginaw Mfg. Co., 103 Fed. 281 (C.C.A. 6th, 
1900). In that case the plaintiff, the sole manufacturer of 
aluminum washboards, sought to enjoin defendant from falsely 
branding his zine washboards with the word ‘‘aluminum’’. A 
distinguished court, consisting of Judges Day, Lurton and Taft, 
denied the injunction on the ground that plaintiff had not shown 
any violation of his ‘‘property rights’’, inasmuch as there had 
been no proof, nor claim, of ‘‘ passing off’’—no effort, on defend- 
ant’s part, to ‘‘ palm off’’ his washboards as those of the plaintiff. 
The case has become a ‘‘landmark”’ in the field of false adver- 
tising; defendants’ attorneys lean on it most heavily; and many 
courts feel that it represents ‘‘the law’’ in this area. However, 
the decision has not gone unchallenged, and there are suggestions 
that it was not ‘‘sound law’’ when it was decided, back in 1900. 


For example, after pointing out that ‘‘the decision in the 
Washboard case is predicated upon the view that, apart from 
trade-mark infringement and passing off, a tradesman’s mis- 
representation of his wares works no actionable injury upon his 
competitors’’, Professor Handler concludes? that ‘“the decision is 
unsound’’ and that ‘‘despite the high authority of the court by 
which it was decided’’ it cannot be taken to have established the 
rule of the common law. Professor Grismore, after referring to 





1. Handler, False and Misleading Advertising, 39 Yale Law Journal 22 (1929). 
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the ‘‘naivete’’ of a court which could suggest that it would be 
‘‘unthinkable that one who made a genuine article could suppress 
the business of all untruthful dealers although they were in no 
wise undertaking to pirate his trade’’, made it clear that, in his 
opinion, relief should be given in cases of this type. He believed 
that relief could be justified upon the fundamental principle that 
‘fone who intentionally inflicts temporal damage upon another 
must make recompense to that other, unless he can justify his 
conduct’’.2, And Derenberg, who felt that the court treated the 
ease ‘‘almost as if plaintiff and his legal advisers had done some- 
thing daring’’ in even attempting to set forth a claim for relief, 
suggests that the judges might well have ‘‘broadened the scope 
of the term ‘property right’ to such an extent as to enable them 
to bring plaintiff’s legitimate complaint within the scope of their 
jurisdiction in cases like the Aluminum Case”. Then, referring to 
another case, similarly decided, he adds ‘‘ Like the Aluminum Case 
it was long considered a leading case despite strong authority to 
the contrary’’.® 


It is obvious that some very eminent legal scholars have had 
serious doubts as to the propriety of the decision in the Wash- 
board case. Is it so clear that the decision rendered by Judges 
Day, Lurton and Taft represented the state of the law in 1900? 
And, if it did, have subsequent judicial decisions changed the 
picture? 


In 1898, two years before the Washboard case reached the 
Sixth Cireuit Court of Appeals, an interesting case came before 
the judges of the Seventh Circuit. In Pillsbury-Washburn Flour 
Mills Co., Ltd. et al v. Eagle*, seven corporations owning and oper- 
ating some 23 flour mills situated in Minneapolis, Minnesota, sued, 
‘fon behalf of themselves and of all other persons, firms, and 
corporations similarly situated and interested in respect of the 
subject matter’’ of the suit, to enjoin defendant from using the 
words ‘‘ Minnesota Patent, Minneapolis, Minnesota’’ in connection 
with flour sold by him. Apparently Eagle’s flour was not made in 

2. Grismore, Are Unfair Methods of Competition Actionable At The Suit Of A 
Competitor?, 33 Michigan Law Review, 321. (1934-5). 
3. DERENBERG, TRADE MARK PROTECTION AND UNFAIR TRADING, 


p. 82 et seq. 
4. 86 Fed. 608 (C.C.A. 7th., 1898). 
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Minneapolis, nor, for that matter, in the state of Minnesota; it 
was not made by the roller-grinding, or Hungarian ‘‘patent’’ 
process; nor was it made of the hard spring wheat grown in the 
Dakotas and Minnesota. For those reasons complainants were of 
the opinion that they should be protected against defendant’s false 
use of the words referred to above. Complainants lost in the trial 
eourt.2 The Seventh Circuit Court of Appeals reversed and re- 
manded, with instructions to grant the injunction. And defend- 
ant’s petition for a writ of certiorari was denied by the Supreme 
Court of the United States.’ 


A most significant portion of Judge Bunn’s lengthy opinion 
contains his forthright reference to defendant’s having ‘‘so dressed 
out his goods as to deceive the public into the belief that they are 
really the goods of another person to the manifest injury 
of that person’’. In other words, a defendant who falsely labeled 
his flour “Minnesota Patent” was guilty of “passing off”. Yet, 
two years later, in the Washboard case, Justice Day could find no 
‘‘nassing off’’ on the part of a defendant who falsely labeled his 
zine washboards ‘‘aluminum’’. Falsity as to geographical origin 
was “palming off”, while falsity as to the very nature of the prod- 
uct was not! 


This, then, being the situation as of the turn of the century, 
what can we say of the cases decided since that time? Have our 
courts permitted the Washboard decision to go unchallenged? 
May we refer, very briefly, to some cases which, directly or at 
least by indirection, would seem to offer some comfort to plain- 
tiffs’ counsel? 


In Motor Improvements, Inc. v. A. C. Spark Plug Co.,® plain- 
tiff was the sole licensee under a patent covering an automobile 
oil filter, which we shall call ‘‘A’’. Prior to the instant action 
defendant had been permanently enjoined from marketing an 
infringing filter, which we may call “B”. Defendant now makes 
another filter (let us call this one ‘‘C’’) which it has dressed up to 
make it look like ‘‘B’’, and which it represents to be ‘‘as good as 


5. 82 Fed. 816 (1897). 
6. 86 Fed. 608 (1898). 

7. 173 U. 8. 703 (1898). 

8. 80 F.2d 385 (C.C.A. 6th., 1935), 26 TMB 558. 
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B’’. The trial court thought that the Washboard case was con- 
trolling, and that there had been no invasion of a property right 
as there had been no passing off; product C had not been made to 
look like product A, nor had it been represented to be as good as 
product A. Therefore it denied relief, on the ground that plain- 
tiff had not stated a cause of action. The Court of Appeals for 
the Sixth Circuit, however, decided that the trial judge had erred; 
it found that plaintiff had stated a cause of action, despite the 
absence of technical ‘‘ passing off’’, and frankly said: 


“We cannot agree that the palming off by one competitor 
of his goods as those of another is the sole test of unfair 
competition. it is not the sole method, certainly not 
the sole ground, for equitable intervention to enjoin injury 
to a competitor’s rights....... os 


And the Supreme Court of the United States denied defendant’s 
petition for a writ of certiorari.“ 


The Motor Improvement case would seem to be ample author- 
ity for these propositions: (1) The Washboard case will not be 


slavishly followed, even in the circuit of its origin; (2) ‘‘passing 
off’’ is not the only basis for relief in this field; and (3) the wrong- 
ful diversion of trade by an act of unfair competition is an invasion 
of an interest which our courts will protest, whether it be called a 
‘*property right’’, a ‘‘quasi-property right’’, or merely a ‘‘right 
of a pecuniary nature’’. 


There are at least three other cases to which complainants’ 
attorneys, in our hypothetical case, may wish to draw attention. 
In Armstrong Cork Co. v. Ringwalt Linoleum Works'* plaintiff 
had complained that defendant was making a ‘‘cheap, inferior, 
and spurious product’’ (varnished cardboard, perhaps?) and sell- 
ing it as ‘‘linoleum’’, thus competing unfairly with plaintiff and 
the other manufacturers of genuine linoleum. The trial judge 
thought that the Washboard case was controlling, and, resting his 
decision on the fact that ‘‘defendant is not charged with palming 
off his goods as those of any other manufacturer’’, he granted 


9. 5 Fed. Supp. 712 (1934). 
. 80 F.2d 385 (1935), 26 TMR 558. 
. 298 U. 8. 671 (1936). 
. 240 Fed. 1022 (1917), 7 TMR 293. 
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defendant’s motion to dismiss.‘ The Court of Appeals for the 
Third Circuit reversed the order, and remanded the case, with in- 
structions to “reinstate the bill, overrule the demurrer, without 
prejudice to raising the same question on final hearing, and pro- 
ceed to final hearing’’. In its per curiam opinion the court very 
frankly stated that ‘‘ Following our usual course in such a situa- 
tion, we express no present opinion on these questions’’. How- 
ever, it seems obvious that, had it agreed with the trial judge, had 
it felt that ‘‘palming off’’ was a sine qua non of actionable unfair 
competition, had it been of the opinion that the Washboard case 
was controlling, the case would not have been reversed and re- 
manded. 


In Harvey v. American Coal Co.,1* some 23 producers and 
sellers of genuine Pocahontas Coal sought to enjoin 18 retail coal 
dealers of Indianapolis, Indiana, from ‘‘handling or selling coal 
to which a name is given containing the word ‘ Pocahontas’ unless 
the coal is produced in the Pocahontas coal field and possesses the 
properties of ‘Pocahontas’ coal as in the bill alleged’’. Appar- 
ently defendants had been advertising their coals as ‘‘Banner 
Pocahontas’’, ‘‘Wonder Pocahontas’’, ‘‘Semi-Pocahontas’’, and 
‘‘Pocahontas Fractured’’, though the coals which they sold were 
not produced in the real Pocahontas Field, nor did they possess 
the qualities of genuine Pocahontas.’> The trial court granted an 
injunction; the Court of Appeals for the Seventh Circuit affirmed ; 
and defendants’ petition for a writ of certiorari was denied by the 
United States Supreme Court.*® 


In International News Service v. The Associated Press" the 
Supreme Court had in front of it a case involving ‘‘palming off in 
reverse’’; the defendant was selling, to its subscribers, news gath- 
ered by the complainant. Speaking through Justice Pitney the 
Court had this to say, in reply to defendant’s argument that plain- 
tiff had not stated a cause of action because there was no ‘‘palm- 
ing off’’ involved: 

13. 285 Fed. 458 (1916), 6 TMR 570. 

14. 50 F.2d 832, (C.C.A. 7th. 1931), 21 TMR 495. 

15. To many users of coal the word ‘‘Pocahontas’’ suggests quality—a char- 
acteristic of coal—rather than ‘‘ geographical origin’’. 


16. 248 U. 8. 669 (1931). 
17. 248 U. 8. 215 (1918), 9 TMR 15. 
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“It is said that the elements of unfair competition are 
lacking because there is no attempt by defendant to palm off 
its goods as those of the complainant, characteristic of the 
most familiar, if not the most typical, cases of unfair compe- 

But we cannot concede that the right to equit- 
able relief is confined to that class of cases. In the present 
case the fraud upon complainant’s rights is more direct and 
obvious Instead of selling its own goods as those of 
complainant it substitutes misappropriation in the place of 
misrepresentation, and sells complainant’s goods as its 
own”.3® 


The wholesome effect of this decision has not gone unnoticed. 
Oates, in an article in the Illinois Law Review,’® said that ‘‘The 
first principal onslaught which unsteadied the supports of this 
virtually impregnable doctrine’’—he was referring, of course, to 
the ‘‘passing off’’ doctrine—‘‘is to be found in the opinion of the 
Supreme Court of the United States in International News Service 
v. The Associated Press’’. Grismore pointed out that ‘‘relief was 
given, and on the broad ground that the conduct of a 
lawful business is as much entitled to protection as the right to 


guard property already acquired’’.° Derenberg gave a most 
optimistic appraisal when he said: 


“Tt therefore required a further decision by the Supreme 
Court to broaden the scope of the cld doctrine to such an 
extent that the protection of an equity court could be invoked 
in other instances of unfair trading regardless of whether or 
not an attempt to ‘pass off’ was made by the defendant. This 
decision was rendered in International News Service v. The 
Associated Press in 1918’’.?* 


And, further: 


‘although, as pointed out, the equity courts, even before this 
decision, had occasionally granted protection in cases which 
did not possess the traditional elements of ‘passing off’, the 
News case is the actual turning point from the old concept to 
the modern theory of unfair trading’’.” 


18. 248 U. 8. 215, at 242 (1918). 

19. Oates, Relief In Equity Against Unfair Trade Practices of Non-Competitors, 
25 Tl. Law Rev. 643, at 650 (1931). 

20. Grismore, Are Unfair Methods of Competition Actionable At The Suit Of A 
Competitor?, 33 Mich. Law Rev. 321, at 331 (1934-5). 

a DERENBERG, TRADE MARK PROTECTION AND UNFAIR TRADING, 

p. 90. 

22. Derenberg, ibid, p. 93. 
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The Lanham Trade-Mark Act became effective on July 5, 1947. 
Section 43 (a)?* of that Act reads as follows: 


“Any person who shall affix, apply or annex, or use in 
connection with any goods or services, or any container or 
containers for goods, a false designation of origin, or any 
false description or representation, including words or other 
symbols tending falsely to describe or represent the same 

shall be liable to a civil action by any person 
who believes that he is or is likely to be damaged by the use 
of such false description or representation’’. 


What effect should this provision have in a case like the one now 
under consideration? 


In an article appearing in Volume 38 of the Trade-Mark 
Reporter,** the late Edward 8S. Rogers, one of the behind-the- 
scenes ‘‘authors’’ of the Lanham Act said: 


“The misuse of designations of regional origin and false 
descriptions or representations are now actionable under 
National Statutory Law. This, I suggest, overrules the 
American Washboard and like cases which hold that such mis- 
descriptions are not privately actionable. It also makes part 
of the Federal Statutory Law the rule laid down in the 
Minneapolis Millers case. This, it seems to me, is a step in 
the right direction and removes an uncertainty which has 
plagued the Bar for years’”’. 


In his article, analyzing the new Trade-Mark Act®® Mr. Barthole- 
mew Diggins makes this suggestion: 


“Under common law, one competitor could not sue an- 
other for false markings unless palming off was proven 
Section 43 (a) may correct the deficiency in the 
common law and provide a right of action by one competitor 
against another falsely and fraudulently marking his goods. 
Under common law actual damage had to be proved but a 
liberal interpretation of Section 43 (a) in accordance with 
the intent of the Act would recognize the likelihood of damage 
to competitors’’. 


Rudolf Callmann, in an article*® published some six months in 


23. 15 U.S.C.A., §1125a. 

24. Rogers, New Concepts of Unfair Competition Under The Lanham Act, 38 
TMR 259, at 268-9 (1948). 

25. Diggins, The Lanham Trade-Mark Act, 37 TMR 305, at p. 444 (1947). 

26. Callmann, The New Trade-Mark Act of July 5, 1946, 37 TMR 3, at p. 5 (1947). 
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advance of the effective date of the Lanham Act, was as optimistic 
as Mr. Rogers; as he saw it: 


“The new Act takes two significant forward steps by classi- 
fying deceptive and defamatory trade-marks among the 
immoral and scandalous matter forbidden by the old law, and 
in recognizing a right of civil action in favor of anyone who 
is likely to be injured because of the use of a false designation 
of origin or a false description. This is a most significant 
addition to our common-law doctrines of false advertising 
which, under the demoralizing influence of the Aluminum 
Washboard Case, denied any private suit for false advertis- 
ing, thus constituting the Federal Trade Commission as the 
sole avenger’’. 


The Lawyers’ Advisory Committee of the United States Trade- 
Mark Association, in a memorandum designed to set forth answers 
to questions most likely to be asked concerning the salient features 
of the new legislation, had this to say, of Section 43 (a) :?7 


“Section 43 (a) creates an entirely new type of cause of 
This section means that a manufacturer or 

trader may be sued in a civil action in court by any com- 

petitor who claims that there is anything misleading 

in the advertising used in connection with the product’’. 


And the Court of Appeals for the Second Circuit, speaking 
through Judge Clark, in the case of California Apparel Creators 
v. Wieder of California,”® said of Section 43 (a) ‘‘The amendment 
is expected to create a more effective remedy””® though the court 
does note the ‘‘rather curious and ambiguous wording of the 
statute creating liability to an action’’ in favor of a ‘‘quite in- 
definite number of volunteer plaintiffs’’.*° 


The Trade-Mark Act of 1920 gave a remedy to those persons 
in a locality who could show injury resulting to them from the 
willful use of ‘‘a false designation of origin’’. The Lanham Act 
omitted the requirement of intent, and extended relief to ‘‘any 
person who believes that he is or is likely to be damaged’’ by 
misrepresentations as to origin or ‘‘any false description’’. To 


27. 36 TMR 161, 163 (1946). 

28. 162 F.2d 893 (1947), 37 TMR 558. 

29. ibid, note 12. 

30. The Lanham Act was not applicable; 15 U.8.C.A. §1051. 
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hazard the guess that, after the effective date of the Lanham Act, 
relief would be given to our hypothetical plaintiffs would appear 
to be quite safe. However, as Daphne Robert warned,*! there was 
no way of being certain, in advance of actual judicial decision. 


“Whether this provision really alters materially the com- 
mon law principle enunciated in the ‘Aluminum’ case will de- 
pend upon the interpretation which the courts give to it’’.*? 


In Chamberlain et al v. Columbia Pictures Corp.,®* decided by 
the Court of Appeals for the Ninth Circuit in 1951, plaintiffs 
relied on that section of the Lanham Act which we have been dis- 
cussing.** The Court, in denying plaintiffs’ claim for relief, stated 
that ‘‘at first blush it might be said that the allegations made fit 
snugly into the provisions of §1125, T. 15, U. S. C. A.” but quickly 
added this disheartening suggestion: 


“However, we do not think said section changes the funda- 
mental requirements necessary to sustain a suit for unfair 
competition, one such requirement being a direct injury 
to the property rights of a complainant by passing off the 
particular goods or services misrepresented as those of com- 
plainant’’! 


And the court cited American Washboard Co. v. Saginaw Mfg. Co.! 
After 51 years, and in the face of what appeared to be definite 
statutory relief agamst ‘‘the demoralizing influence’’®> of the 
Washboard decision, the plaintiff is told, once again, that action- 
able unfair competition requires ‘‘the sale of the goods of those of 
the complainant’’. Absent ‘‘passing off’’, no relief! 


It was unfortunate that the question of the effect of Section 
43 (a) of the Lanham Act should have arisen in a weak case like 
the Chamberlain case.*® However, the decision does serve to warn 
us that a court may so construe this section as to leave us with the 


31. ROBERT, THE NEW TRADE MARK MANUAL, p. 186 (1947). 

32. Did Miss Robert have misgivings? Perhaps. However, note her own state- 
ment on the preceding page, where, after quoting from the Washboard case ‘‘ There are 
many wrongs . . . for which legislatures and not the Courts must provide a remedy’’, 
she added: ‘‘This the legislature has now done’. THE NEW TRADE MARK 
MANUAL, p. 185. 

33. 186 F.2d 923. 

34. Section 43 (a); 15 U.S.C.A., §1125(a). 

35. Callmann, 37 TMR 3, at p. 5 (1937). 

36. As the court said ‘‘We could almost take judicial notice of the fact that the 
fame of ‘Mark Twain’ cannot be so easily marred’’. None of the cases which have 
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old, ‘‘hamstringing’’, palming-off doctrine, in spite of what 
appeared to most legal scholars as a very clear legislative intent 
to ‘‘overrule’’ that outmoded doctrine.*’ 


As early as 1898 it was held that the misrepresentation of the 
geographical origin of goods was actionable at the suit of a person 
or a group truthfully using the geographical name.*® 


As early as 1918 the Supreme Court held that actionable un- 
fair competition did not require palming off.*® 


Congress, which in 1920 had provided for liability, in the 
event of ‘‘a false designation of origin’’ to those ‘‘doing business 
in the locality falsely indicated as that of origin’’*° expanded this 
section so that, in the Lanham Act, ‘‘any false description or 
representation’’ is enough and the liability extends to ‘‘any person 
who believes that he is or is likely to be damaged by the use of 
any false description or representation’’.* 


Fifty years of study, from the time of the Washboard case to 
that of the decision in the Chamberlain case, had resulted in the 
recognition of (a) the need for elasticity, and the correlative dan- 
ger of rigidity, in the law of unfair competition,**® and (b) of the 
extension of the scope of the action.*® There had been a decided 
shift in emphasis,“ and (c) some tendency to apply, in this field, 





raised questions as to Section 43 (a) have been similar to our hypothetical case; nor 
have they been strong cases. In addition to the Chamberlain case, ‘‘the first appellate 
interpretation of Section 43 (a) of the Act’’ where the court was ‘‘not so liberal’’ 
(see Lunsford, 42 TMR 815, 825) there seem to be two cases, viz., Samson Crane Co. 
v. Union Nat. Sales, Inc., 87 F. Supp. 218 (1949), 40 TMR 33, Aff. 180 F.2d 896 (1950), 
involving false representation as to ownership of a retail store, and Carpenter v. Erie 
R. R., 178 F.2d 921 (1949) which involved a personal injury claim. See Derenberg, 
Pie Fourth Year of Administration of the Lanham Trade-Mark Act of 1946, 41 TMR 
93, 921-2. 

37. See the comment on the Chamberlain case in 64 Harvard L. Rev. at 1383. 

38. Mills Co. v. Eagle, 86 Fed. 608; cert. denied 173 U. 8. 703 (1898). 
_. International News Service v. Associated Press, 248 U. 8. 215 (1918), 9 

15. 

40. Section 3, Trade Mark Act of 1920. 

41. Section 43 (a), Trade-Mark Act of 1946 (Lanham Act). 

42. F.T.C. v. Grantz, 253 U. 8. 421, 437; Oates, 25 Ill. L. Rev. 643; 53 Harvard 
L. Rev. 828. 

43. See Justice Hughes’ remarks in the Schechter case, 295 U. 8. 495, 533. 
_ 44. Not only has there been introduced the ‘‘anti-free-ride’’ doctrine stressed 
in the Associated Press case, 248 U. 8S. 215 (1918), but there is, in addition, the shift 
suggested in Justice Hough’s remarks in Steiff v. Bing, 215 Fed. 204, and in Justice 
Holmes’ opinion in the Associated Press case, both of which seem to justify the state- 
ment that where we used to emphasize the word ‘‘competition’’ we now stress 
‘‘unfair’’. As Nims would say, the law in this field has become the law of the play- 
ground, ‘‘Play Fair’’. 

Relief, in cases like the Pocahontas Coal case, seems also to give judicial recognition 
to the argument of Professor Handler, who, in his article in 21 Iowa Law Rev, 175, at 
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the ‘‘fundamental principle’’ under which competitors would each 
be ‘funder a duty so to conduct its own business as not unneces- 
sarily or unfairly to injure that of the other’’.*® And, as pointed 
out, Congress has attempted to give relief against those who make 
false representations about products which they put into the stream 
of interstate commerce. 


It is to be hoped that at any early date the ghost of the Wash- 
board case can be laid, the ‘‘passing off’’ doctrine discarded, the 
obvious intent of Congress made effective,*® and the same relief 
be given against those who are guilty of false statements as to 
geographical origin. 


After all, it does not seem possible that our courts will con- 
tinue to reach these anomalous results, viz., that one may have 
relief against a rascally competitor who falsely advertises his 
coal as ‘‘ Pocahontas’’ but fail in his effort to enjoin the continued 
advertising of a competitor who falsely calls his product ‘‘coal’’! 


193, points out that a campaign of false advertising could completely discredit the 
product of an industry, to the obvious injury of the reputable suppliers. Purchasers, 
generally, in our hypothetical case, could become ‘‘stainless steel cutlery shy’’, to 
paraphrase Professor Handler! 

45. Funk v. U. 8., 290 U.S. 371, 383; the Associated Press Case, Supra; R. C. A. 
Mfg. Co., v. Whiteman, 28 Fed. Supp. 787 

46. Late in 1946, the Board of Editors of the Research Institute of America 
invited Mr. Walter J. Derenberg ‘‘to blueprint the changes the Lanham Act will 
bring’’. Mr. Derenberg’s handling of Section 43 (a) under the title ‘‘Falsehoods as 
Unfair Competition’’ is most interesting. He opens by stating, unequivocally, that: 

‘‘The Lanham Act of July, 1946 authorizes the bringing of a civil action for 

unfair competition against the use of a false designation of origin or a false 

description or representation by anyone who is or may be damaged by the 

falsehood ’’. 


But he closes with the statement that: 
‘*An important private remedy is provided for anyone who is truthfully using 
such designations as ‘Minneapolis Flour’ or ‘Rosedale Cement’ or ‘Grand Rapids 
Furniture’. A company may sue for an injunction and for damages despite the 
fact that it has no exclusive right in the designation but only shares the right 
honestly to use it with other competitors in the same community’’. 

See Judge Clark’s reference to Mr. Derenberg’s interpretation in footnote 12, p. 900, 

California Apparel Creators v. Wieder of California, supra. 
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PRE-USE APPLICATIONS 
By E. Manning Giles* 


Have you had this experience? 
Your client wants to adopt a newly devised trade-mark. 


You have a search made of registered and unregistered marks 
used in connection with goods of the same general character. 


No pertinent prior use is found, so you advise your client his 
proposed mark appears to be in the clear. 


Your client, being a fair-sized manufacturer, makes rather 
elaborate plans to launch the products to be sold under the new 
mark. 


A national advertising campaign is planned; special packaging 
and labels are designed; quantities of printed material are pur- 
chased; a sizeable inventory of trade-marked goods is consigned 
to dealers all over the country. 


The new product goes on the market—under the newly adopted 
trade-mark. 


Then— 


Your client receives a letter from some manufacturer who 
has been using the same mark for years on similar merchandise. 
He demands that the client immediately discontinue using this 
mark. No, he won’t sell his rights in the mark; he just wants 
your client to desist. 


Perhaps I should say, your former client, because it is diffi- 
cult for the lay mind—unimpregnated with the law of trade-marks 
and unfair competition—to understand or justify an experience 
like this. 


If the law is unrealistic and conducive to inequities, is there 
any possibility—within the framework of our federal legal system 
—whereby the law can be made more equitable? 


It is not my objective to urge a specific answer—but rather 


*Patent Counsel, Cherry-Burrell Corporation, Chicago, Ill. 
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to encourage consideration of the problem with a view toward 
appropriate revision of the law. 


Canada, in its new Trade-Marks Act of 1953, provides that 
an application may be filed for registration of a trade-mark before 
it has been used. 


‘This was felt to be a desirable provision because many 
traders are understandably reluctant to incur the expense 
incidental to establishing bona fide use in the market before 
they have assurance of obtaining registration.’’ The New 
Canadian Trade-Marks Act by John C. Osborne, 43 TMR 548, 
553 (June-July, 1953). 


Perhaps our progressive neighbor to the north suggests an 
approach deserving of our consideration. 


Would it do any violence to our legal system to permit an 
intending user to file an application to register his proposed trade- 
mark prior to actual use—assuming, of course, that it would not 
be registered until it was in bona fide use in commerce? 


There are several rather apparent advantages to such a pro- 
cedure. A particular advantage would be that the applicant could 
find out before launching an expensive, nationwide promotion 
whether his mark was registrable.* 


Of course, some practitioners may say, the cautious applicant 
ean stencil the mark on a few items and ‘‘sell’’ them to friendly 
dealers out-of-state—thus establishing his date of first use in 
interstate commerce. Then he can file the application, prosecute 
it to registration, and finally launch his campaign when the regis- 
tration is granted. 


This is done—evidently quite often—and such synthetic or 
conspiratorial ‘‘use in commerce’’ seems to be condoned by many 
in the profession as meeting the requirements of the old 1905 and 
the current 1946 Acts. Yet such obscure, unadvertised ‘‘use’’ is 
the very source of some of the difficulty—the use is unknown out- 
side the immediate circle of those involved and hence others who 


1. While the right to register and the right to use are not synonymous (see The 
Trade-Mark Anomaly by Julius R. Lunsford, Jr., 43 TMR 1—January, 1953), if the 
mark is registrable the odds strongly favor the registrant’s having the right to use. 
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subsequently choose the same mark have no way of knowing that 
such mark is already in use and owned by someone else. 


Suppose there were no advantage to be gained by resort to 
such subterfuge. Suppose, instead, that if a search were favorable 
you could advise your client to file an immediate application to 
register his proposed trade-mark—with reasonable assurance that 
if it were passed to allowance by the Patent Office, the client would 
be safe in launching the proposed mark in commerce. (It would 
be manifestly impossible to eliminate all the risk involved in 
launching a new trade-mark—but surely the present hazards 
could be substantially reduced. ) 


More specifically, a possible procedure would be as follows: 


The applicant desiring to file a pre-use application would 
submit a drawing showing the mark in the form in which he pro- 
posed to use it accompanied by a statement setting forth the speci- 
fic goods in connection with which the proposed mark would be 
used. The specimen requirement and the declaration relating to 
actual use would be deferred. 


The prosecution would follow the usual pattern and the mark 
would be passed to publication if and when any Patent Office objec- 
tions to registration had been overcome. If no notice of opposition 
were filed within the prescribed period following publication, the 
Patent Office would so notify the applicant and advise that the 
mark would be passed to registration upon the filing of a declara- 
tion of actual use in commerce accompanied by specimens or fac- 
similes—provided such declaration and accompanying evidence 
were filed within six months (or other suitable period). 


Failure to comply within the statutory period would result in 
abandonment of the application—although there would perhaps 
be provision for extension of time for cause. If the application 
became abandoned, the Official Gazette would carry a suitable 
notice to that effect. Likewise, it would duly report registration 
when granted. The filing date of the application would be the 
“‘constructive’’ date of first use in commerce provided the applica- 
tion matured into a registration. 


If this procedure were available, there would be real incentive 
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for the intending user of a new trade-mark to file an application 
at the earliest possible date. 


To make pre-use applications even more attractive to the 
intending user, it might well be provided that failure to oppose 
within the prescribed opposition period would preclude recovery 
of profits and damages in the event of any action at a later date 
to enjoin use of the mark. In other words, if the mark survived 
the opposition period and then went into actual use, and became 
registered, the registrant would be ‘‘damage-proof’’ for any use 
of the mark as published on or in connection with the listed goods. 
This would not preclude injunction, however, in a proper case. 


Let us examine some of the consequences of adopting this 
suggested procedure: 


1. The intending user would be well advised to stake out 
his ‘‘claim’’ to his proposed mark as promptly as possible. Since 
the filing date is to be his date of first use—if he gets a registra- 
tion—he is protecting himself by taking this step. So the first 
result would probably be that persons and companies contempla- 


ting the use of a new trade-mark would file an application imme- 
diately following the usual preliminary search. 


2. Being eager to dispose of proceedings in the Patent Office, 
the applicant’s attorney would be likely to expedite the prosecu- 
tion in order to have the mark passed to publication. Thus the 
prosecution period might be shortened. 


3. Publication of the mark for opposition prior to its being 
used in commerce would foster early and amicable settlement of 
potentially controversial situations. 


When a trade-mark proprietor has already launched his pro- 
motion campaign featuring his new mark, and the mark has begun 
to acquire that ‘‘commercial magnetism’’ which makes it a valu- 
able property, he is not very receptive to objections from prior 
users of similar marks. No wonder! He already has a heavy 
financial investment in his new mark. 


But suppose he has not yet made investment. He has merely 
signified his ‘‘intention-to-adopt’’ by filing an application. He 
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will be far more willing to consider objections from some other 
trade-mark owner who has seen the proposed mark published in 
the Gazette. It is to his advantage to get the matter settled— 
without formal opposition proceedings—so that the way is clear 
for him either to start commercial use of his new mark or to devise 
a different mark eliminating the potentiality for confusion. 


Here, then, is the greatest gain afforded by pre-use applica- 
tions: (a) the established user of a trade-mark has an opportunity 
to oppose, not only registration, but use as well, prior to the new- 
comer’s getting started; and (b) the newcomer can decide whether 
to start using the controverted mark in the light of the objections 
raised by the established user. The latter has not been damaged 
by an infringing use. And the newcomer has not dissipated money 
and effort getting started with a mark he will have to abandon. 


4. The advantages to be derived from prompt filing of pre- 
use applications would be conducive to more nearly universal 
registration of trade-marks used in this country. As a result, 
the federal registers would be more reliable than they are today 
as an indication of the availability of proposed trade-marks. This 
would make the preliminary search more dependable and valuable. 


The foregoing program is suggested for discussion, as there 
may be various respects in which it should be modified—if, indeed, 
it has the merit attributed to it by this proponent. 


It would be understandable, for example, for one to contend 
that the mere filing of an application is not a sufficiently public 
record to entitle the filing date to be considered the constructive 
date-of-first-use. 


Then perhaps the publication date should serve as date-of- 
first-use. One could make a strong argument for the proposition 
that publication of a proposed trade-mark constitutes ‘‘use’’ at 
least as much as some of the prearranged shipments in interstate 
commerce which are sometimes relied upon to support trade-mark 
applications at present. This would be particularly true if the 
publication were followed in due course by bona fide commercial 
traffic in the trade-marked goods—and this would be compulsory 
to support registration! 





THE TRADE-MARK REPORTER Vol. 43 T. M. B. 


Such publication would give effective notice of the impending 
use of the proposed mark. The fact of actual use would be con- 
firmed in due course by publication in the Official Gazette of partic- 
ulars of registration. It would be desirable, also, to list in the 
Gazette the applications which became abandoned so as to keep the 
published records as accurate and up-to-date as possible. 


In this day of ever-growing importance for trade-marks, there 
is need for the intending user to clear the way before launching 
his mark and for the established user to raise his objections before 
the newcomer’s mark is in use. 


Pre-use applications appear to offer a worth-while solution. 
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THE UNMENTIONED TRADE-MARK IN A BUSINESS TRANSFER 
By Stanley S. Harris* 


The Trade-Mark Act of 1905' and the Lanham Act of 1946? 
provide that the owner of a trade-mark used in commerce may 
register his trade-mark with the United States Patent Office.® 
Such a registered trade-mark may be assigned with the good will 
of the business with which it is used (or with that part of the good 
will connected to those businesses which have more than one 
product or trade-mark), provided that such an assignment is in 
writing and duly acknowledged according to the laws of the 
country or state in which it is executed. Further, unless such an 
assignment is recorded in the Patent Office within three months of 
the execution thereof, it will be considered void as to a subsequent 
purchaser who has no notice of the assignment. However, al- 
though the aforementioned requirements must be met in order to 
achieve a valid assignment of a registered trade-mark, a common 
law property right in every trade-mark accrues to the owner there- 
of, whether or not the trade-mark is registered. (Of course, a great 
many marks are not registered). This common law right to a 
trade-mark can be validly transferred without meeting the statu- 
tory requirements. 


While a trade-mark can be the subject of a valuable property 
right, it is not such a property right as can be transferred in gross. 
Unlike, for example, a patent, ‘‘It is elementary that a trade-mark 
cannot legally be assigned apart from the business property in 
connection with which it has been used.’”® This is true because the 
sole function of a trade-mark is to indicate the origin of goods, 
and hence a trade-mark can have no substance apart from the 
business to which its use is incident. Stated differently, a trade- 
mark cannot exist as a right in gross, and there is no ownership 


*Reprinted by permission from the January 1953 issue of The Virginia Law Review. 

1. 15 U.S.C. § 81 et seq. (1946). 

2. 15 U.S.C. § 1051 et seq. (1946). The Lanham Act was passed July 5, 1946, 
as 60 Strat. 427 et seq., to become effective July 5, 1947. It augments the Trade-Mark 
Act of 1905, and repealed those provisions of the latter which are inconsistent with it. 

3. 15 U.S.C. §§ 81, 1051 (1946). 

4. 15 U.S.C. §§ 90, 1060 (1946). 

5. Brewster-Ideal Chocolate Co. v. Dairy Maid Confectionery Co., 62 F.2d 844, 
849 (C.C.P.A. 1933) (concurring opinion). 
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of a trade-mark apart from the rght to use it in a business.*® ‘‘In 
short, the trade-mark is treated as merely a protection for the 
good-will, and not the subject of property except in connection 
with an existing business.’’’ Thus it is seen that a trade-mark 
and its attendant good will are inextricably related, and that 
neither can come into being or survive without an existing busi- 
ness. It has been held, for example, that an assignment of a 
business’ trade-mark and good will to one person conveys no 
valid right to the trade-mark where virtually all of the physical 
assets of the business are sold to another person.® 


Seeing, then, that a trade-mark cannot be transferred apart 
from its good will and without an existing business (or part of 
one), can a business and its good will be transferred without the 
trade-mark connected therewith when the transfer document makes 
no mention of the trade-mark? Normally, the answer is ‘‘no.’’ 
The general rule regarding such a transfer was clarified in the 
case of MacWilliam v. President Suspender Co., as follows: 


It is likewise well settled that the conveyance of a business 
with its good will, either by sale or license, carries with it a 
trade mark used in connection therewith, whether expressly 
mentioned in the instrument or not.® 


This rule applies equally whether or not the trade-mark in 
question has been registered with the United States Patent Office. 
The title to a registered trade-mark can also pass by informal 
assignment when there is a sale of the business and the good will 
to which it pertains.*° Thus, in another case it was held that ‘‘A 
formal assignment of the trade-mark, although desirable for 
record purposes, was not necessary.’’"! It normally makes no legal 
difference whether or not a trade-mark is mentioned in the con- 
veyance of a business and its good will, and the vendor will be 
charged with the knowledge that he thereby parted with any legal 


6. See President Suspender Co. v. MacWilliam, 238 Fed. 159, 161 (2d Cir. 1916). 

7. Hanover Star Milling Co. v. Metcalf, 240 U.S. 403, 414 (1916). 

8. Atlantic Brewing Co. v. Warsaw Brewing Co., 77 U.S.P.Q. 239 (1948), 38 TMR 
910. 

9. 46 App. D.C. 45, 48 (1917). See also Darol Co. v. Modern Venetian Blinds, Inc., 
88 U.S.P.Q. 334 (1951), 41 TMR 356; Painter v. William B. Coggin, Inc., 80 U.S.P.Q. 
382 (1949), 39 TMR 251; Jackson Corset Co. v. Cohen, 38 App.D.C. 482 (1912). 

10. John Rissman & Son v. Gordon & Ferguson, Inc., 78 F. Supp. 195 (D. Minn. 
1948). 

11. Woodward v. White Satin Mills Corp., 42 F.2d 987, 989 (8th Cir. 1930). 
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rights to the trade-mark which he had used in his business.’* As 
expressed by the Second Circuit: 


The principle is as well established as any in the whole 
law of trade-marks. The right to the use of a trade-mark 
passes to anyone who takes the right to make or sell the par- 
ticular article to which the trade-mark has been attached.” 


To this general rule, as is true in virtually every other phase 
of our law, there are exceptions. One area in which an exception 
exists is that concerning partnerships. When an individual oper- 
ates a business, using his own trade-mark, and then enters into 
a partnership, title to the trade-mark remains in him in the 
absence of a contrary agreement.'* 


When a trade-mark or trade-name is owned by one who enters 
into a partnership with another for the manufacture of the 
article designated, the title of the trade-mark does not pass 
to the partnership except by express agreement.’® 


The case of Kidd v. Johnson"® early give rise to this principle. 
In that case, a whisky manufacturer and seller named Pike, who 
had used his trade-mark for years, took two partners into his busi- 
ness. The partnership utilized his trade-mark, although Pike con- 
tinued to own the distillery, ete. Pike then sold the business to 
the complainants’ predecessor, including (by a separate instru- 
ment) the right to the use of his brands. All was well until Pike’s 
death, following which the defendant claimed that as a surviving 
partner of Pike’s firm, he was entitled to the use of the trade- 
mark, and that the complainants had used it under a mere license 
from him. The Court ruled for the complainants. They said that 
Pike had owned the trade-mark when he organized the partner- 
ship, and had allowed its use on the firm’s packages of whisky, 
‘*. . . but it no more became partnership property from that 
fact than did the realty itself, which he also owned.’’!7 Accord- 
ingly, he had the right to convey the trade-mark when he conveyed 
the other assets which he owned. However, when a trade-mark 


. Lantz Bros. Baking Co. v. Grandma Cake Co., 161 F.2d 739 (C.C.P.A. 1947). 
. President Sus Co. v. MacWilliam, 238 Fed 159, 162 (2d Cir. 1916). 

» Ft peg v. Bell, 115 Fed. 553 (C.C.D.N.J. 1902). 

‘ 554. 

. 100 U.S. 617 (1879). 

- Id. at 619. 
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is partnership property (as where a partnership selects its own 
mark), the transfer of the partnership’s business and good will 
carries with it the partners’ rights in the trade-mark when the 
instrument of conveyance does not mention the mark.'® Also, 
when one partner retires from a partnership and lets the remaining 
partner or partners continue the business, in the absence of an 
agreement to the contrary ‘‘. . . the good-will remains with the 
latter as of course.’’!® 


Another exception to the general rule occurs when the vendor 
remains in the same business after the sale. Two cases illustrate 
this principle. In one, the vendor had two dissimilar businesses. 
He used dissimilar trade-marks which were both dominated by the 
word ‘‘Sheps.’’ The court ruled that the sale of one business and 
its trade-mark did not convey the other trade-mark, and that the 
vendor could not be enjoined from using the second trade-mark 
despite the fact that its use was actually giving rise to consider- 
able confusion.*° In the other case, a vendor sold only one of his 
flour mills with ‘‘appurtenances, rights and privileges thereto be- 
longing.’’ The vendee claimed the right to use the vendor’s trade- 


mark, although the vendor continued to operate another mill and 
use its same name. 


. . . the conclusion is irresistible that it was not intended 
at the time the deed was made, by either party, that the trade- 
mark should pass; and, as a matter of law, it did not pass 
to the plaintiff. 


. . . Where it has been held that the trade-marks passed, the 
vendee has always acquired the good will of the business pur- 
chased, and, as a general rule, the vendor has retired from the 
business. 


. where, from the whole transaction, it clearly appears 
that it was the intention of the vendor to part with, and the 
intention of the vendee to acquire, the good will of the busi- 
ness transferred as a part of the transaction, the trade-mark 
or trade-name used in connection with, and as an incident to, 
the business may pass without expressly so stating in the 
instrument of transfer.” 

18. Painter v. William B. Coggin, Inc., 80 U.S.P.Q. 382 (1949), 39 TMR 251. 
19. Menendez v. Holt, 128 U.S. 514, 522 (1888). 
20. Shepard v. Shepard, 145 Neb. 12, 15 N.W.2d 195 (1944). 


21. Holley Milling Co. v. Salt Lake & Jordan Mill & Elevator Co., 58 Utah 149, 
163, 197 Pac. 731, 736 (1921). 
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Another distinction from the presumed transfer of an un- 
mentioned trade-mark arises when the trade-mark is a purely 
personal one. The courts are in unanimity to the effect that a 
trade-mark cannot be divorced from the good will which it sym- 
bolizes. If, then, the trade-mark is the name of a person, and the 
good will attaching to that trade-mark arose from that person’s 
association with the business, when that person conveys the busi- 
ness its good will essentially stays with him.”* Hence, a purely 
personal trade-mark will not be presumed to be assigned with a 
business unless the instrument of conveyance specifically so pro- 
vides. On the other hand, if one so elects, he may of course con- 
vey the use of his name to another.”* In the case of Piggly Wiggly 
Corp. v. Saunders,** a vendor conveyed to the vendee his business, 
its good will, trade-name, copyrights, ete. The vendee subsequently 
tried to enjoin the vendor from using his own name in a new 
business. The court ruled in favor of the vendor. They men- 
tioned that in this type of contract, as well as in other types, the 
intent of the parties should be controlling. While the vendor 
could have contracted away the use of his name, 

. . . yet in the absence of an express provision in a contract 

so showing it would seem one will not be held to have conveyed 

his name or parted with the right to use it in business, even 
though he may have sold a business, together with the good 
will incident thereto.”® 

The basic consideration which prompts the rule respecting the 
transfer of a personal name trade-mark is stated as follows: 

But, while the right of a man to use his name in his own 
business is not inalienable, it is fundamental. An intention 
entirely to divest himself of it and transfer it to another will 
not readily be presumed but must be clearly shown.”® 

Thus, where a personal name is involved, the exclusive right to its 
use will not be presumed to pass to the vendee of a business with 
its good will unless such an intent clearly appears in the instru- 
ment of transfer.?7 





22. See CALLMANN, 3 UNFAIR COMPETITION AND TRADE-MARKS 1314 (2d ed. 1950). 


23. Donnell v. Herring-Hall-Marvin Safe Co., 208 U.S. 267 (1908); Kidd v. 
Johnson, 100 U.S. 617 (1879). 

24. 1 F.2d 572 (W.D. Tenn. 1924). 

25. Id. at 578. 

26. Guth Chocolate Co. v. Guth, 215 Fed. 750, 766 (D. Md. 1914). 

27. Cornman v. Graeber Stringing and Wiring Machine Co., 69 F. Supp. 550 
(E.D. Pa. 1946), aff’d per curiam, 160 F.2d 738 (3d Cir. 1947). 
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Another somewhat distinctive situation arises when a business 
either ceases operations or becomes bankrupt. Let us first con- 
sider a bankrupt business. When the trade-mark of such a busi- 
ness is not a personal one, and the business passes by operation 
of law through bankruptcy or a general assignment for the bene- 
fit of creditors, the rights to the trade-mark pass to the trustee in 
bankruptcy or to the receiver. The trade-mark then passes to the 
one who purchases substantially the whole business, even if the 
trade-mark is not specifically mentioned in the proceedings, just 
as it does in the case of a normal voluntary transfer.® 


Trade-marks, trade-names, and business good will, in 
connection with the business to which they relate, constitute 
property in the hands of their owner. When owned by a bank- 
rupt, except when strictly personal in nature, . . . they pass 
in connection with the sale of the business to the purchaser 
without being specifically mentioned.?® (Emphasis added). 


It sometimes happens that at such a sale, or when a company 
simply goes out of business, the assets are sold piecemeal instead 
of substantially intact. In such a case it must be borne in mind that 
‘¢. . . trade marks and good will cannot be transferred in gross. 
They are an integral part of a business and go with a business.’’*° 
Any sale of good will as a separate item will not give rise to 
existing trade-marks rights, and any new rights in the trade-mark 
following such an attempted sale thereof must arise from the new 
user.*! If at a receiver’s sale no one acquires the rights to the 
business’ trade-marks and good will, the trade-mark reverts to the 
public domain and becomes the exclusive property of no one.*? 


When a company goes out of business, it loses its good will 
and abandons its trade-mark. Any attempted assignment of the 
good will and/or the trade-mark after a company has gone out 
of business is ineffectual, as the company then has no subsisting 


8. American Dirigold Corp. v. Dirigold Metals Corp., 125 F.2d 446 (6th _ 
1942) ; May v. Goodyear Tire & Rubber Co., 10 F. Supp. 249 (D. Mass. 1935) ; 
cennes Packing Corp. v. Piggly Wiggly Corp., 18 U.S.P.Q. 74 (1933), 23 TMR A 
29. United States Ozone Co. v. United States Ozone Co. of America, 62 F.2d 881, 
885 Sy Cir. 1932). 
0. The Browning King Co. of New York v. The Browning King Co., 176 F.2d 
105, 106 (3d Cir. 1946). 
31. Reconstruction Finance Corp. v. J. G. Menihan Corp., 28 F. Supp. 920 
(W.D.N.Y. 1939). 


32. Supra note 30, at 107. 
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good will.** In a recent case, Chester H. Roth, Inc. v. Esquire, 
Inc.,** the defendant claimed that the plaintiff had only a colorable 
title to the trade-mark concerned, since when plaintiff bought its 
predecessor’s stock the latter was not then actively in business. 
However, the court ruled that the company actually had been a 
going concern at the time of the sale, and hence the vendee had 
acquired good title to the trade-mark. 


One other situation concerning an unmentioned trade-mark 
is worthy of note. If a business has a chattel mortgage upon all 
of its assets and its good will, and defaults upon the mortgage, 
the mortgage will not act to convey any trade-mark rights. This 
is true because such a chattel mortgage does not purport to con- 
vey a going concern, and hence is invalid as an assignment of the 
good will and the trade-mark.*® 


Actions involving title to or ownership of a particular trade- 
mark may arise by virtue of one of two principal procedures. 
First, whether the mark concerned is registered or not, a suit may 
be filed by a party who feels that his right to the use of his par- 
ticular mark is being infringed upon. Second, where two or more 
parties seek the registration of similar trade-marks, one of several 
actions may originate in the United States Patent Office. If one 
person has registered a trade-mark, and another person attempts 
to register the same or a like mark, the Examiner of Interferences 
may declare an interference and instigate an action. However, 
regardless of how a trade-mark case may arise for decision, in a 
trial to determine the right to the use of a particular trade-mark, 
the question of the burden of proof becomes one of keen impor- 
tance. This article has discussed what happens when an instrument 
of conveyance makes no provision concerning the mark. In such 
situations, convincing proof is often quite difficult to present. If, 
then, he who has the burden of proof is unable to meet it, he will, 
of course, lose his case. 


Normally, ‘‘The burden of proof is upon the junior party in 
a trade-mark interference, and all doubts must be resolved against 


33. Cloverleaf Restaurants, Inc. v. Lenihan, 80 Ohio App. 477, 75 N.E.2d 477 


(1947) ; see Lazar v. Cecelia Co., 30 F. Supp. 769, 771 (S.D.N.Y. 1939). 
34. 186 F.2d 11 (2d Cir. 1951). 
35. Mendes v. New England Duplicating Co., 94 F. Supp. 558 (D. Mass. 1950). 
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him.’’®* In one case involving a registered trade-mark, a business 
and its good will were transferred, but there was no formal assign- 
ment of the registration.*? In an infringement action brought to 
establish priority of ownership and use, the Tenth Circuit held: 


15 U.S.C.A. § 90 provides for the assignment of a reg- 
istered trade-mark by an instrument in writing duly acknow]l- 
edged. It follows that the sale from Freiler to Klein did not 
pass Freiler’s registered trade-mark. But Freiler’s common- 
law right will be presumed to have passed without formal 
assignment, absent contrary evidence, with the sale and 
transfer to Klein of the business with which the mark had 
been identified.** (Emphasis added). ; 


This places the burden upon the vendor who claims a continuing 
right to the use of the mark to prove that the trade-mark was not 
intended to pass along with the business and good will which he 
transferred. However, the burden is seen to shift when the trade- 
mark concerned is a personal one. Where a person conveys a right 
to the use of his name, the burden of proof will lie upon the trans- 
feree to show an intention that such a right be an exclusive and 


permanent one. In one case in which a plaintiff sought to enjoin 
the defendant from using his own name, it was said: 


Nothing in the [contract of sale] suggested the granting of an 
exclusive right to Graeber’s own name, nor did it directly 
or by implication preclude him from the use of his name or 
his talents for his own benefit. . . . An intention to convey 
an exclusive right to the use of one’s own name or to restrict 
him in his lawful business activity must be clearly shown.®® 
(Emphasis added). 


Thus, where the trade-mark is a personal one, one will not be pre- 
sumed to have parted with the exclusive right to his name unless 
the contract so provides,*° placing the burden of proof upon the 
transferee in such a situation. 


36. Brewster-Ideal Chocolate Co. v. Dairy Maid Confectionery Co., 62 F.2d 844, 
847 (C.C.P.A. 1933); see B. R. Baker Co. v. Lebow Bros., 150 F.2d 580, 583 (C.C.P.A. 
1945). 

37. Ph. Schneider Brewing Co. v. Century Distilling Co., 107 F.2d 699 (10th Cir. 
1939). 

38. Id. at 703. 

39. Cornman v. Graeber Stringing and Wiring Machine Co., 69 F. Supp. 550, 553 
(E.D. Pa. 1946), aff’d per curiam, 160 F.2d 738 (3d Cir. 1947). 

40. Piggly Wiggly Corp. v. Saunders, 1 F.2d 572 (W.D. Tenn. 1924). 
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A recent case is illustrative of the importance of the burden of 
proof in a trade-mark action.*! A vendor sold to the vendee his 
entire cosmetics business, with the exception of the two products 
(and the only two products) upon which he used the trade-mark 
LUCKY SEVEN. The sale contract was lost and could not be put 
into evidence. The vendee claimed that the contract contained a 
clause assigning the good will and all the trade-marks, while the 
vendor claimed that there had been a clause reserving the trade- 
mark LUCKY SEVEN to him. The Assistant Commissioner of Patents 
ruled*? that while normally the burden of proof is on the junior 
party, here the business transfer carried the trade-marks with it, 
and, therefore, the burden of proof shifted to the vendor to prove 
his reservation of LUcKy sEVEN. This he was unable to do, and the 
Commissioner ruled against him on the issue. 


The United States Court of Customs and Patent Appeals 
reversed this decision.** The court pointed out that ‘‘. . . the 
right of a purchaser to use a mark which the seller has been 
applying to goods extends only to the goods and marks he actually 
purchases . . .,’’“* and that a seller may reserve any line of mer- 
chandise from a sale which he may wish to exploit himself. While 
such a reservation is not usual, ‘‘ ... it may not be deduced 
conclusively from a sale alone that every line of merchandise which 
the seller dealt in was included in such sale.’’*® 


Both the vendor and vendee in this case had used the mark 
in issue for many years. The vendor had registered his mark 
roughly four years prior to the vendee’s attempted registration.* 
Here another presumption entered the picture. The court said 
that while 


. registration is not conclusive evidence of a registrant’s 
ownership and right to register, . .. a presumption of valid- 
ity does apply to a registration which must be overcome by 
the party who challenges it.*’ 


41. McCane v. Mims, 187 F.2d 163 (C.C.P.A. 1951). 

42. Mims v. McCane, 80 U.S8.P.Q. 104 (1949), rev’d, 187 F.2d 163 (C.C.P.A. 
1951), 39 TMR 171. 

43. See note 41 supra. 

44. Id, at 167. 

45. Ibid. 

46. This interference was declared by the Examiner of Interferences of the Patent 
Office following the vendee’s attempted registration. 

47. Supra note 41, at 170. 
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The court therefore concluded, in the light of the meagre evidence 
presented, that the vendee had not proved a prima facie case 
strong enough to shift the burden of proving the reservation to 
the vendor, and, hence, since the vendee had not proved that the 
LUCKY SEVEN mark had been intended to pass to him, the ruling 
was in favor of the vendor. Essentially, the cause of the reversal 
in this case was the fact that the court placed the burden of proof 
upon a different party than had the Assistant Commissioner of 
Patents. 
Conclusion 


Normally, when a business and its good will are transferred to 
another, the trade-marks incident thereto are also transferred, 
whether they are specifically mentioned or not. However, when 
one who owns a trade-mark enters into a partnership, in the 
absence of an express provision to the effect that his trade-mark 
is to become partnership property, he remains the owner thereof. 
When a partnership owns its trade-mark, and transfers its busi- 
ness and good will, the mark will be presumed to go along with the 
business. The transfer of a mark will not be presumed when the 
transferor remains in the same business after the transfer, nor 
will it be presumed that a personal trade-mark passes to the 
transferee in the absence of a provision so stating. The mark of 
a bankrupt, unless it is a personal mark, will be presumed to pass 
to the one who purchases the business and good will of the com- 
pany from the trustee in bankruptcy. When a company goes out of 
business, it loses its good will and an attempted transfer of good 
will is in gross and therefore ineffectual to pass title to the 
company’s trade-mark. 


Generally, the burden of proof is upon the transferor to refute 
the presumed transfer of his trade-mark along with his business. 
In the absence of any provision to the contrary, however, where 
a personal trade-mark is concerned, the burden of proof shifts to 
the transferee to maintain that an exclusive right to the trans- 
feror’s name was intended to pass. And finally, where two or more 
persons attempt to register the same trade-mark, a rebuttable 
presumption of validity attaches to the first registrant. 


Theoretically, no such problem as has been discussed should 
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exist. The right to a trade-mark is a valuable property right in 
connection with the business to which it is incident, and conse- 
quently, any transfer of a business should specifically provide for 
the disposition of its attendant trade-mark. However, as long as 
transferors of businesses persist in neglecting to deal with trade- 
mark interests as carefully as they would other property, the 
problem of what became of the trade-mark in the transfer will 
continue to arise, and the principles discussed in this article must 
be resorted to. 
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NOTES FROM THE PATENT OFFICE 


Changes in Trade-Mark Practice in the Patent Office as to Articles 
of Incorporation and Showings of Abandonment 


By Katharine I. Hancock* 


Two practices of long standing in the Patent Office under the 
Trade-Mark Act of 1905 are now being discontinued because they 
are not entirely justified under the new Trade-Mark Act of 1946 
nor have they proved sufficiently useful in the administration of 
the new Act to be retained. These practices are the filing of letters 
of incorporation in the Trade-Mark Division of the Patent Office 
and the making of prima facie showings of abandonment of regis- 
tered trade-marks. 


The practice of filing articles of incorporation has been dis- 
continued as of October 9, 1953, and the making of prima facie 
showings of abandonment of registered marks will be discontinued 
as of January 1, 1954. The Notices of the Commissioner of Patents 
ordering discontinuance of these practices appeared at 99 U.S.P.Q. 
No. 2, p. iii, October 19, 1953, and 676 O.G. 7, November 3, 1953, 
and read as follows: 


Prima Facie Showings of Abandonment 
in Trade-Mark Cases 


Under the prior trade-mark acts, the practice developed 
of permitting an applicant for registration whose application 
had been rejected on the basis of a prior registration to an- 
other, to file an ex parte showing that the mark of the refer- 
ence registration had been abandoned, and the Office would 
thereupon issue a second registration to the applicant if the 
prior registrant failed to respond to a letter of inquiry. This 
practice, while it may have been justified under the prior 
trade-mark acts, is no longer believed to be fully justified or 
useful and will be discontinued on and after January 1, 1954. 
After that date an applicant who has been rejected on a prior 
registration and wishes to remove the registration as a refer- 
ence on the basis of its non-use and is not entitled to an inter- 
ference therewith, will be required to obtain the cancellation 
of the registration. 


*Trade-Mark Examiner, U.S. Patent Office; Member of District of Columbia Bar. 
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The following considerations led to this abandonment of 
the prior practice: 


It results in the simultaneous existence of two conflicting 
registrations to different parties, and this situation is believed 
to be inconsistent with the spirit of the Trade-Mark Act of 
1946. Under Section 2(d) of the Trade-Mark Act of 1946 
an application for registration must be refused if the mark 
sought to be registered so resembles a mark registered in the 
Patent Office as to be likely to cause confusion or mistake or 
to deceive purchasers. A fair interpretation of this section is 
that a registered mark constitutes a reference as long as the 
registration remains in force. 


EE RB te AR RRC CF 0 


The old practice is inconsistent with decisions which have 
held that in an opposition in which the opposer relies upon a 
registration, the applicant is not permitted to show that the 
mark of the opposer’s registration has been abandoned, but 
must file a petition to cancel the registration in order to 
raise the question. If the applicant in the opposition proceed- 
ing, with the registrant a party thereto, is not permitted to 
urge or show that the mark of the registration has been 
abandoned, he should not be permitted to urge abandonment 
of the registered mark ex parte. 


Under the Trade-Mark Act of 1946 all owners of registra- 
tions obtained under the new act must, during the sixth year 
of the registration, file an affidavit showing that the mark is 
still in use; and owners of registrations under the act of 1905 
which have been republished under Section 12(c) of the act of 
1946 are also required to file such an affidavit during the 
sixth year after the date of the republication. If this affidavit 
is not filed the registration is cancelled by the Commissioner. 
All applicants for renewal of registrations have been required, 
since July 5, 1947, to file an affidavit that the mark is still in 
use, to obtain the renewal. Consequently, the majority of 
registrations in existence soon will be registrations which 
are under six years old and registrations in which affidavits 
of use have been recently filed. With this elimination of reg- 
istrations of abandoned marks by operation of law, the occa- 
sions on which a prima facie showing of abandonment under 
the old practice would be of any value will be far fewer than 
under the old trade-mark act, and the practice will not be 
sufficiently useful to warrant its continuation in the light of 
the other objections thereto. 


The substitute for the old practice, namely, the filing of a 
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petition to cancel the reference registration, will not be any 
significantly greater burden than the prior practice. If such 
a petition is filed and the respondent fails to answer, and this 
was the only situation in which the prior practice had any 
effect, judgment is issued by default and the registration is 
cancelled. If the respondent replies to the petition for cancel- 
lation, the proceedings will continue, but in the prior practice, 
if the respondent replied to an inquiry of the Patent Office, the 
prima facie showing of abandonment would be fruitless and 
a cancellation proceeding would be necessary. In the petition 
for cancellation when the respondent has answered, the peti- 
tioner may still, if he has made an investigation which shows 
that the registration has been abandoned, file a motion for 
summary judgment based upon an accompanying prima facie 
showing of abandonment which, if not rebutted by the respon- 
dent, will likewise lead to a judgment for the petitioner. 


ROBERT C. WATSON, 
Oct. 9, 1953. Commissioner of Patents. 


Recording Articles of Incorporation 


In 1921 the Patent Office began a practice of receiving 
and filing articles of incorporation of companies, which has 
been referred to as recording, so that their names would be 
available for trade-mark searches, since under the Trade- 
Mark Act of 1905 a trade-mark could be refused registration 
if it was similar to the corporate name of another, without 
anything further. This file is of little or no value under the 
provisions of the Trade-Mark Act of 1946 and the corporate 
names identified by articles of incorporation have not been 
cited against applications for the registration of trade-marks 
under the new act. Also, the filing of such papers has dimin- 
ished in volume until only a few are currently filed each year 
and in view of that fact and of the further fact that no attempt 
has been made to remove the names of corporations which are 
no longer in existence, the file has become practically obsolete. 


The practice of recording, or receiving and filing, articles 
of incorporation by the Patent Office is herewith discontinued. 
Order No. 3181 relating to this practice is rescinded. 


The disposition of the papers now on file will be announced 
later. 
ROBERT C. WATSON, 
Oct. 9, 1953. Commissioner of Patents. 
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In both instances the change in practice seems to be highly 
commendable. The practice of placing articles of incorporation 
in the Patent Office files has outlived its usefulness for several 
reasons, the first and most important reason being that corporate 
names are not cited as references under the Trade-Mark Act of 
1946. Secondly, the articles of incorporation which are on file have 
not been kept up-to-date by removal of the articles of defunct cor- 
porations. And thirdly, the number of articles of incorporation 
now being filed has diminished to as few as twenty-eight in a year. 


The practice of receiving and filing articles of incorporation 
by the Patent Office grew out of Sec. 5 of the Trade-Mark Act of 
1905. That section denied registration to a mark which consisted 
merely in the name of a corporation, so that it was necessary to 
refuse registration on that ground when it was known that a mark 
in an application constituted the name of a corporation. Ex parte 
American Steel Foundries, 264 O.G. 353, 1919 C.D. 60 and In re 
American Steel Foundries, 264 O.G. 354, 1919 C.D. 210, 9 TMR 364, 
modified in American Steel Foundries v. Robertson, 269 U.S. 372, 
342 O.G. 711, 1926 C.D. 289, 16 TMR 51, with regard to circum- 
stances under which a mark which was only a portion of a corpo- 
rate name could be refused under Sec. 5. A ready means of making 
corporate names known and available in the Patent Office for trade- 
mark searches by examiners and the public was provided by the 
institution in 1921 of the practice of allowing owners of corporate 
names to file their articles of incorporation, which identified their 
corporate names, with the Trade-Mark Division of the Patent 
Office. This receiving and filing of articles of incorporation by 
the Patent Office has been commonly, though not accurately, re- 
ferred to as ‘‘recording’’. The practice has been following until 
the present time. However, Sec. 2 of the Trade-Mark Act of 1946, 
which parallels Sec. 5 of the Act of 1905, does not contain the pro- 
vision of the 1905 Act regarding corporate names, and the Act of 
1946 does not require that a mark be refused registration merely 
because it consists of a corporate name. Consequently, corporate 
names disclosed in articles of incorporation on file in the Patent 
Office are not cited as references under the Act of 1946, and ap- 
parently few corporations at the present time see any merit in 
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filing their articles of incorporation. In view of the present non- 
use of the articles by the Patent Office, the small use now made by 
corporations of the filing privilege, and the fact that the articles 
on file are not revised to eliminate inactive articles, the practice of 
filing articles of incorporation has become obsolete and its con- 
tinuance would be form without substance. 


The practice of permitting ex parte prima facie showings of 
abandonment in trade-mark applications has also become outmoded 
under the Trade-Mark Act of 1946. This is true because the need 
for such showings will arise less frequently under the 1946 Act, 
and because ex parte showings of abandonment are inconsistent 
with the 1946 Act. 


Need to show abandonment will occur less often because the 
Trade-Mark Act of 1946 contains new provisions designed to 
remove abandoned marks from the register and to assure that a 
high proportion of the registrations in the Patent Office cover 
active trade-marks. These provisions are found in Sec. 8 of the 
Act, which requires the filing of an affidavit of continued use dur- 
ing the sixth year after registration or after republication, in 
lieu of which the registration is cancelled by the Commissioner of 
Patents and thereby removed from the Patent Office register. Fur- 
thermore, Sec. 9 of the 1946 Act requires an affidavit of continued 
use upon renewal of a registration every twenty years after the 
date it is issued. Sec. 8 has only recently come into effect, and as 
a result, most of the registrations in the Patent Office for the next 
five years will be ones which are less than five years old or in 
which a use affidavit was filed less than five years before. This will 
still be true of a high proportion of registrations even after 1946 
Act registrations begin to enter their tenth year. No 1946 regis- 
tration or republished 1905 Act registration can exist on the reg- 
ister longer than fifteen years without proof of continued use, and 
the number of 1905 Act registrations which are not republished 
under Sec. 12(c) of the 1946 Act are becoming progressively 
smaller both absolutely and relatively. 


Showing abandonment ex parte is inconsistent with the pro- 
visions of the Trade-Mark Act of 1946 for two reasons. First, Sec. 
2 of the Act provides that no trade-mark shall be refused registra- 
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tion unless it consists of or comprises a mark which so resembles 
a mark registered in the Patent Office as to be likely to cause con- 
fusion. No question is raised by this language about whether a 
mark must still be in use before it can stand as a valid reference. 
The implication is clear that when a mark is registered it is a bar 
to the registration of a confusingly similar mark all during the life 
of the registration. 


On the other hand, Sec. 5 of the Trade-Mark Act of 1905 pro- 
hibited the registration of a trade-mark identical with or which so 
nearly resembled a registered mark owned and im use by another 
as to be likely to cause confusion. A registered mark which was 
not in use did not constitute a bar, and it was therefore no doubt 
proper under the 1905 Act to afford an applicant the opportunity 
to show ex parte that a mark was no longer in use. The practice of 
accepting prima facie showings of abandonment of trade-mark 
registrations was first authorized by Commissioner Allen in Ez- 
parte Gill Brothers Co., 1904 C.D. 119, 109 O.G. 1885. In accord- 
ance with this decision, where an applicant for registration of a 
trade-mark which had been registered by another, filed affidavits 
making out a prima facie case of abandonment of the registrant’s 
mark, an interference was declared to determine the question of 
abandonment and ownership of the mark. Commissioner’s Order 
No. 2922, in 1925, dispensed with the institution of an interference, 
and where a prima facie case of abandonment of a registration 
was presented, the application involved was passed to publication 
and the registrant was notified that a prima facie showing of 
abandonment of the registration had been filed. This practice, with 
the approval of the Commissioner, was modified in 1943 to the 
extent that the application was withheld from publication for 
thirty days following a letter of inquiry from the Patent Office 
to the registrant, this period being afforded to the registrant to 
refute the prima facie showing of abandonment. If the registrant 
failed to respond within that time, a second registration for the 
mark was issued to the applicant making the prima facie showing 
of abandonment. 


This existence of identical or confusingly similar registrations 
in the names of different parties, resulting from the issuance of 
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the second registration after a prima facie showing of abandon- 
ment, is the second way in which the former practice is inconsistent 
with the 1946 Trade-Mark Act. This result is analogous to secur- 
ing registrations for concurrent use, but without there having 
been any determination of concurrent rights under the specific 
provisions of Sec. 2(d) of the 1946 Act for that purpose. Under 
the former practice it was customary to accept a renewal affidavit 
for a registration in which a prima facie showing of abandonment 
had been made. The prima facie showing did not destroy the 
registration, and unless one of the parties petitioned to cancel, 
the conflicting registrations would continue to exist side by side 
indefinitely. 


When an applicant under the 1946 Act does believe that 
a registered mark cited against him has been abandoned and thus 
should be removed as a reference, there are alternative procedures 
under the 1946 Act which are free from the inconsistencies of the 
former practice with the present statute. Those alternatives are 
petition to cancel under Sec. 14 of the Act of 1946, or if entitled, 
request for the institution of interference proceedings. Such inter 


partes proceedings are more equitable to all concerned than was 
the former practice, without placing any undue burden on an 
applicant. 


An inter partes proceeding affords a registrant all the official 
notice and opportunity for hearing which is considered advisable 
by the Trade-Mark Act of 1946 before his registration may be 
disregarded as a reference. Under the former ex parte showing 
of abandonment practice, there was constant opportunity for 
abuse of a registrant’s rights, for a registrant understandably 
might fail to protect himself against informal proceedings, either 
through ignorance or carelessness. Further, the standards of what 
constituted adequate prima facie proof of non-use were variable, 
and there was ever-present possibility of acceptance of inadequate 
proof, both as to type and amount, to a registrant’s detriment. 
This variability is illustrated in the case of Ex parte Lussier, 70 
U.S.P.Q. 452, 590 O.G. 533. The Act of 1946 for the first time 
provides a specific statutory standard by which abandonment may 
be inferred. This is found in Sec. 45 of the Act under the heading 
“Abandonment of mark’’. In a cancellation proceeding applicant 
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may present any evidence which bears on abandonment, and this 
specific standard of abandonment through non-use should prove 
helpful in assuring consistent and equitable results. Since aban- 
donment is a ground for cancellation, it would seem that showing 
of abandonment should be limited to inter partes proceedings, 
either cancelation or interference. There is no authority in the 
1946 Act for ex parte use of the standard of inferred abandon- 
ment, or of any other standard of abandonment. This reasoning 
has always been even more strictly followed in opposition prac- 
tice, where an applicant cannot show the ancillary fact that an 
opposer’s registration has been abandoned, but must file a separate 
petition to cancel. 


As to the burden to applicant involved in the change of prac- 
tice as to showings of abandonment, it would hardly appear to 
be any greater burden in time, effort or expense to file a petition 
to cancel than to make the necessary investigations and to 
collect the necessary data for a prima facie showing of abandon- 
ment. If registrant fails to answer the petition to cancel, judg- 
ment is given by default and the registration is canceled. This 
result is analogous to the issuance of a second registration under 
the former practice upon failure of registrant to respond to a 
letter of inquiry. If the petition to cancel is contested, applicant 
is in no worse position than when, under the former practice, a 
registrant answers the inquiry and alleges use of the mark, for 
such a reply prevented acceptance of a showing of abandonment 
under the former practice, and applicant was still left in the posi- 
tion of having to resort to a petition to cancel. 
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NOTES FROM OTHER NATIONS 
Edited by Marcel Deschamps 


Australia 
Opposition Proceedings 


In an opposition by Sherry Shippers Association, an English 
organization, against the application of G. Gramp and Sons Limi- 
ted for the trade mark sHerro in respect of wines, it was decided 
by the Deputy Registrar of Trade Marks, 23 Official Journal of 
Patents, Trade Marks and Designs 2295, that “sHrrro goes beyond 
a covert and skilful allusion to the character or quality of the 
goods in that it directly describes the wines to be sherry wines 
and if the wines it marks are not sherry its use would be deceptive.” 


An application to register the trade-mark coNnsuULATE in 
respect of cigarettes was opposed by the prior registrants of the 
trade-mark consut in respect of “tobacco whether manufactured 
or un-manufactured”. The Registrar of Trade Marks decided, 
22 Official Journal of Patents, Trade Marks and Designs 3281, 
that the marks were not confusingly similar and the opposition 
was dismissed. The Registrar applied the tests set forth in the 
well-known decision in the Pianotist case, 23 R.P.C. 774, and con- 
cluded, “A reference to one could not leave such an impression in 
the mind of a reader or a listener as to make him mistake the 
other for it”. 


Belgium 


Use of Personal Names as Trade-Marks and Trading Names 


S. A. Etablissements Pernod v. S. A. Grandes Distilleries de 
Charleroi and Widow X, Cour d’Appel de Bruxelles, May 12, 1953. 
Plaintiff, a French company, the owners of several international 
registrations of trade-marks consisting of words and labels, all 
including the word PEeRNop, used in respect of an alcoholic bever- 
age, sued for trade-mark infringement and unfair competition. 
The defendants, respectively a Belgian distributor and a 
Belgian retailer, had placed on the Belgian market an alcoholic 
beverage of the same type as the plaintiff’s under a label similar 
to plaintiff’s, the principal part of which were the words RENE 
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PERNOT. This alcoholic beverage was the manufacture of another 
French firm, S. A. Etablissements Rene Pernot. The latter 
French company had no user or registrations of their trade-marks 
in Belgium antedating the user and registrations in Belgium of 
plaintiff’s trade-marks. Both French companies derived their 
trade-marks from the names of the individual founders of the 
companies, or their predecessors in business. 


The Court held: 


(a) although the defendants did not contest the validity of 
the plaintiff’s registration of perNop, the Court should 
not take this registration into account, since it covers 
simply a surname and (accordingly) lacks distinctiveness. 
every person is entitled to use his name in the course 
of business, and companies are entitled to use as trading 
names the names of persons associated with them, and to 
continue using such names as trading names after the 
associations with such persons has ceased, but, the right 
to use a name is qualified by the duty not to use it in a 
manner likely to cause confusion as to the origin of the 
goods; 

(c) the label used on the goods of S. A. Etablissements Rene 
Pernot is calculated to cause confusion with the label used 
and registered by the plaintiff. 


The Court held for plaintiff on both causes of action, and 
defendants were enjoined from further circulation of goods bear- 
ing the label of S. A. Etablissements Rene Pernot, and further 
from circulating any labels, packaging, advertisements etc. bearing 
the words PERNOT Or RENE PERNOT, Other than as shown in the 
legend LES ETABLISSEMENTS RENE PERNOT A DIJON. The judgment 
in Belgium follows closely decisions handed down by French 
Courts in actions involving the two French companies. (See the 
d’Orsay case reported in 43 TMR 1036). 


Exclusive Distributorship 
S. P. R. L. Etablissements F. Kattenburg v. S. A. Etablisse- 


ments G. F. Maes, Tribunal de Commerce de Bruxelles, July 3, 


1953. Plaintiff, exclusive distributor in Belgium of the nu. vup- 
MANN and MONTE-CRISTO cigars manufactured by the Cuban 
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firm, Menendez Garcia y Cia., Ltda., brought action for unfair 
competition against defendant, who had purchased through other 
sources and distributed in Belgium genuine H. UPMANN cigars. 
The Court held that an exclusive distributorship contract is binding 
only on the parties thereto, and not on third parties not privy to 
the contract; further, that the enforcement against third parties 
of such exclusive distributorship agreements would constitute 
not the suppression of unfair competition, but the suppression of 
any competition, and that although third parties may not mali- 
ciously determine to destroy the contractual relationship for the 
sole purpose of causing harm, they may nonetheless legitimately 
refuse to be bound by it. Judgment for Defendant. It should be 
noted, however, that Defendant denied any knowledge of the ex- 
clusive distributorship contract, and that the Court found that 
the Plaintiff had failed adequately to prove the existence of the 
exclusive distributorship contract, and had further failed to prove 
that it had taken any steps to make known to its competitors the 
exclusive distributorship contract. 


Federation of Rhodesia and Nyasaland 


Southern Rhodesia, Northern Rhodesia and Nyasaland have 
formed the Federation of Rhodesia and Nyasaland. A new Fed- 
eral Constitution went into effect on September 3, 1953 under the 
terms of which the Federal Legislature is empowered (to the 
exclusion of the Territorial Legislatures) to legislate on Trade 
Marks, Patents, ete. The existing Trade Mark Statutes will con- 
tinue to be effective in each of the three Territories, until repealed 
and it is considered highly unlikely that these will be replaced by 
a Federal Statute within the next two or three years. 


Great Britain 
Infringement and Passing Off 
R. J. Reuter Company, Ltd. v. Mulhens (43 T.M.R. 586) has 
been affirmed by The Court of Appeal, 70 R.P.C. 235. All of the 
holdings of the lower Court were upheld but Evershed, M.R. in 
delivering the unanimous opinion of The Court of Appeal, made 
the following statement: 


“Section 22(4). I approach now what I have stated to be, 
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and what to my mind is, the most substantial and difficult 
question raised in the appeal, one, moreover, which involves 
a consideration for the first time of the extent and effect of 
the change made in trade mark law by the first sub-section of 
Sec. 22—‘notwithstanding any rule of law or equity to the 
contrary, a registered trade mark shall be, and shall be 
deemed always to have been, assignable or transmissible 
either in connection with the goodwill of a business or not’. 
The last few words, and particularly the use of the phase 
‘in connection with’, make it clear to my mind that, subject to 
whatever may be the effect of the qualification in the third and 
fourth sub-sections, it was from the passing of the Act con- 
templated that trade marks could be assigned, as it is said, 
‘in gross’, that is, dissociated from the goodwill of their busi- 
ness of origin. Beyond doubt this enactment involved a far- 
reaching and significant change in trade mark law, in which it 
had been previously regarded as fundamental that trade 
marks, whether registered or unregistered, being indicative 
of a particular origin, usually but not necessarily a manu- 
facturing origin, could not be separated from the business 
of origin and from the goodwill of that business.” 


Greece 
International Convention 
The adherence of Greece to the London text of the Interna- 


tional Convention became effective under date of November 25, 
1953. 


Italy 
‘*Generic’’ Trade-Marks 
The Court of Milan on March 5, 1953, in the case of William 
Pearson Ltd. v. Nifra, held that the use of a trade-mark by the 
public as a generic denomination of a product does not neces- 
sarily cause the loss of trade-mark rights as long as the mark is 
not commonly employed as the generic term by competitors. 


North Borneo 
Part III of Ordinance 
Since October 1, 1953 the Trade Marks Office has been ac- 
cepting applications under Part III of the Ordinance, that is 
applications for registration of trade-marks not based upon cor- 
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responding Singapore registrations. Part III of the Ordinance 
has provisions for the entry of Registered Users and there is a 
statutory term of six months, expiring March 31, 1954, within 
which the entry of a Registered User will “whitewash” previous 
unrecorded licensed use by such user. 


Correction Notice 


Re: Raymond Underwood’s “A Criticism of the Prestonettes 
v. Coty Decision” carried in the November issue of the Trade- 
Mark Reporter. 


Inadvertently certain paragraphs were printed in reverse 
order and we would like to call your attention to the following 
changes: 


The third, fourth and entire fifth paragraphs on pages 
1028-29 should be inserted after the second paragraph on 
page 1030, starting with the words: “If the defendant. . .”, 
rather than where they now appear. 





THE TRADE-MARR REPORTER 


Part Il 


RADIO CORPORATION OF AMERICA v. 
R. C. A. RUBBER COMPANY 


No. 26232—D.C.N.D. Ohio, E. D.—June 3, 1953 


REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—TRADE AND COMMERCIAL NAMES 
Where RCA within a circle, plaintiff’s trade-mark, and RCA, an abbreviation 
of plaintiff’s corporate name, acquired secondary meaning in plaintiff’s field of 
trade which is wholly different from defendant’s field (rubber products), and 
where defendant wilfully and knowingly used R. C. A. as part of its corporate 
name and R. C. A. within a diamond-shaped figure in advertising its products to 
convey the impression to the public that defendant and its products were sponsored 
by, related to or connected in some way with plaintiff and the public likely will 
be deceived by such use, and where plaintiff stood by idly for ten years while 
defendant built up its reputation and good will held defendant is enjoined from 
using the letters R. C. A. alone or in a diamond-shaped figure except as part of its 
corporate name and in letters of the same size type and character as the rest of 
its corporate name below which in prominent letters must appear defendant’s state 
of incorporation and location of doing business. 


REMEDIES—UNFAIR COMPETITION—SCOPE OF RELIEF 
Protection afforded a trade name which acquired secondary meaning is limited 
to field in which trade name is used and to related fields; one may not pre-empt 
the use of such trade name forever and for all purposes. 
REMEDIES—UNFAIR COMPETITION—DEFENSES 
Where plaintiff’s trade name acquired secondary meaning, defendant’s use 
of said name will be enjoined absolutely, but where plaintiff stands by idly for 
ten years while defendant builds up its good will and reputation, defendant may 
make fair use of said trade name. 
REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF 
Where defendant’s use of plaintiff’s trade name which acquired secondary 
meaning probably will cause the public to believe that plaintiff and defendant 
are related, defendant competes unfairly with plaintiff. 


Action for unfair competition by Radio Corporation of America Vv. 
R. C. A. Rubber Company. Judgment for plaintiff. 
Dwight Parsons & L. M. Buckingham of Akron, Ohio for plaintiff. 


Robert Guinther and Slabaugh Guinther & Pflueger of Akron, Ohio, and 
Bates, Teare & McBean of Cleveland, Ohio, for defendant. 


JONES, J.: 


The parties being familiar with the facts so recently heard, it will be 
sufficient to set down only my views, findings and conclusions in memo- 
randum form. 





THE TRADE-MARK REPORTER Vol. 43 T. M. R. 


Plaintiff seeks to enjoin defendant from using the name R.C.A. Rubber 
Company, or any other name so closely resembling plaintiff’s trade-mark 
and trade name RCA, that there is likelihood the public will be deceived 
or confused as to the origin, source or sponsorship of the defendant and 
its products; and prays for such other equitable relief as may be proper. 


Defendant admits the use of the letters R.C.A. as a part of its corpo- 
rate name and, as the proofs show, use otherwise, independent of the cor- 
porate name. Defendant denies that it has competed unfairly with the 
plaintiff or made any use of the letters R.C.A. not relating to rubber 
products, and only in such manner as it was entitled. Defendant further 
asserts estoppel against the plaintiff for its failure to make timely and 
effective objection to the defendant’s use of the letters and by its long 
inaction has permitted defendant to enjoy increasing and profitable busi- 
ness, acquired by large expenditures in plant, equipment, extension and 
advertising ; that now to enjoin the use of its corporate name and the letters 
R.C.A. in the manner in which it has been using them would result in 
irreparable injury. 

There is no doubt that, beginning in 1922, the plaintiff has spent 
extensive and increasing concerted effort and vast sums of money in pub- 
licizing and popularizing its name and products, by the use of the letters 
RCA and its trade mark consisting of those letters in a circle. I think, 
and find, that the prior consistent nation-wide use made of the letters RCA 
independent of its full corporate name, gave it a secondary meaning to 
that extent and in that respect. To appraise the full extent of the relief 
sought by the plaintiff, we are required to determine whether any cor- 
porate body may adopt a distinctive name or a group of letters, which 
may be permitted to pre-empt the use of such name or letters against use 
by others, regardless of the product sought to be made or distributed in the 
avenues of trade; whether such name or letters may be retained exclusively 
for whatever use, now or in the future, the first user may decide upon. 
Modern legal thought and judicial trends are definitely opposed to such 
monopolistic claims. It is my judgment that the plaintiff cannot thus pre- 
empt the use of the letters RCA forever, for all purposes, on the theory that 
it may some day, under the broad terms of its Delaware charter, engage in 
the manufacture, sale or distribution of rubber goods like the defendant’s 
or those of any other producer. 


These parties are engaged in wholly unrelated enterprises,—one is 
somewhat international in its scope, the other not yet widely engaged 
beyond the borders of the States east of the Mississippi. They are in 
wholly different fields; they come into competition at no point; there does 
not seem to be any instance of the defendant’s articles of manufacture 
being taken or mistaken for those of the plaintiff, as such. 


Strictly speaking, we are not dealing with unfair competition, in 
the usual sense of that term; it is a question of an unfair business or 
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trade practice by which the plaintiff’s trade name is asserted to be sub- 
jected to use by the defendant in such a way as to create in the mind of 
the public, the probability that the plaintiff in some way sponsors, or is 
connected with the defendant company, or supplies the products manu- 
factured and distributed by the defendant. 


While reasonable probability of injury or detriment generally is 
required as an element of offending use, current well-reasoned authorities 
frown upon the apparent effort to reap some benefit from the well-known 
trade name and good reputation of an established business, that is, ob- 
taining a sort of ‘‘free ride’’, even where the products are unrelated 
and no specific injury or detriment is shown. 


Although it does not appear that as of today the goods and articles 
manufactured and sold by the defendant, have been or could be in com- 
petition with any goods or articles offered to the public by Radio Corpora- 
tion, or that any of defendant’s articles manufactured and sold by it have 
been or could be mistaken for those of the plaintiff, yet there are other 
factors entering into the inquiry as to whether the use of an established 
trade name by another not engaged in a related business, may be found 
to be engaged in unfair business trade or competition to the probable detri- 
ment of the owner of the trade name. 


It is not the mere use of the letters by the defendant which estab- 
lishes the unfair practice; it is the manner in which the letters are con- 
sistently used that condemns the practice as unfair. One can not fail to be 
influenced with the character of defendant’s advertising as an ingenious 
means of creating the impression that defendant’s products in some way 
relate to the plaintiff company. The potential injury to the trade of an- 
other, or the likelihood of confusion or mistake in the products of two 
unrelated manufacturers, is not the only equitable consideration. The 
larger and determining factor or issue is whether the use made of the 
other’s established trade name is calculated to, and probably will, create 
in the public mind the belief that the two are related and in that regard 
carry potential injury. This, in my view, could and would be unfair busi- 
ness trade, or practice, or competition (if you adhere to the fetish of a 
term) which would call for suppression by injunctive relief. 


Despite the defendant’s protestation and oral testimony to the effect 
that there was no concern for, and no intention of, capitalizing on plain- 
tiff’s established trade name, nevertheless, the use made of the letters 
R. C. A. by the defendant, without the name of the Company, or without 
the corporate name in a prominent position, and with the letters R. C. A. 
contained within a diamond-shaped figure, lends considerable support to 
the plaintiff’s charge that the defendant’s use of the letters was designed 
to convey the impression to the public that the plaintiff was in some way 
sponsoring, or connected with, the defendant and its products. 
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The fact that the defendant’s advertising and public were in a com- 
paratively limited field or area compared to those of the plaintiff, is not 
of controlling force. 


In the sense that the defendant’s use of the letters R. C. A. is designed 
to promote its products, the public well could be misled into believing that 
the plaintiff was back of the defendant’s products or in some way respon- 
sible for them. 


While I find no fraudulent intention to deceive the plaintiff or the 
public in the original use of the letters R. C. A. in its corporate name, 
and while I think it may have been a coincidence, as Mr. Crisp testified, 
that the first letter of the names of the three important members of the 
organization, in the order of their importance, were thought by him to be 
desirable to be used for the corporate name, yet it hardly can be denied 
that he, Mr. Crisp, was conscious of the potential value of the letter sequence 
as a corporate, as well as a trade name. It would tax credulity to believe 
otherwise. However, except for fraud or intentional deception in adopting, 
or making use of some features of, the trade name of another, I think 
the thought or the hope that the second user might gain some benefit, is 
not enough to sustain injunctive relief. 


So long as the second user of a trade name, or of some form or feature 
of it, does not appropriate or use it or them in such a way as to confuse 


the public respecting the products or their source, to the probable injury 
or detriment of the first user and owner of the trade name, I can find no 
support or reason for complete suppression of the second use. 


When the evidence is fairly considered, it is reasonable to conclude 
that the use made of the letters R.C.A. by defendant, apart and separate 
from its corporate name, was something more than merely a natural devel- 
opment from their original use. My judgment is that this use of the letters 
R.C.A. by the defendant, with increasing effectiveness in recent years and 
up to now, particularly the last five or six years, separate from and inde- 
pendent of inclusion in its corporate name, was calculated and designed 
to obtain the advantage and the benefit of the good name and nation-wide 
reputation of the plaintiff. This use seems to have been the basis of plain- 
tiff’s principal protest and complaint. 


While it is true that the plaintiff has been quite tardy and deliberate 
in making any vigorous protest, or in taking effective action, nevertheless, 
the potentialities of the more extensive use of the plaintiff’s trade name 
only became more obvious and disquieting in recent years. Acquiescence 
by silence may sometimes be inferred, and estoppel result, even where the 
seeming inconsequential expands into the consequential. But here I think 
the wrongful use of the plaintiff’s trade name did not reach pronounced 
infringing character until a comparatively recent date, as evidenced by 
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the advertising material with the letters R.C.A. set out apart from the 
corporate name. 


Although there never was consent by the plaintiff, there was silence 
and seeming acquiescence for an intervening period of approximately ten 
years, and until the defendant sharply expanded and extended following 
the war. While I think the plaintiff’s delay in taking effective action 
should not result in complete denial of relief, yet consequences arising from 
the passage of time, resulting to the advantage of the defendant, which 
are entitled to consideration, justify and require something short of what, 
under more alert and vigorous circumstances, might have called for full 
relief. 


These advantages and considerations are the development of the 
defendant’s business and goodwill over the period of the plaintiff’s inaction. 
In these circumstances, I cannot adopt the plaintiff’s view that equitable 
considerations require destroying the defendant’s business by depriving 
it of its corporate name. 


It is my judgment that plaintiff’s failure over the years to take effec- 
tive action against the use of the letters of its trade name does not entitle 
it to injunctive relief as to the use of the letters R.C.A. as a part of the 
corporate name of the defendant, but that the plaintiff is entitled to relief 
against the continuing use of the letters R.C.A. apart and separate from 
the corporate name of the defendant. 


Finding and concluding as I do in the foregoing memorandum and 
giving effect to equitable considerations which I deem proper to be taken 
into account in proceedings of this nature, and under the circumstances 
of this case, the defendant will be enjoined from using the letters R.C.A. 
alone, or as a symbol bounded by lines; from using the letters R.C.A. except 
as part of the corporate name of the defendant, and then only in letters 
of the same size, type and character as the rest of the corporate name, and 
with a period after each letter, as they appear in its Articles of Incorpo- 
ration. The defendant will be required in all of its printed matter, cir- 
culars, and any other advertising, to have printed under its corporate 
name, in prominent letters, the words ‘‘An Ohio Corporation of Akron, 
Ohio’’. 


An order may be entered accordingly. 


Adequate support for the foregoing views and decision will be found, 
I believe in the list of cases attached. 


This memorandum will be considered as compliance with Rule 52(a). 


The Right of Injunctive Relief: 
American Steel Foundries v. Robertson, 269 U. S. 372 (1926), 16 TMR 51. 
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Kellogg Co. v. National Biscuit Co., 305 U.S. 91 (1938), 28 TMR 569. 
Vogue Co. v. Thompson-Hudson Co., 6 Cir., 300 Fed. 509 (1924), 15 TMR 1. 


Wisconsin Electric Co. v. Dumore Co., 6 Cir., 35 F. 2d 555 (1929), 19 
TMR 496. 


American Fork & Hoe Co. v. Stampit Corp., 6 Cir., 125 F. 2nd 473 (1942), 
37 TMR 149. 

Socony-Vacuum Oil Co. v. Oil City Refiners, 6 Cir., 136 F. 2d 470 (1943), 
33 TMR 434. 

Yellow Cab Transit Co. v. Louisville Taxicab Co., 6 Cir., 147 F. 2d 407 
(1945). 

Aunt Jemima Mills Co. v. Rigney & Co., 2 Cir., 247 Fed. 407 (1917), 
8 TMR 163. 

S. C. Johnson & Son v. Johnson, 2 Cir., 116 F. 2d 427 (1940), 31 TMR 82. 

S. C. Johnson & Son v. Johnson, 2 Cir., 175 F. 2d 176 (1949), 39 TMR 557. 


Federal Telephone & R. Corp. v. Federal Television Corp., 2 Cir., 180 F. 2d 
250 (1950), 40 TMR 219. 


Hyde Park Clothes., Inc. v. Hyde Park Fashions, Inc., 2 Cir., 97 U.S.P.Q. 
246 (1953), 43 TMR 934. 


Hyde Park Clothes, Inc. v. Hyde Park Fashions, Inc., D.C., S.D., N.Y. 
93 U.S.P.Q. 250 (1952), 42 TMR 650. 


Benrose Fabrics Corp. v. Rosenstein, 7 Cir., 183 F. 2d 355 (1950), 40 
TMR 664. 


American Gold Star Mothers, Inc. v. National Gold Star Mothers, Inc., 
D.C. Cir., 191 F. 2d 488 (1951), 41 TMR 815. 


Stein Cloak Co. v. Stein & Son., Inc., 58 Ohio App. 377 (1937). 
Cloverleaf Restaurants, Inc. v. Lenihan, 79 Ohio App. 493 (1946). 
Henry Furnace Co. v. Kappleman, 91 Ohio App. 451 (1952). 


The Defense of Laches and Estoppel: 

McLean v. Fleming, 96 U. S. 245 (1877). 

Menendez v. Holt, 128 U. S. 514 (1888). 

Saxlehner v. Eisner & Mendelson Co., 179 U. S. 19 (1900). 

French Republic v. Saratoga Vichy Co., 191 U. S. 427 (1903). 

Creswill v. Grand Lodge Knights of Pythias of Ga., 225 U.S. 246 (1912). 


Ancient Egyptian Order of Nobles of the Mystic Shrine v. Michaux, et al., 
279 U.S. 737 (1929), 19 TMR 278. 


Yale Electric Corp. v. Robertson, 2 Cir., 26 F. 2d 972 (1928), 18 TMR 321. 


Dwinell-Wright Co. v. White House Milk Co., 2 Cir., 182 F. 2d 822 (1943), 
33 TMR 2. 









Vol.43 T.M.R. AVON PERIODICALS vy. ZIFF-DAVIS PUB. CO. 1157 


Procter & Gamble Co. v. J. L. Prescott Co., 3 Cir., 102 F. 2d 773 (1939), 
29 TMR 105. | 


Adam Hat Stores, Inc. v. Lefee, 3 Cir., 1384 F. 2d 101 (1943), 33 TMR 189. 


i 
Anheuser-Busch y. DuBois Brewing Co., 3 Cir., 175 F. 2d 370 (1949), 
39 TMR 573. | 







The Greyhound Corp., et al. v. Rothman, D.C., D. Maryland, 81 U.S.P.Q. 
185 (1949), 39 TMR 417. 






The Character and Form of Injunctive Relief: 


Herring-Hall-Marvin Safe Co. v. Hall’s Safe Co., 208 U.S. 554 (1908). 

L. E. Waterman Co. v. Modern Pen Co., 235 U.S. 88 (1914), 5 TMR 1. 

S. C. Johnson & Son v. Johnson, 2 Cir., 116 F. 2d 427 (1940), 31 TMR 82. 

National Distillers Products Corp. v. K. Taylor Distilling Co., D.C., E.D. 
Ky., 31 F.Supp. 611 (1940), 30 TMR 172. 


National Tuberculosis Assoc. v. Summit County Tuberculosis & Health 
Assoc., D.C., N.D. Ohio, E.D., Civil No. 29518 (1952). 










AVON PERIODICALS, INC. v. ZIFF-DAVIS 
PUBLISHING COMPANY, et al. 


N. Y. Sup. Ct., App. Div., Ist Dept.—June 9, 1953 










REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—DrESS OF GOODS 

Although plaintiff has no right to a monopoly on the use of EERIE for a 
magazine title, it is entitled to an injunction against defendant’s use of EERIE 
in connection with a magazine which in design and appearance simulates plaintiff’s 
publication. 








Appeal from New York Supreme Court, Special Term, New York 
County. 





Action for unfair competition by Avon Periodicals, Inc., against Ziff- 
Davis Publishing Company and Approved Comics, Ine. Modified. 


Case below reported at 42 TMR 666. 


Robert E. Nickerson, John D. Roeder, and William Gold, of New York, 
N. Y. for plaintiff. 


Nathan Waxman of New York, N. Y., for defendant. 


Before Peck, Presiding Justice, and GLENNON, Dore, CoHN and BREITEL, 
Justices. 


Per Curiam. 
We think that the adoption by defendants of the title rxrizr, the same 
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as that previously employed by plaintiff, in a magazine which also so 
closely duplicated the size, format, design and illustrated cover of plain- 
tiff’s magazine in the same ‘‘comic’’ field was bound to be confusing and 
constituted unfair competition. 


Recognizing that plaintiff had no right to a monopoly on the use of 
the word EERIE and that plaintiff’s use of the name had not achieved a 
secondary meaning in behalf of its magazine, we still think that defendants 
were not entitled to duplicate plaintiff’s product to the point that there 
would be no obvious distinction between the two to the running eye. 


We do not regard the decision in Pocket Books, Inc. v. Meyers, 292 
N. Y. 58, as indicating a contrary result. The books there involved had 
varying titles as well as distinguishing marks and confusion would be 
unlikely. Here there is identity of title and subject without sufficiently 
distinguishing features. 


Plaintiff is entitled to an injunction against defendants’ use of the 
name EERIE in the ‘‘comic’’ field in connection with a magazine which in 
design and appearance simulates plaintiff’s EERIE magazine. 


Plaintiff has made no such showing of damage, however, as to justify 
the reference ordered or the award of more than nominal damages. 


The judgment on both plaintiff’s and defendants’ appeals should be 
modified accordingly, without costs. Settle order. 


MORSE-STARRETT PRODUCTS CO. v. STECCONE, doing 
business as STECCONE PRODUCTS CO.; STECCONE, 
doing business as STECCONE PRODUCTS CO. 

v. MORSE-STARRETT PRODUCTS CO. 


No. 13271—C. A. 9—June 15, 1953 


REMEDIES—INFRINGEMENT—SOOPE OF RELIEF—INJUNCTION 

Defendant, enjoined from using name STECCONE on squeegee rubbers and 
handles without sufficiently distinguishing goods from plaintiff’s products, 
violated decree by affixing explanatory labels only to shipping cartons which were 
not generally seen by ultimate customers, and to squeegee handles, on which the 
labels were of such an impermanent nature as to present dealers with a simple 
means of palming off the products as those of plaintiff by soaking or tearing 
off the label. 


Appeal from District Court for Northern District of California, 
Roche, J. Action for trade-mark infringement and unfair competition 
by Morse-Starrett Products Co. v. Steccone, doing business as Steccone 
Products Co, Plaintiff appeals from order to show cause for contempt. 
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From order discharging order to show cause and denying motion for 
relief under judgment, both parties appeal. Modified. 


Case below reported at 40 TMR 41. 


Mellin, Hanscom & Hursh, Oscar A. Mellin, Leroy Hanscom, and Jack E. 
Hursh, of San Francisco, California, for plaintiff-appellant. 


Naylor & Lassagne and Jas. M. Naylor, of San Francisco, California, for 
defendant-appellee. 


Before Bone, Orr and Pops, Circuit Judges. 
Orr, Circuit Judge. 


This case is a continuation of trade mark and unfair competition liti- 
gation between Morse-Starrett Products Co., hereafter Morse-Starrett, and 
Ettore G. Steccone, hereafter Mr. Steccone, which has extended over a 
period of three and a half years. 


The original suit, commenced by Morse-Starrett, culminated in a judg- 
ment being entered on January 11, 1950, wherein the District Court deter- 
mined that, as between the parties, Morse-Starrett was entitled to the use 
of the mark STECCONE as applied to squeegees and the handles thereof. 
Both parties manufacture a particular type of squeegee which is used for 
window cleaning. Although it was not determined whether the name 
STECCONE, as affixed to these products was subject to protection as a trade 
mark, the Court held that Morse-Starrett’s use of the name was entitled 
to protection against unfair competition. The factual background of the 
controversy and the basis for the trial court’s holding are set forth in 
detail in the District Court’s opinion, Morse-Starrett Products Co. v. Stec- 
cone, 86 F.Supp. 796 [40 TMR 41] (N.D. Calif. 1949). We deem it un- 
necessary to repeat them here. The decree of the District Court, inter alia, 
enjoined Mr. Steccone ‘‘from in any manner using the trade name STECCONE 
enclosed by an oval in connection with squeegees, or the handles thereof, and 
from so using the name sTECCONE that reasonably attentive purchasers 
cannot readily distinguish between the products of plaintiff and defendant, 
provided, however, that defendant may make, advertise and sell squeegees 
as the products of the Steccone Products Co., or as defendant’s product, 
so long as the name sTECCONE, used alone or in conjunction with other 
words or symbols, on the squeegees or in the written advertising thereof, 
is accompanied by sufficient explanatory material so as to clearly differen- 
tiate it from the product manufactured and sold by plaintiff.’’ No appeal 
was taken from that judgment. 


Subsequent to the judgment, Mr. Steccone continued in the business 
of manufacturing and selling squeegees. He continued, as before the 
judgment, to stamp on his squeegee handles ‘‘Steccone Products Co. Oak- 
land, Calif. Master,’’ without anything further to differentiate his prod- 
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uct from that of Morse-Starrett, which also used the name sTECCONE upon 
its product. Moreover, he merely added his given name ETTORE to the 
name STECCONE which appeared on the squeegee rubbers. Mr. Steccone’s 
advertising material also failed properly to distinguish the source of the 
product. This conduct resulted in Morse-Starrett petitioning for an order 
to show cause why Mr. Steccone should not be held in contempt. Such 
order issued and, after a hearing before the same District Court judge 
who had rendered the original judgment, Mr. Steecone was held in con- 
tempt on July 31, 1950. The District Court found that Mr. Steccone’s ad- 
vertising violated the earlier judgment and that he had not complied with 
the order requiring him to indicate on the squeegees and their handles that 
they were not the product of Morse-Starrett. It was ordered that Mr. 
Steccone cease and desist from the improper advertising and ‘‘forthwith 
cease and desist from manufacturing and selling any squeegees or handles 
thereof marked with the word sTEccoNnE used alone, or in conjunction with 
other words and symbols which do not clearly indicate that they are not 
the product of the Morse-Starrett Products Co.’’ As in the case of the 
original suit for unfair competition, no appeal was taken from the judg- 
ment.} 


The present proceedings were instituted by Morse-Starrett. It alleges 
that Mr. Steccone is continuing to violate both the original injunction 
and the later contempt judgment. A second petition for an order to show 
cause for contempt was filed and the District Court judge who had pre- 
sided during the two earlier proceedings issued a second order to show 
eause. Before a hearing could take place, the judge passed away. Later, 
after a hearing before another District Court judge, an order was entered 
discharging the second order to show cause for contempt. The District 
Court’s order at the same time denied a motion which Mr. Steccone had 
made under the provisions of Rule 60(b), Rules of Civil Procedure,? for 
relief from the original judgment of January 11, 1950, as construed by the 
Court’s memorandum opinion of July 31, 1950. This motion requested 


1. This court rejected Mr. Steccone’s contention that the memorandum opinion 
of July 31, 1950, was not a final judgment. 191 F.2d 197 (9th Cir. 1951). 
2. Rules of Civil Procedure: 

‘‘Rule 60. Relief from Judgment or Order. 

* 7. - 

‘“(b) Mistake; Inadvertence; Excusable Neglect; Newly Discovered Evidence; 
Fraud, etc. On motion and upon such terms as are just, the court may relieve a 
party or his legal representative from a final judgment, order, or proceeding for 
the following reasons: (1) mistake, inadvertence, surprise, or excusable neglect; 
(2) newly discovered evidence which by due diligence could not have been dis- 
covered in time to move for a new trial under Rule 59(b); (3) fraud (whether 
heretofore denominated intrinsic or extrinsic), misrepresentation, or other mis- 
conduct of an adverse party; (4) the judgment is void; (5) the judgment has 
been satisfied, released, or discharged, or a prior judgment upon which it is based 
has been reversed or otherwise vacated, or it is no longer equitable that the 
judgment should have prospective application; or (6) any other reason justifying 
relief from the operation of the judgment. The motion shall be made within a 
reasonable time, * * *.’’ (Italic ours) 
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permission to use the name ‘‘Ettore Steccone’’ on squeegees and parts 
thereof when type of uniform style and equal size is used, and also re- 
quested permission to use the names ‘‘Ettore Steccone” and ‘‘Steccone 
Products Co.”’ without the necessity of accompanying explanatory phrases. 
Both Morse-Starrett and Mr. Steccone appeal from the adverse rulings. 


During the hearing before the trial court, Morse-Starrett introduced 
the following evidence that Mr. Steccone was continuing to violate both 
the original decree and the subsequent contempt judgment: (1) affidavits 
of two of Morse-Starrett’s officials averring that while on a tour of the 
B. F. Goodrich Company plant at Akron, Ohio they saw squeegee rubbers 
being manufactured for Mr. Steccone which bore only the legend “Ettore 
Steecone’’; (2) affidavits of two investigators hired by Morse-Starrett 
averring that they had gone to Mr. Steccone’s place of business and there 
purchased squeegee rubbers which bore only the legend ‘Ettore Steccone’’ 
and squeegee handles upon which was stamped only the legend ‘‘Steccone 
Products Co. Oakland, Calif. Master’; and (3) testimony of two witnesses 
that they had requested from a retail dealer sTECCONE squeegees and were 
sold squeegee handles and rubbers manufactured by Mr. Steccone and 
bearing only the legend ‘‘Ettore Steccone’’ on the rubbers and ‘‘Steccone 
Products Co., Oakland, Calif. Master’’ on the handles. 


A reading of the record of the earlier proceedings discloses that the 
legend stamped upon the squeegee handles by Mr. Steccone has not been 
changed since the entry of the original judgment. The legend upon the 
rubbers has been changed only in that Mr. Steccone’s full name ‘‘ Ettore 
Steecone’’ rather than merely the legend sTEccoNE is now included. Thus, 
to this extent, the situation is identical to that existing at the time of the 
first contempt proceeding, the change pertaining to the legend upon the 
rubbers having taken place prior to that time.* Conduct of a similar 
nature was found by the District Court in the first contempt proceeding 
to constitute contempt of the original judgment. One who approaches 
the area of conduct prohibited by a court decree acts at his own peril. 


‘3. The following coloquy took place between the trial Judge and Mr. Steccone’s 
counsel during the first contempt proceeding: 

‘‘The Court: * * * Mr. Steccone has just admitted he hasn’t changed any of 
it [the language] either on the squeegee or the handles, never put any explanatory 
remarks on there at all. 

‘“T will look it over, but I feel he hasn’t in faith attempted to comply with 
the order. 

‘*Mr. Naylor. If the Court please, may I correct one impression I think your 
Honor has, and that is that there has been no change in the markings. 

‘<The Court. He said there hadn’t been. 

‘“Mr. Naylor. There has been as to the squeegee rubbers themselves. 

‘<The Court. But he put Ettore Steccone. 

‘“Mr. Naylor. He put his full name on the squeegees. 

‘*The Court. Yes, I have that in mind, but I don’t think that is a complete 
change. I will take it under submission.’’ 

4. The District Court’s memorandum opinion stated in part: 

‘*T further find that defendant has not complied with the order of this Court 
requiring him to indicate on the squeegees and the handles thereof manufactured 
and sold by him that they are not the product of Morse-Starrett Products Co.’’ 
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Mr. Steccone introduced evidence indicating that subsequent to the 
first contempt order he had printed paper labels containing the following 
legend : 


‘‘Neither Ettore Steccone nor his company, Steccone Products 
Co., has any connection with Morse Starrett Products Co.”’ 


These labels were said to have been wrapped around the squeegee handles 
and also affixed to the ends of the boxes in which Mr. Steccone shipped the 
squeegee rubbers to his retail dealers. He states that the fact that Morse- 
Starrett’s witnesses testified that a dealer sold squeegees without the labels 
affixed is of no weight because the dealer might well have acquired these 
squeegees prior to the first contempt order, and Mr. Steccone was under no 
duty to go into the channels of the trade and retrieve articles already on 
the storekeeper’s shelves. 


The undisputed evidence shows that Mr. Steccone has not consistently 
used the paper labels, and therefore was guilty of contempt in the same 
manner as found in the first contempt proceeding. Moreover, even a 
consistent use of the paper labels would not be sufficient compliance with 
the spirit of the original judgment and the subsequent contempt order. 
First, as to the squeegee rubbers, it is apparent that since the labels are 
affixed only to the boxes in which the rubbers are shipped to retail dealers 
the ultimate consumer never receives the information contained upon the 
labels. The usual consumer, a window washer, would not ordinarily buy 
an entire box of rubbers, and for display purposes a dealer would reason- 
ably be expected to take the rubbers out of the boxes in which they are 
shipped. Second, as to the squeegee handles, the paper labels are unsatis- 
factory in that the dealers are presented with a simple means of palming 
off the product as that of Morse-Starrett merely by soaking or tearing off 
the paper label. Since the squeegees must be immersed in liquid prior to 
use, such first use would typically result in the loss of the paper label. 
It is our view that in the circumstances of this case a more permanent 
marking is necessary to comply with the spirit of the original judgment. 
Only by clearly disclosing to the trade that his product is not the product 
of Morse-Starrety may Mr. Steccone continue to manufacture squeegees. 


The assertion is made that Mr. Steccone has been attempting in good 
faith to comply with the terms of the original judgment. But the belief, 
motive, or intent of a defendant is not a defense where an injunction has 
been violated. McComb v. Jacksonville Paper Co., 336 U.S. 187 (1949); 
Lustgarten v. Felt & Tarrant Mfg. Co., 92 F.2d 277 [27 TMR 725] (3d 
Cir. 1937). This factor, however, may be considered in mitigation of the 
offense on the question of damages and other relief upon remand of the 
ease to the District Court. 


The District Court properly denied Mr. Steccone’s motion under Rule 
60(b), Federal Rules of Civil Procedure, to modify the original judgment 
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of January 11, 1950, as construed by the District Court’s memorandum 
opinion of July 31, 1950. 


The principle governing the modification of an injunction is clearly 
stated by the Supreme Court in United States v. Swift & Co., 286 U.S. 106 
(1932) at 119: ‘‘There is need to keep in mind steadily the limits of 
inquiry proper to the case before us. We are not framing a decree. We 
are asking ourselves whether anything has happened that will justify us 
now in changing a decree. The injunction, whether right or wrong, is not 
subject to impeachment in its application to the conditions that existed 
at its making. We are not at liberty to reverse under the guise of read- 
justing.” In the instant case there has been no adequate showing either 
that changed conditions make continuation of the injunction inequitable 
or that operation of the injunction cannot have the intended effect. See 
Restatement, Torts §943, comment (e) (1939). The case upon which 
Mr. Steccone relies for the proposition that such a showing is unneces- 
sary, Coca-Cola Co. v. Standard Bottling Co., 139 F.2d 788 [34 TMR 2] 
(10th Cir. 1943), does recognize that modification of a decree depends 
upon a showing of changed circumstances of sufficient importance to war- 
rant such modification. 

Mr. Steccone has suggested that Rule 60(b)(6) was intended to 


broaden the power of the federal courts to give relief from judgments; 
that therefore the principle of the Swift & Co. case is no longer applicable.® 


The provisions of Rule 60(b)(6) were not intended to benefit the unsuc- 
cessful litigant who long after the time during which an appeal from a 
final judgment could have been perfected first seeks to express his dissatis- 
faction. The procedure provided by Rule 60(b) is not a substitute for an 
appeal.® 


It is argued that the language of the memorandum opinion of July 
31, 1950, is not consistent with the earlier judgment of January 11, 1950, 
and that consequently Mr. Steccone is unable to ascertain the scope of the 
prohibited conduct. We have examined the language in question, the per- 
tinent parts of which have already been quoted, and find no such incon- 
sistency. At most it may be said that the earlier judgment affirmatively 
stated the scope of activity which might properly be engaged in by Mr. 


5. The Advisory Committee states: 

‘‘It should be noted that rule 60(b) does not assume to define substantive 
law as to the grounds for vacating judgments, but merely prescribes the practice 
in proceedings to obtain relief.’’ Notes of Advisory Committee on Amendment 
to Rules, following Fed. R. Civ. P. 60, 28 U.S.C.A. 

. See, in this regard, Ackermann v. United States, 340 U.S. 193 (1950) dis- 
tinguishing Klapprott v. United States, 335 U.S. 601 (1949), a case relied upon by 
Mr. Steccone as establishing a liberal interpretation of Rule 60(b)(6). The Supreme 
Court refers to the Klapprott case as a case involving ‘‘extraordinary circumstances’’ 
which in effect there prevented the petitioner from having his day in court during 
the original proceedings, and significantly states in contrasting the fact situation 
presented in the Ackermann case: ‘‘By no stretch of the imagination can the 
voluntary, deliberate, free, untrammeled choice of petitioner not to appeal compare 
with the Klapprott situation.’’ 340 U.S. 200. 
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Steecone, while the opinion rendered in the contempt proceeding expressed 
the same limitations negatively. In substance the limitations set forth are 
identical. 


Finally, we note that Rule 60(b) requires that a motion for relief from 
judgment be made ‘‘within a reasonable time.’’ The present motion was 
filed on November 16, 1951, twenty-two months after the entry of the 
original judgment. No sufficient explanation has been given as to why 
Mr. Steccone delayed so long in seeking the relief he now requests. Hence, 
under the circumstances, it cannot be said that the motion was made 
‘‘within a reasonable time.” Cf. Gilmore v. Hinman, 191 F.2d 652 (D.C. 
Cir. 1951); Cromelin v. Markwalter, 181 F.2d 948 (5th Cir. 1950). 


The portion of the order denying the motion to modify the judgment 
of January 11, 1950, is affirmed. 


The portion of the order discharging the prior order to show cause 
for contempt is reversed and the cause remanded for proceedings in ac- 
cordance with this opinion. 


FOOD FAIR STORES, INC. v. SQUARE DEAL 
MARKET COMPANY, INC. 


No. 11599—C. A. D. C.—July 2, 1953 


REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—TRADE AND COMMERCIAL NAMES 
First use of name FOOD FAIR for food markets in Baltimore area did not 
effect right to statewide monopoly of name. First user in District of Columbia held 
entitled to use of name in areas of Maryland economically integrated with District 

of Columbia. 


REMEDIES—UNFAIR COMPETITION—SCOPE OF RELIEF 
Appellant was properly enjoined from using its registered trade-mark FOOD 
FAIR on butter and eggs in its FOOD LANE stores in the District of Columbia 
area. 


Appeal from District Court for District of Columbia, McGuire, J. 


Action by Food Fair Stores, Inc. v. Square Deal Market Company, 
Inc.. Defendant counterclaim for unfair competition. Plaintiff appeals 
from judgment for defendant. Affirmed. 


Case below reported at 43 TMR 106. 


Cary McN. Euwer (J. Edward Burroughs, Jr., on the brief), of Washing- 
ton, D. C., for plaintiff-appellant. 


Bernard Margolius (Joseph B. Danzansky and Carleton U. Edwards IT, on 
the brief), of Washington, D. C., for defendant-appellee. 
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Before CLARK, MILLER and WasHINGTON, Circuit Judges. 









WASHINGTON, Circuit Judge. 


This is an unfair competition case, in which each party claims a supe- 
rior right to the use of the name Foop FAIR in the operation of retail 
grocery stores in the District of Columbia and surrounding areas. 







Plaintiff-appellant operates a chain of supermarkets in various states 
along the Atlantic seaboard. Since the opening of its first roop ram store 
in Baltimore in 1935, its holdings have increased to 151 markets, almost 
all of which bear the name Foop Farr. Its first store in the Washington 
Metropolitan area was opened in nearby Virginia in 1946. Another was 
opened in Prince George’s County, Maryland, in the following year, and 
a third in the same county in 1951. These three stores are styled Froop 
LANE rather than roop Fair. Plaintiff says it chose that name for use in 
this area to avoid confusion with the defendant’s stores, all of which bear 
the name Foop FaiR. Defendant’s chain is comparatively small, and is 
concentrated in and around the District of Columbia. The first of its stores 
to bear the name FooD FAIR was opened in the District in 1936. Its first 
Maryland Foop FAIR SUPER MARKET was opened in Montgomery County in 
1950. Another was added in Prince George’s County in 1951. 










ee 









In 1948, plaintiff brought action in the United States District Court 
for the District of Columbia to enjoin defendant’s use of the name Foop 
FAIR. Defendant counterclaimed to enjoin plaintiff from using that name 
in and around the District of Columbia.1 After trial the District Court 
dismissed plaintiff’s complaint, and in accordance with defendant’s coun- 
tereclaim enjoined plaintiff ‘‘from using * * * in any manner, including 
advertising * * * the name Foon Farr as a title, trade name, or on or associ- 
ated with merchandise sold * * * [by the plaintiff] in the conduct or man- 
agement of any business within the confines of the Washington, D. C., 
Metropolitan area, which is defined as follows: The District of Columbia; 
Prince George’s County, Maryland; Montgomery County, Maryland; 
Charles County, Maryland; Arlington County, Virginia; Loudoun County, 
Virginia; Prince William County, Virginia; Fairfax County, Virginia; 
specifically including the independent city of Alexandria, Virginia.’’ 


















Plaintiff-appellant’s principal contention in the trial court was that 
the words roop FAIR had acquired a secondary meaning denoting plaintiff 
in the Washington area, prior to the time that defendant first used the 
same words. It appeared that on October 31, 1935, plaintiff opened a 
supermarket in Baltimore under the name roop Fair, and thereafter it 








1. After defendant opened its first Maryland store, plaintiff filed a similar action 
in the United States District Court for the District of Maryland. Defendant moved 
in the court below to restrain plaintiff from prosecuting the Maryland action. The 
motion was granted and on appeal we affirmed. Food Fair Stores v. Square Deal 
Market Co., 88 U.S.App.D.C. 176, 187 F.2d 219 [41 TMR 216] (1951). 
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advertised in Baltimore newspapers and on Baltimore radio stations, 
whose messages may have reached the District of Columbia. It further 
appeared that defendant opened a grocery store under the same name in 
Washington some eighteen weeks later. The evidence was conflicting as 
to whether or how long before the opening of this store defendant had 
used the name Froop FAIR, and as to whether defendant deliberately copied 
the name from plaintiff’s Baltimore store. The trial court found as facts 
that [48 TMR 106] ‘‘there was not any usurpation intentional or other- 
wise’’ and that ‘‘both the plaintiff and the defendant * * * hit upon the use 
of the name Foop FAIR at approximately the same time * * *.’’ The court 
further found that the words had acquired no secondary meaning denoting 
plaintiff in and around the District of Columbia. On this-basis it held that 
‘‘the plaintiff acquired no legal right with respect to the name in this area,”’ 
and dismissed the complaint.2, The court’s opinion does not contain express 
findings and conclusions relative to the counterclaim. But its judgment 
fills the void. The defendant is therein ‘‘decreed to have established a 
secondary meaning associated with it of the name Froop FAIR and entitled 
to the sole and exclusive use of that name as between the parties to this 
action in the Washington, D. C. Metropolitan area as hereinafter more 
specifically defined.’’ We think the District Court’s findings of fact were 
amply justified by the evidence, and are adequate for purposes of review.® 


Plaintiff-appellant’s main contention on this appeal is that the District 
Court should at least have found plaintiff entitled to exclusive use of the 
name FOOD FAIR in the Maryland counties adjacent to the District. It 
points out that it was indisputably first to make significant use of the 
name FOOD FAIR in Maryland as a whole. And it claims that “significant 
use of a trade name within a state preempts the [whole] territory of that 
state for the prior user,’’ whether or not the state includes some areas 
which are economically oriented to or integrated with urban centers in 
other states. It thus concludes that, because of its unquestioned priority 
in Baltimore, the District Court should have treated the disputed Maryland 


2. As an alternative ground for dismissal, the court held that in any event the 
plaintiff ‘‘would be barred under the present circumstances * * * by virtue of its 
long acquiescence in an adverse use * * *. Plaintiff had challenged defendant’s use 
of the name, without result, shortly after defendant opened its first ‘‘Food Fair’’ 
store in 1936. Thereafter it did nothing until after World War II, when it sought 
to buy out defendant, then sought to proceed against defendant before the Federal 
Trade Commission, and finally, in 1948, began this proceeding. We need not pass 
on this point. 

3. Appellant argues that the court made no adequate findings of fact and con- 
clusions of law in accordance with Rule 52(a), Fed.R.Civ.P., inasmuch as the counter- 
claim is not mentioned in the court’s opinion, which it designated to serve as its 
findings and conclusions. But we think the court’s judgment, taken together with 
the memorandum opinion, affords ‘‘a clear understanding of the basis of the decision 
below.’’ Goodacre v. Panagopoulos, 72 App.D.C. 25, 110 F.2d 716 (1940); ef. Benrose 
Fabrics Corp. v. Rosenstein, 183 F.2d 355 [40 TMR 664] (7th Cir. 1950); Huszar v. 
Cincinnatt Chemical Works, Inc., 172 F.2d 6 (6th Cir. 1949). There is therefore no 
occasion to reverse for noncompliance with Rule 52(a). Compare Uline v. Uline, No. 
11677, decided May 21, 1953. In the instant case, the question as to secondary meaning 
is one of fact, and the finding on this point is ‘‘sufficiently specific to enable us to 
perform our task of review.’’ 





Vol. 43 T.M.R. FOOD FAIR STORES v. SQUARE DEAL MARKET 1167 


counties separately from the District of Columbia and awarded them to 
plaintiff. We think appellant’s position is untenable. It is supported, 
to be sure, by a dictum of Mr. Justice Holmes in a concurring opinion 
in Hanover Star Milling Co. v. Metcalf, 240 U.S. 403 (1916) [6 TMR 149], 
to the effect that rights in trade marks are statewide.* But Mr. Justice 
Holmes’ view has not found general acceptance,® and we have no basis for 
thinking that it represents the law in the states bordering on the District 
of Columbia. Some of the territory of those states is commonly identified 
with the District, for purposes of retail trade and the like, as part of the 
Metropolitan Washington area. This accords with the economic reality of 
the situation, which we think must be controlling in the present context. 
Realistically, it is clear that the secondary meaning of the words Foop FAIR 
must be the same in the Maryland and Virginia counties adjacent to the 
District of Columbia as it is in the District itself, inasmuch as this meaning 
was established principally by means of advertising in Washington news- 
papers circulating generally throughout the area. We therefore are not 
disposed to give state boundary lines the decisive significance which plain- 
tiff would now attach to them.?7 Cf. Terminal Barber Shops v. Zoberg, 28 
F.2d 807 (2d) Cir. 1928 [18 TMR 551]. On the record before us, the Dis- 
trict of Columbia and the surrounding counties must be treated as a unit 
for present purposes. And as to this unit, appellant cannot seriously con- 
test the District Court’s finding of a secondary meaning in appellee.® 


4. ‘*I do not believe that a trade mark established in Chicago could be used by 
a competitor in some other part of Lllinois on the ground that it was not known 
there. I think that if it is good in one part of the State it is good in all. * * * If 
this view be adopted we get rid of all questions of penumbra, of shadowy marches 
where it is difficult to decide whether the business extends to them. We have sharp 
lines drawn upon the fundamental consideration of the jurisdiction originating the 
right.’’ 240 U.S. at 426. 

5. Nims, Unfair Competition and Trade Marks 653 (4th Ed. 1947). Some 
support is given to the Holmes view by Socony-Vacuwm Oil Co. v. Oil City Refiners, 
136 F.2d 470 at 475 [33 TMR 434] (6th Cir. 1943), and 2 Callmann, Unfair Com- 
petition and Trade Marks 990 (list Ed. 1945). But see Jacobs v. Iodent Chemical 
Co., 41 F.2d 637 [20 TMR 283] (3d Cir. 1930); Katz Drug Co. v. Katz, 188 F.2d 696 
TMR 569] (8th Cir. 1951); Chapin-Sacks Mfg. Co. v. Hendler Creamery Co., 254 

. 553 (4th Cir. 1918); ef. Yellow Cab Transit Co. v. Louisville Taxicab § Transfer 
Co., 147 F.2d 407 (6th Cir. 1945). 

6. It is perhaps conceivable that there would be relatively little public con- 
fusion if, without any newspaper or radio advertising, separate retail chains were 
operated under the same name, one in the District and the other in adjacent counties. 
But given appreciable use of advertising by either chain, through media influencing 
the whole area, confusion seems inevitable. This is tantamount to saying that the 
development of a secondary meaning in a descriptive trade name cannot then be 
— to the political boundaries of the local community in which the enterprise 
is located. 

7. Appellant did not contend for separate consideration of the District and the 
adjacent areas in the court below. On the contrary, it agreed to stipulate ‘‘that the 
Metropolitan area of Washington includes surrounding counties in Maryland and 
Virginia.’’ This agreement was evidently intended to govern the disposition of the 
ease. Moreover, the testimony of appellant’s Executive Vice President abundantly 
a the necessity of treating Metropolitan Washington as a unit. See note 
, infra. 

8. Appellant argues that the relief granted to appellee is invalid as extending 
beyond the relief sought in its counterclaim, in that the counterclaim referred only 
to Prince George’s and Montgomery Counties in addition to the District of Columbia. 
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Appellant’s final contention is to the effect that, since Foop FAIR is its 
registered trade mark for use on packaged butter and eggs, it should not 
in any event have been enjoined from that use of the words in the Wash- 
ington area. But the fact of registration is immaterial in the present con- 
text. United Drug Co. v. Theodore Rectanus Co., 248 U.S. 90 (1918); 
Griesedieck Western Brewing Co. v. Peoples Brewing Co., 149 F.2d 1019 
[35 TMR 211] (8th Cir. 1945). And the fact that, so far as the record 
shows, appellee has never used the contested words as a trade mark on 
merchandise is not controlling. All parties agree in this case that the sale 
of packaged items bearing the label roop FAIR in appellant’s Food Lane 
stores in the Washington area tends to create public confusion as to whose 
the merchandise is or what connection, if any, appellee has with it. There 
is no doubt that the injunction will create a serious operating problem 
for appellant.1° But appellant itself provoked this result when it sought 
to enter an area in which, as it plainly knew, the words roop Fram had 
already become associated with another enterprise. We think the injunc- 
tion issued by the District Court was proper. Its judgment will accord- 
ingly be affirmed. 


In re RADIO CORPORATION OF AMERICA 
Appl. No. 5962—C.C.P.A.—June 3, 1953 


TRADE-MarRK AcT OF 1946—REGISTRABILITY—SERVICE MARKS 
Congress intended a service mark to function in such a fashion as to identify 
and distinguish things of an intangible nature, such as services, in contradistinc- 
tion to the protection already provided for the marks affixed to things of a tangible 
nature such as goods and products. 
The use by a phonograph record manufacturer of the slogan THE MUSIC 
YOU WANT WHEN YOU WANT IT on radio programs of recorded music is 
primarily for the purpose of selling goods, rather than for identifying services, 
and the slogan thus is not registrable as a service mark. 


REGISTRATION PROCEDURE—APPEALS—COURT OF CUSTOMS AND PATENT APPEALS 


The contention is untenable that the Patent Office is inconsistent in allowing 
the registration of service marks which appellant considers comparable to its own. 


But defendant’s counterclaim also asked ‘‘for such other and further relief as to 
this court may seem meet and proper,’’ and appellant makes no other attack on the 
trial court’s definition of the Metropolitan Washington area, as set forth in its judg- 
ment. See note 7, supra. Under the circumstances, we think it was proper for a court 
of equity to include the additional areas. See Rule 54(a) Fed.R.Civ.P. 

9. Mr. Marcus, Executive Vice President of plaintiff-appellant, testified that 
they had named their three stores in the Washington area ‘‘Food Lane’’ rather than 
‘*Food Fair’’ in order to avoid confusing the public.’’ He further testified that for 
the same reason they had sought to make sure that plain paper bags were used in 
their Food Lane stores, rather than ‘‘Food Fair’’ bags. He then was asked, ‘‘ And 
do you feel apart from the names of the stores that the purchase of eggs in a Food 
Fair carton in a Food Lane store may confuse and will confuse the purchaser of those 
eggs with a Food Fair store of the defendant?’’ to which he replied, ‘‘I think 
undoubtedly. ’’ 

10. Mr. Marcus testified that ‘‘our merchandising policies are so integrated with 
our name that we just can’t separate the two.’’ 
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Appellant appeals from decision of Commissioner of Patents refusing 
registration of service mark, Serial no. 547,768 filed January 22, 1948. 
Affirmed. 


Case below reported at 42 TMR 346. | 
John A. Wortmann of New York, N. Y. for appellant. | 

































E. L. Reynolds for Commissioner of Patents. 


Before Garrett, Chief Judge, and O’CoNNELL, JOHNSON, WoRLEY and | 
Coz, Associate Judges. 


Wor ey, Judge. 


This is an appeal by the Radio Corporation of America, hereinafter 
referred to as appellant, from a decision of the Commissioner of Patents 
affirming the denial by the examiner of appellant’s application for registra- 
tion of the slogan THE MUSIC YOU WANT WHEN YOU WANT IT under Section 
3 of the Lanham Act (Trade Mark Act of 1946 (15 U.S.C., see. 1053) ). 
That section reads as follows: 


Sec. 3. Service Marks registrable 


Subject to the provisions relating to the registration of trade 
marks, so far as they are applicable, service marks used in com- 
merce shall be registrable, in the same manner and with the same 
effect as are trade marks, and when registered they shall be entitled to 
the protection provided herein in the case of trade marks, except when 
used so as to represent falsely that the owner thereof makes or sells 
the goods on which such mark is used. The Commissioner may establish 
a separate register for such service marks. Applications and proce- 
dure under this section shall conform as nearly as practicable to those 
prescribed for the registration of trade marks. (15 U.S.C. 1053) 








The Patent Office refused to register the involved slogan as a service 
mark on the ground that the slogan was used by appellant in the ad- 
vertising or sale of its goods rather than in the advertising or sale of its 
services, as required by the statute. 


From the record it appears that the appellant manufactures phono- 
graph records, prepares “package” radio programs of thirty minute length, 
and claims use since 1937 of the involved slogan in connection with those 
programs. Appellant declares the programs are devoted principally to 
playing “the very best musical classics” and are heard over approximately 
two hundred radio stations. Appellant pays the stations for the time 
employed in presenting its programs and has an agreement with them 
that only the records manufactured by it; namely, Victor records, provided 
without cost to the stations, are to be used on the programs. Appellant 
also designates the schedules of the broadcasts, the order in which the 
records are played, and specifies that the involved slogan shall be used 
as the title of the programs. 
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Several radio scripts accompany the application for registration. 
Based on an examination of their contents, we believe a fair description of 
a representative program offered by appellant is substantially as follows: 
The program begins with an announcement that “His Master’s Voice Is On 
The Air,” immediately followed by THE MUSIC YOU WANT WHEN YOU WANT 
IT in a program of Victor Red Seal Records.” Then comes a brief dis- 
cussion of the nature of the music to be played, something of the back- 
ground of the composer and the character of his work, immediately follow- 
ing which appropriate selections are played. At the conclusion of the 
program, reference is made to the fact that the music is recorded on 
Victor Red Seal Records, and occasionally one of those records is further 
identified by its album number. 


Appellant contends here, as below, that such activities constitute a 
“service” within the meaning of Sections 3, supra, and 45, infra; that the 
slogan used in connection therewith is therefore entitled to registration as 
a service mark; and that the Patent Office erred in denying its application. 


In considering appellant’s position, we turn to Section 45 of the Trade 
Mark Act of 1946 which reads as follows: 


See. 45. Construction and definitions 
* oo * e 


Service mark. The term “service mark” means a mark used in the 
sale or advertising of service to identify the services of one person 
and distinguish them from the services of others and includes without 
limitation the marks, names, symbols, titles, designations, slogans, char- 
acter names, and distinctive features of radio or other advertising used 
in commerce. (Italics ours.) 


Prior to the enactment of the Lanham Act, no statutory authority 
was available to protect the owners of service marks as such. In making 
provision for their registration, Congress enacted Section 3, supra, and 
to make clear its intention succinctly defined the meaning of the term 
in Section 45, supra. 


As this court stated in the case of In re Lyndale Farm, 38 C.C.P.A. 
(Patents) 825, 186 F.2d 723, 88 USPQ 377, 380 (41 TMR 244), “A trade 
mark’s function is to identify and distinguish a product, whereas, a trade 
name’s function is to identify and distinguish a business.” 


We believe it equally true that Congress intended a service mark to 
function in such a fashion as to identify and distinguish those things of 
an intangible nature, such as services, in contradistinction to the protec- 
tion already provided for the marks affixed to those things of a tangible 
nature such as goods and products. Clearly had Congress intended service 
marks to apply to goods or products, we believe it would have so stated. 


Applying that interpretation to the facts of record here, we believe 
the commissioner was correct in concluding that the activities in which 
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appellant is engaged do not constitute a service within the meaning of 
the involved sections but that they are primarily designed to advertise and 
sell its goods,! i.e., the records which it manufactures. 
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In support of that conclusion, we again refer to the radio scripts 


mentioned above and quote the following therefrom: 


[ Announcer] 
His Master’s Voice is on the air. The Music You Want When You 
Want It in a program of RCA Victor Red Seal Records. 


* * * This set of records, in RCA Victor Musical Masterpiece Album 
number 1136, will make a perfect gift for any music lover this 
Christmas, * * * 

* * * 
Our program tonight consisted of the “Scherzo” * * * in RCA Victor 
Musical Masterpiece album number 1136; * * * 

* - * e 


His Master’s Voice is on the air. The Music You Want When You 
Want It in a program of RCA Victor Red Seal Records. * * * 
Fortunately, the unparalleled artistry of Heifetz has been preserved 
for posterity on RCA Victor records, * * * 


All of the brilliant compositions played by Heifetz on this concert, the 
“Double Concerto in D Minor: * * *” “Carmen Fantasie” and “Hora 
Staceata,” are available on RCA Victor Red Seal records. Your dealer 
has them in stock now. * * * ask to hear these, and many other thrilling 
performances by Heifetz * * * Your dealer will be pleased to play them 
for you * * *. (Italic ours.) 


Appellant contends that, in view of the length of the entire program, 


references to its records are so fleeting and incidental as to be unimportant. 
We do not agree with that contention because it is clear that the program 
is primarily designed to sell appellants records, and its references thereto 
ean be of whatever length appellant feels is best designed and most effec- 
tive in stimulating the desire of listeners to purchase the records. 


Appellant further urges that the Patent Office is inconsistent in allow- 


ing the registration of service marks which appellant considers comparable 
to its own and under circumstances which appellant feels are comparable 
to those here. It is well settled that such contentions are not in order here. 
In re The Ric-Wil Co., 24 C.C.P.A. (Patents) 905, 87 F.2d 516, 32 USPQ 
396, and Crime Confessions, Inc. v. Fawcett Publications, Inc., 31 C.C.P.A. 
(Patents) 760, 139 F.2d 499, 60 USPQ 193, 34 TMR 42). 


We find nothing in the other reasons advanced by appellant sufficiently 


convincing to justify our reversing the decision appealed from. 


The decision of the commissioner is hereby affirmed. 


1The slogan is also affixed to the records manufactured by appellant. 


RT 
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CROWN FABRICS CORPORATION v. 
AMERICAN WOOLEN COMPANY 


No. 30350—Commissioner of Patents—June 24, 1953 


REGISTRATION PROCEDURE—OPPOSITION—IN GENERAL 
AMER-LOW for wool and nylon piece goods is confusingly similar to AMERILIN 
for cotton, spun rayon, and spun acetate fabrics and mixtures thereof in the 
piece 
REGISTRATION PROCEDURE—OPPOSITION—DEFENSES 
Non-use of registered mark by opposer is no defense in an opposition pro- 
ceeding because validity of registration may be contested in a cancellation pro- 
ceeding. 
TRADE-MaRK AcT or 1946—TITLE—ABANDONMENT 
Where specimens of mark filed in opposition proceeding are not specimens 
of the mark as actually used by opposer, abandonment is not proved. 
REGISTRATION PROCEDURE—OPPOSITION—PLEADING AND PRACTICE 


Assuming that proper specimens of the mark were not filed by opposer, the 
opposition will not fail because this procedural matter should have been cor- 
rected before the time for taking testimony began. Because opposer relied solely 
on its registration, improper specimens are irrelevant. 


Opposition proceeding by Crown Fabrics Corporation against Ameri- 
ean Woolen Company, application, Serial no. 600,267 filed July 8, 1950. 
Applicant appeals from decision sustaining opposition. Affirmed. 


Morris Kirschstein of New York, N. Y., for opposer-appellee. 
Chauncey P. Carter of Washington, D. C., for applicant-appellant. 
FEDERICO, Examiner in Chief. 


This is an appeal by the applicant from the decision of the Examiner 
of Interferences sustaining the opposition to the registration of a trade 
mark. 


The application involved seeks to register AMER-LON as a trade mark 
for ‘‘wool and nylon piece goods’’. The application was filed July 8, 1950, 
and alleges June 21, 1950, as the earliest date of use. 


The notice of opposition was based upon prior use by the opposer of 
AMERILIN as a trade mark for piece goods, and its registration of this mark. 
Opposer took no testimony and hence the opposition must be considered 
solely on the basis of the registration. This registration of AMERILIN is 
No. 390,718, issued September 30, 1941, reciting “cotton, spun rayon, and 
spun acetate fabrics, and mixtures thereof, in the piece’’ as the goods 
on which the mark is used. 


The examiner held that the goods of the parties, being fabrics in 
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the piece, are closely related and that the fact that the respective fabrics 
were made of different materials was not significant in considering the 
question of likelihood of confusion. The examiner also held that the marks 
were confusingly similar, and sustained the opposition. I agree with the 
conclusions of the examiner. That the piece goods are of different materials 
would not avoid any likelihood of confusion as to source or origin and, 
as stated by the examiner, the case of Cohn-Hall-Marx Co. v. American 
Silk Mills, Inc., 89 USPQ 215, (41 TMR 616), is directly in point on 
the question of similarity of the marks. In that case the Assistant Com- 
missioner held the two marks AAMER-MILL and A AMERITEX, both used on 
piece goods, to be confusingly similar. The marks involved in the present 
ease are considered even much closer to each other than those involved 
in the cited case. 


Applicant’s main contentions are (1) that the notice of opposition did 
not comply with Rule 20.4, and (2) that the mark has been abandoned 
by the opposer. 


With respect to abandonment, an applicant cannot raise the question 
of abandonment of a prior registration trade mark on which opposition 
is based in an opposition proceeding (except by a petition for cancellation 
of the registration which may be a counterclaim or a separate petition) and, 
in any event, the applicant has not proven abandonment. 


While in an opposition based only on prior use of the same or a 
similar unregistered mark, use by the opposer is material, nevertheless in 
an opposition based upon a prior registered mark the applicant has not 
been permitted to show nonuse of the mark by the opposer as a defense 
(except by bringing a petition to cancel the registration). See Lactona, 
Inc. v. Lever Brothers Co., 63 USPQ 62 (34 TMR 331); Englander v. 
Continental Distilling Co., 37 USPQ 264 (28 TMR 265); The Borden Co. 
v. Frostar Frozen Food Centers, Inc., 80 USPQ 465 (39 TMR 261); Lehn 
& Fink Products Corp. v. Pynol Co., 80 USPQ 379, (39 TMR 256). The 
reason expressed in the first two of these decisions is that the statute 
provides for proceedings for the cancellation of a trade mark registration 
and if one desired to question the validity of a registration he should 
proceed in accordance with the statute, and that there is no authority for 
attacking the validity of a registration in an opposition proceeding. The 
object of an opposition is to prevent a registration from being issued to 
an applicant; it is not an undue burden to insist that the applicant file 
a formal petition to cancel the registration upon which the opposition is 
based if he wishes to challenge the validity of the registration and is 
entitled to have it canceled. 


Applicant urges several reasons why the practice should be changed, 
these are not agreed with but there is no necessity for discussing them 
here in view of the fact that abandonment has not been shown. 
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Applicant has not taken any testimony and the charge of abandon- 
ment is based upon the nature of the specimen filed by the opposer with 
the notice of opposition, applicant asserting that it does not show the 
mark used on piece goods. This specimen is a tag having a loop of string 
attached thereto. On one side of the tag there is printed: 


“Consumer Guarantee! We guarantee this garment unconditionally 
washable or money refunded. All Rayon”, 


followed by the name and address of the opposer, and the number of a 
design patent. On the other side of the tag appears the mark AMERILIN, 
typewritten on a piece of paper which is attached to the tag by a piece 
of transparent tape, and below which is printed on the tag the following: 


Soap ‘n’ Water Fabric Reg. U. S. Pat Off. Guaranteed Unconditionally 
Washable. 


This specimen was filed by opposer pursuant to the requirement of 
Trade Mark Rule 20.4, reading as follows: 


““* * * two specimens (or facsimilies) of the mark as actually used by 
the Opposer, if there be such, shall be filed.”’ 


The nature of the specimens and the fact that the paper carrying the 
mark was stuck upon the tag by adhesive tape (but applicant’s own 
specimens are also makeshift specimens, formed by typing the mark on 
printed labels carrying other matter) might suggest to applicant the 
advisability of seeking additional information and taking testimony on 
opposer’s use of the mark, but there is no evidence that would justify 
a finding that the mark was not used by the opposer, mere surmise cannot 
take the place of proof. 


If it be assumed that the specimens show that the mark was not being 
used on piece goods at the time of the filing of the notice of opposition, 
this would not be sufficient to prove abandonment. According to Section 
45 of the Trade Mark Act of 1946: 


‘*A mark shall be deemed to be ‘abandoned’— 


(a) When its use have been discontinued with intent not to 
resume. Intent not to resume may be inferred from circumstances. 
Nonuse for two consecutive years shall be prima facie abandonment. 


Hence in order to show abandonment under paragraph (a) applicant must 
show, in addition to discontinuance of use of the mark, either (1) an 
intent not to resume use, or (2) circumstances from which an intent not 
to resume may be inferred, or (3) nonuse for two consecutive years. 
Applicant has shown neither of these for applicant, not having taken 
any testimony, has shown nothing. 





Vol.43 T.M.R. EX PARTE BARRETT EQUIPMENT COMPANY 1175 


Applicant’s further contention is that the notice of opposition did 
not comply with Rule 20.4 in that proper specimens were not filed. Assum- 
ing that the notice did not comply with the rule on this matter, it would 
not be fatal to the opposition at this stage since as a procedural matter 
appropriate action should have been taken before the time set for taking 
testimony began, and, opposer having relied solely on its registration, 
the matter is now irrelevant. 


The decision of the Examiner of Interference is affirmed. 


EX PARTE BARRETT EQUIPMENT COMPANY 


Commissioner of Patents—June 25, 1953 


TRADE-MarK Act OF 1946—REGISTRABILITY—DESCRIPTIVE TERMS 
HAND-E-HONE is descriptive of honing tools for hand or power operation. 


TRADE-MarRK AcT OF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 


HAND-E-HONE for honing tools is confusingly similar to HAND-EE for devices 
for grinding, polishing and buffing the general surfaces of metal, wood and other 
devices. 


Application of Barrett Equipment Corporation, Serial no. 576,507 
filed April 2, 1949. Applicant appeals from decision refusing registration. 
Affirmed. 


Alfred W. Petchaft, of St. Louis, Missouri, for applicant-appellant. 
McCann, Examiner in Chief. 


This is an appeal from the final refusal of the Examiner of Trade 
Marks to register HAND-E-HONE on the Principal Register as a trade mark 
for ‘‘honing tools’’. 


The examiner’s final refusal was based on the grounds 


(1) that the mark is descriptive of the goods, 


(2) that the mark is confusingly similar to registration No. 
332,938 for HAND-EE as applied to ‘‘electrically driven devices for 
grinding, polishing, and buffing the general surfaces of metal, wood, 
pottery, and other substances’”’. 


With respect to the first ground of rejection, the examiner states that the 
first and middle part of applicant’s mark HAND-E- is the phonetic equivalent 
of the word ‘‘handy”’ and that the final part of applicant’s mark is com- 
posed of the word HONE, which is the name of the goods, and hence does 
not possess any trade mark significance. The examiner also states that the 
word ‘‘handy” is defined in Webster’s New International Dictionary Second 
Edition as, (1) performed by hand; (2) suited to the use of the hands; 
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and it is the examiner’s position that “‘handy’’ is clearly descriptive of 
applicant’s honing tools which according to the specimens on file are 
stated to be for hand or power operation. 


I see no error in this ground of the examiner’s rejection since the 
word “‘handy”’, or the phonetic equivalent thereof, HAND-E, clearly implies 
that the hone is suited to the use of the hands. This renders the mark 
descriptive since it sets forth one of the characteristics of the goods. 


With respect to ground (2) of the rejection, the examiner states that 
since applicant’s mark is applied to honing tools that are adaptable to both 
hand and power operation they would usually be sold in the same channel 
of trade as the goods of the registrant, and it is the opinion of the examiner 
that the terms HAND-E- and HAND-EE thereon would be likely to cause con- 
fusion or mistake or deception of purchasers as to the origin of the goods. 
With respect to the inclusion of the word HONE in applicant’s mark, the 
examiner states that since this word names the article it has little or no 
trade mark significance. 


Applicant states that the examiner’s rejection of his mark on the 
prior registration of the word HAND-EE for ceramic polishing wheels, was 
more or less a make-weight argument, since ceramic polishing wheels are 
clearly goods of different descriptive properties than the automotive brake 
repairing tools involved in the present application. 


Registration No. 332,938 for HAND-EE is not limited to ceramic polish- 
ing wheels as applicant contends, but is stated to be for electrically 
driven devices for grinding, polishing, and buffing the general surfaces 
of metal, wood, and other substances. In other words, it could be an 
electrically driven grinding wheel, or a polishing wheel, or a buffing 
wheel and still be within the terms of the goods as set forth in the regis- 
tration. Furthermore, as noted by the examiner, applicant’s application is 
broadly drawn to ‘‘honing tools’’ and is not limited to automotive brake 
repairing tools as applicant appears to contend. When considered in this 
light I agree with the examiner that the goods are sufficiently similar that 
the contemporaneous use of the marks in question thereon would be 
likely to cause confusion or mistake or deception of purchasers as to 
the origin of the goods. 


After careful consideration of applicant’s argument, I am of the 
opinion that the examiner’s final refusal was proper in all respects. 


The decision of the Examiner of Trade Marks is affirmed. 





. 
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EX PARTE MOTOR TREND PUBLICATIONS, INC. 
Commissioner of Patents—June 25, 1953 


TRADE-MarRK Act OF 1946—REGISTRABILITY—DESCRIPTIVE TERMS 


MOTOR TREND is descriptive of a magazine describing characteristics of cur- 
rent automobiles and comparing such characteristics in past and present auto- 
mobiles. 


Application by Motor Trend Publications, Inc., Serial no. 611,038 
filed March 8, 1951. Applicant appeals from decision refusing registra- 
tion. Affirmed. 


Motor Trend Publications, Inc. of Los Angeles, California, pro se. 
McCann, Examiner in Chief. 


This is an appeal from the final refusal of the examiner to register 
MOTOR TREND on the Principal Register as a trade mark for ‘‘magazines 
relating to automobiles’’. 


Registration was refused on the ground that the mark is descriptive 
of the contents of applicant’s magazine and the examiner particularly 
relies upon the decisions in In re National Recreation Association, Inc., 85 
USPQ 281 (40 TMR 424) ; Ex parte Popular Mechanics Co., 74 USPQ 111 
(37 TMR 784); and Ex parte Bisom Company, Inc., 67 USPQ 328, as 
authority for his position. 


Applicant contends that the subject matter of its magazine is not 
primarily concerned with tendencies or indications of future car designs 
or evaluating present tendencies in order to project or predict future 
activity in the industry, but deals primarily with current happenings 
in the automobile field, and in this sense the notation is primarily fanciful. 


As noted by the examiner ‘‘Trend’’ is defined in Webster’s New Inter- 
national Dictionary as ‘“‘Underlying or prevailing tendency or indication; 
general direction taken by something changing or subject to change.” In 
other words, a trend can be indicated by a description of the current model 
ears and their performances by assuming that the public has in mind the 
performance and the characteristics of former cars, at least the most 
recent ones, and will make the comparisons and note the differences, or by 
a real comparison between the most recent modern cars and former cars. 
This is the substance of one of the articles entitled “This Changing 
World’’ in the specimen filed with the application. This article compares 
former cars with the cars as of the date of issue of the magazine, and 
points out what the trend in cars now seems to be with respect to engine 
speeds, horse power, transmission, body styles and other components. 
Another of the articles is entitled ‘“‘Trends in World Car Design’’ and 
discusses the new features of various foreign cars and possible future 
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developments. From this it is seen that the contents of applicant’s maga- 
zine clearly meets the above mentioned definition. 


In McGraw Hill Publishing Co., Inc. v. American Aviation Associates, 
Inc., 73 App. D.C. 131, 117 F.2d 293, 47 USPQ 494, the court held that 
the trade mark aviaTION for a periodical dealing with aeronautics was 
descriptive and not arbitrary or fanciful and said in part [30 TMR 113]: 


‘*Tt is difficult to conceive of a term that would be more descrip- 
tive of the contents of the plaintiff’s magazine. * * *”’ 


It seems to me that such an observation is also applicable here. After 
careful consideration of applicant’s argument, I am of the opinion that 
the decision of the examiner was correct and should be affirmed. 


EX PARTE PILOTLAB 


Commissioner of Patents—June 25, 1953 


TRADE-MarK Act OF 1946—REGISTRABILITY—DESCRIPTIVE TERMS 
CAPSO-LETTES is descriptive of spices put up in small or miniature capsules. 


Application by Pilotlab, Serial no. 615,244 filed June 15, 1951. Ap- 
plicant appeals from refusal of registration. Affirmed. 


Ansell & Ansell, of Washington, D. C., for applicant-appellant. 
McCann, Examiner in Chief. 


This is an appeal from the final refusal of the Examiner of Trade 
Marks to register CAPSO-LETTES on the Principal Register under the Act 
of 1946, as a trade mark for ‘‘spices.’’ 


The examiner states applicant’s product is made up in the form of 
capsules, and that the mark it seeks to register is the phonetic equiva- 
lent of the expression ‘‘capsule-ettes.’’ In answer to applicant’s argu- 
ment that it is unreasonable to hold that the expression CAPSO-LETTES 
would have the significance of “capsule-ettes,’’ since such a construction 
would be redundant if taken to mean ‘‘a small capsule’’ and incorrect 
if taken to mean ‘‘similar to a capsule,’’ the examiner stated that such 
grammatical niceties would not occur to the average purchaser, and it 
was the examiner’s opinion that most purchasers would construe appli- 
cant’s mark as one indicating that the product is either put up in small 
capsules or shaped in a manner that is similar to the conventional 
capsule style. 


I doubt very much if the average purchaser would know the deriva- 
tion of the word ‘‘capsule’’ or would be concerned with the dictionary 
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definition thereof. To the overwhelming majority of people the word 
‘‘capsule’’ signifies a small cylindrical or spherical container usually, 
but not necessarily, made of soluble or digestible material and frequently 
used in connection with medicines. It is a matter of common knowledge 
that these capsules vary appreciably in size, depending upon their in- 
tended use and the quantity of the ingredients therein. 





























The suffix ‘‘ette’’ is commonly used to signify the diminutive, and it 
would be natural for the public in general to assume that the word ‘‘cap- 
sule-ettes’’ signified a relatively small capsule as distinguishing from a 
relatively large capsule. Also since applicant’s mark capso-LETTEs looks 
very much like and sounds very much like “capsule-ettes’’ it could readily 
be taken by the public as a phonetic contraction thereof. This being so, I 
agree with the examiner that applicant’s mark is descriptive since most 
purchasers would be apt to construe applicant’s CAPSO-LETTES as indicating 
that the product is put up in relatively small or miniature capsules. 


The decision of the Examiner of Trade Marks is affirmed. 


EX PARTE FAIRFIELD LABORATORIES, INC. 


Commissioner of Patents—June 26, 1953 


TRADE-MARK Act OF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 


OEL-U-LAC for laxatives is confusingly similar to cELLU for specially prepared 
medicinal preparations for internal human use. 





TRADE-MARK Act or 1946—REGISTRABILITY—DISCLAIMER 





Examiner may not require applicant to disclaim LAC in CEL-U-LAC for laxatives 
where applicant has not stated whether its goods have a milky appearance. 





Application by Fairfield Laboratories, Inc., Serial no. 595,458 filed 
April 8, 1950. Applicant appeals from refusal of registration. Affirmed. 


Albert L. Jacobs, of New York, N. Y., for applicant-appellant. 
McCann, Examiner in Chief. 


This is an appeal from the final refusal of the examiner to register 
CEL-U-LAC, written in arcuate form, as a trade mark for preparations for 
the relief of constipation—i.e., laxatives—in tablet or other dosage form. 


Registration was refused in view of registration No. 338,981 for the 
mark CELL-U as applied to specially prepared medicinal preparations having 
negligible or no food value, for use in treatment of physical ailments where 
a fat restricted or sugar restricted diet is prescribed, namely, saccharin 
sweetened cough drops, saccharin sweetened mineral oil of negligible food 
value, for use as French style salad dressing ; mineral oil for internal human 
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use; and saccharin compound tablets specially prepared for use in sugar 
restricted diets. Registration was also refused for the reason that applicant 
failed to disclaim the term LAc. 


The exaininer states that the only questions for determination are: 


(1) whether the cited reference mark and applicant’s mark are so 
similar that the contemporaneous use of the marks on the goods of 
record would be likely to result in confusion, mistake or deception of 
purchasers 

and 

(2) whether the requirements for disclaimer of the term Lac on 
the ground that it is merely descriptive or misdescriptive when applied 
to the goods named is proper. 


The examiner states that the term Lac is well known and commonly used 
in medicines to describe compounds that contain milk or have a milky 
appearance, and he cites the decision of Ex parte Parke, Davis & Company, 
468 0.G. 755, 30 USPQ 173 (26 TMR 667), where the mark DERMALAC was 
held descriptive of a skin lotion, as authority for his position. 


Applicant points out that the word Lac has several dictionary mean- 
ings, one of which means milk or milky, or even the presence of lactose 
and contends that such meanings do not apply here. 


The question of whether applicant’s goods in tablet or other dosage 
form has a milky appearance is a question of fact. Applicant has not cate- 
gorically stated whether or not his goods has in fact a milky appearance. 
If it has, it would seem the examiner’s requirement was proper; if it does 
not have a milky appearance, the requirement would be improper. 


The examiner also pointed out that the cited registration discloses the 
term CELLU that is identical in sound and very similar in appearance to the 
CELLU portion of applicant’s mark which is a very prominent, if not the 
dominant feature of applicant’s mark. It was the examiner’s opinion that 
the use of these marks on the goods of record would be likely to result in 
confusion or mistake or deception of purchasers. The examiner cited the 
decision in The Chicago Dietetic Supply House, Inc. v. Dewerth, 642 O.G. 
1258, 88 USPQ 50 (41 TMR 278), where ceLLULac applied to a preparation 
for the treatment of constipation was held similar to the mark CELLU 
applied to mineral oil for human use and stated that he believed it to be 
controlling in the present case. 


Applicant points out that the registration CELLU is primarily directed 
to certain products for use by diabetics and since the goods are primarily 
directed toward the use of saccharin instead of sugar in a variety of prod- 
ucts, such as cough drops and mineral oil, applicant insists that the second 
mineral oil mentioned in the registration is incompletely defined and incor- 
rect since a few lines thereabove the registration plainly refers to a sac- 
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charin-sweetened mineral oil. Applicant accordingly denies that mineral oil 
per se as commonly used and sold is in any way directly involved in the 
registration. 


It seems to me that as enumerated in the registration it is very clear 
that the registration is intended to be used upon both saccharin-sweetened 
mineral oil for use in French style salad dressing and ordinary mineral oil 
as commonly used and sold, otherwise there would have been no necessity 
for the separate enumeration of the mineral oils. I agree with the exam- 
iner that the goods are very similar, namely, pharmaceutical preparations 
used for the relief of constipation and that the only question to be decided 
is whether or not the marks themselves are confusingly similar. 


Applicant insists that the word cELLU as used in the registration 
besides being a mere descriptive abbreviation or misdescriptive abbrevia- 
tion is just the common or usual combining form of cellulose and that 
anyone who has cellulose, or a form of cellulose, in a product is entitled 
to use the notation ‘‘cellu’’ as a proper part thereof. 


It does not appear from the registration or from the record in this 
ease that the goods mentioned in the registration contain cellulose, so that 
it cannot be held that the abbreviation “cellu”’ is a descriptive abbreviation 
of the goods or the ingredients thereof. 


Applicant insists there are important points of differences with respect 
to the decision in The Chicago Dietetic Supply House, Inc. v. Dewerth case 
and the present case, the first being that the party Dewerth admitted 
CELLU to be a good registration, which applicant specifically denies, and 
the second being that the wording of the definition of the products was 
not fully analyzed. 


Applicant’s argument with respect to these points has been carefully 
considered but is not convincing, and I am of the opinion that the examiner 
correctly held that the facts in the above-mentioned case are very similar 
to those in the instant one and that the decision in that case is controlling 
herein. 


Finally, applicant contends that the application of Dewerth for the 
mark CELLULAC should have been rejected ex parte as merely made up of 
two unregistrable components, that is CELLU as an abbreviation of ‘‘cellu- 
lose’’ and “‘laec” as an abbreviation of ‘‘lactose’’ which was descriptive of 
the goods therein, and since the application should have been so rejected 
and decided on that point anything else stated therein is obiter dictum. 


Inasmuch as The Chicago Dietetic Supply House, Inc. v. Dewerth deci- 
sion was rendered in an opposition proceeding wherein the question of 
likelihood of confusion between the registration ceELLU and the applicant’s 
mark there ce.LuLAc for goods similar to applicant’s goods here, was 
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directly placed in issue and ruled upon, it is the law of that case and is 
in no sense obiter dictum. 


The decision of the Examiner of Trade Marks is affirmed. 


KELLOGG SWITCHBOARD & SUPPLY CO. v. 
TALK-A-PHONE CO. 


No. 29931—Commissioner of Patents—June 26, 1953 


REGISTRATION PROCEDURE—OPPOSITION—IN GENERAL 
TALK-A-PHONE for interoffice and interplant telephone apparatus is so dissimilar 
in meaning, appearance and sound with SELECT-A-PHONE for identical goods that 
the public likely would not be confused when the marks are considered as a 
whole. 


Opposition proceeding by Kellogg Switchboard & Supply Co. against 
Talk-A-Phone Co., Serial no. 582,664 filed July 28, 1949. Opposer appeals 
from dismissal of opposition. Affirmed. 


John I. Bellamy and Jones, Tesch & Darbo, of Chicago, Illinois, for op- 
poser-appellant. 


Schroeder, Merriam, Hofgren & Brady, of Chicago, Illinois, for applicant- 
appellee. 


McCann, Examiner in Chief. 


This is an appeal from the decision of the Examiner of Interferences 
dismissing the opposition proceeding brought by Kellogg Switchboard & 
Supply Co. to the registration of TALK-A-PHONE by Talk-a-Phone Co. under 
section 2(f) of the Act of 1946, as a trade mark for interoffice and inter- 
plant telephonic communication apparatus consisting of speakers, ampli- 
fiers, and intercommunicating circuits therefor. Both parties have filed 
stipulated evidence and briefs and were represented at the hearing. 


Opposer’s right of action is based upon allegations of prior use and 
ownership of registration No. 113,644, issued October 24, 1916, and re- 
newed for SELECT-O-PHONE as applied to ‘‘interior telephones.’’ 


The statutory basis for the opposition is that clause of section 2(d) 
of the Act of 1946 which relates to the likelihood of confusion or mistake 
or deception of purchasers. It appears from the stipulated evidence that 
as between the parties opposer is the prior user of his registration by many 
years, and applicant admits that the goods are substantially the same and 
are clearly intended for the same purpose so that the only issue to be 
decided is whether or not the marks are confusingly similar. 


The examiner pointed out that the term PHONE is common to the marks 





Vol.43 T.M.R. PRINCESS PAT v. NETTIE ROSENSTEIN, INC. 1183 


and since it is a generic name for the goods here involved it is devoid of 
trade mark significance. It was the examiner’s opinion that the remainder 
of the marks and the marks as a whole differ so widely as to insure against 
any reasonable likelihood of their confusion in use. 


Opposer’s argument in the main is that since TALK and PHONE are 
both descriptive of applicant’s goods the only dominant features remain- 
ing are the form, and cadence of the marks and the common occurrence 
of the suffix a-PHONE, in both marks which renders them confusingly 
similar. 


Opposer’s argument in this respect is not convincing. The first part of 
applicant’s mark, i.e., the word TALK is clearly dissimilar from the first 
part of the opposer’s mark, i.e., the word SELECT in meaning, appearance 
and sound. It is true that the remainder of each of the marks are quite 
similar in meaning, appearance and sound. It is also true that the marks 
have the same cadence. However, it is fundamental that marks must be 
considered as a whole since the commercial impression of a trade mark 
is derived from the entire mark and not from its elements separated and 
considered in detail. Beckwith v. Commissioner of Patents, 252 U.S. 538, 
1920 C.D. 471. When considered in this light I agree with the examiner 
that the marks TALK-A-PHONE and SELECT-O-PHONE are so dissimilar in 
meaning, appearance and sound as to be unlikely to give rise to confusion 
or mistake or deception of purchasers when applied to the goods. 


The decision of the Examiner of Interferences is affirmed. 


PRINCESS PAT, LTD. v. NETTIE ROSENSTEIN, INC. 
No. 29592—Commissioner of Patents—June 26, 1953 


REGISTRATION PROCEDURE—OPPOSITION—EVIDENCE 


Oral testimony of a single interested witness may establish the date of first 
use, if sufficiently probative, not characterized by contradictions or inconsisten- 
cies and corroborated by circumstantial evidence. 


TRADE-MarRK Act or 1946—TITLE—ASSIGNMENTS 


Where assignor did not engage in business since 1941 and purported to assign 
its mark in 1947, the assignment was in gross and without any accompanying 
good will. 


TRADE-MarK Act oF 1946—TITLE—ABANDONMENT 
Non-use of a mark during the years of World War II may not have consti- 
tuted abandonment. 


REGISTRATION PROCEDURE—OPPOSITION—DEFENSES 
Opposer’s failure to oppose applicant’s prior registration or to petition for 
cancellation has no bearing on opposition proceeding which is based solely on 
applicant’s right to register a mark under the Act of 1946. 
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Opposition proceeding by Princess Pat, Ltd. against Nettie Rosen- 
stein, Inc., Serial no. 575,929 filed March 23, 1949. Applicant appeals from 
denial of registration. Affirmed. 


McKnight & Comstock, of Chicago, Illinois, for opposer-appellee. 
Mock & Blum, of New York, N. Y., for applicant-appellant. 
McCann, Examiner in Chief. 


This is an appeal from the decision of the Examiner of Interferences 
sustaining the opposition brought by Princess Pat, Ltd., to the registration 
of the word oDALISQUE written in seript by Nettie Rosenstein, Inc., as a 
trade mark for perfume and cologne. Both parties have filed testimony 
and briefs and were represented at the hearing. 


The opposition is predicated upon the allegation of prior use by the 
opposer of the mark SECRET OF THE ODALISQUE for perfume, and the statu- 
tory basis for the opposition is that clause of section 2(d) of the Act of 
1946 which relates to confusion or mistake or deception of purchasers. 


Applicant admits that the goods of the parties are substantially iden- 
tical and that the marks are confusingly similar, so that the only question 
to be decided on appeal is whether or not the examiner’s holding that 
opposer has proven priority is correct. Applicant states that only a single 
invoice showing the sale and shipment of the SECRET OF THE ODALISQUE 
solid perfume by opposer was offered in evidence, and of the thirteen 
alleged documentary exhibits offered on behalf of opposer, only the first 
four exhibits, i.e., the radio scripts, bear any date, and, even as to these 
exhibits, they are entirely insufficient upon which to predicate trade mark 
use. Applicant also points out that no records were produced showing 
when opposer first ordered the printed labels bearing the notation sEcRET 
OF THE ODALISQUE. 


The examiner pointed out in his decision that corroboration of the 
testimony of a witness by other witnesses, and the production of the rec- 
ords of sales are always helpful, but not necessary in trade mark cases, 
and that oral testimony if clear and convincing, is competent to establish 
use of a mark. 


Patricia F. B. Gordon, the witness for the opposer, who is also presi- 
dent of the opposer company, testified that the opposer sold perfume bear- 
ing the trade mark SECRET OF THE ODALISQUE early in 1940. There is, how- 
ever, nothing in the record which corroborates this alleged date of use. 
The witness also identified opposer’s exhibits 11 and 12, which appear to 
be made of plastic, as the wartime packages for the solid perfume which 
were used as early as 1943. The witness also stated that the opposer’s 
exhibits 1, 2, 3 and 4 were radio commercial announcements that were 
broadcast on many radio stations throughout the United States and that 
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the witness gave some of these broadcasts personally and in other instances 
directed the broadcasts. These exhibits are dated February 2, 1945, April, 
1945 and December, 1945, respectively. 


It is true that oral testimony of a single interested witness must nec- 
essarily have his weakness, nevertheless there is nothing in the trade mark 
law which justifies its rejection if it is sufficiently probative. In the instant 
case the testimony of opposer’s witness is not characterized by contradic- 
tions or inconsistencies and the testimony with respect to exhibits 1 to 4, 
inclusive, and 11 to 13, inclusive, is relied upon to show circumstances 
which are corroborative of the witness’ oral testimony. I agree with the 
examiner that while the earliest date of use claimed by the opposer as 1940 
has not been proven, the record does establish that opposer did use its 
mark on its goods prior to the first use alleged by applicant. 


Applicant also contends that the mark opALISQUE indicates origin in 
applicant and not in opposer, since it has built up a substantial and valu- 
able goodwill from the time it commenced to use its mark in January, 
1946, which is corroborated by its registration No. 425,142, for opALISQUE 
(applicant’s exhibit 1). Applicant points out that sometime in 1946 an 
objection was made to its use of ODALISQUE by a concern known as Rubi- 
con, Incorporated, based upon said concern’s prior usage of the unregis- 
tered mark opALIsQuE for perfume. Applicant states that it acquired all 
the rights of Rubicon, Inc., in and to the said mark, the said transaction 
being represented by applicant’s exhibits 6-A; 6-B; and 6-C. Applicant 
also states that opposer has been guilty of laches because it did not oppose 
applicant’s registration which was published on August 13, 1946, and 
likewise no petition for cancelation was filed by the opposer after said 
registration was published on March 8, 1949, under the Act of 1946. 


Applicant also asserts that its prior registration constituted such 
constructive notice to opposer as to preclude opposer from claiming that 
it did not know about the same as of November 5, 1946 under the doctrine 
of the Willson v. Graphol Products Co., 38 C.C.P.A. 1030, 188 F.2d 498, 89 
USPQ 382, (41 TMR 591). It is not seen how opposer’s failure to oppose 
the issuance of applicant’s prior registration or failure to petition to cancel 
the same has any bearing in the instant proceedings which is solely based 
upon applicant’s right to register the word ODALISQUE as a trade mark for 
perfume under the Act of 1946. 


In his decision the examiner pointed out that in order to antedate the 
opposer’s alleged 1940 use of the mark applicant put in evidence an 
assignment bearing the date of February 7, 1947, by Rubicon, Inc., to 
applicant of the mark opALISQUE and of application No. 511,962 of Rubicon, 
Inc., filed November 6, 1946, for registration of the mark as well as the 
testimony of Herbert Rubin, president of said Rubicon, Inc. The examiner 
states it appears from the testimony of the witness Rubin that the first 
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use by Rubin of the mark opaLisquE for perfume was prior to 1940, the 
earliest date of use claimed by opposer, but that the use thereof was sus- 
pended in 1941 or 1942, allegedly due to the impossibility of obtaining 
small bottles and that use was not resumed by it until it assigned the mark 
to applicant (applicant’s record 24, 33) in February, 1947, together with 
the goodwill of the business in connection with which said trade mark is 
employed. The examiner also pointed out that at the time of the assign- 
ment of its registration Rubicon, Inc., did not turn over to applicant any 
business, goods, formula, ingredients, labels, or list of customers, and it 
appears that applicant was interested merely in the name of the trade 
mark (applicant’s record 17). The examiner also noted that the Rubicon, 
Ine., ODALISQUE perfume sold at $1 per ounce; whereas applicant’s ODAL- 
ISQUE perfume sells at $25 per ounce and stated that if the difference in 
price is any indication of the quality between the products, the reputation 
of the $1 per ounce product of the assignor Rubicon, Inc., would act rather 
as a detriment to the goodwill of the business of applicant. The examiner 
held that the assignment was in gross without any accompanying goodwill, 
and that applicant acquired no rights by virtue of said assignments to the 
mark ODALISQUE prior to that of opposer. 


It is clear from the testimony of the witness Rubin that at the time the 
assignment was executed Rubicon, Inc. was not engaged in the perfume 
business and had not been so engaged since 1941 or 1942. The nonuse 
of the mark by Rubicon, Inc., during the war period may not have consti- 
tuted an abandonment of the mark, nevertheless a mark may not be 
legally transferred to another unless accompanied by the transfer of some 
business with which the mark is shown to have been used. Kelly Liquor 
Co. v. National Brokerage Co., Inc., 26 C.C.P.A. 1110, 102 F.2d 857, 41 
USPQ 311, (29 TMR 279). 


After careful consideration of all facts of record, I agree with the 
examiner that the opposition should be sustained. 


The decision of the Examiner of Interferences is affirmed. 


EX PARTE C. R. DANIELS, INC. 


Commissioner of Patents—June 29, 1953 


TRADE-MaRK Act OF 1946—REGISTRABILITY—DESCRIPTIVE TERMS 


STOP FIRE, for waterproof and flameproof canvas, is descriptive of the 
most desirable characteristic of the goods. 


Appeal from the Examiner of Trade-Marks. 


Application by C. R. Daniels, Ine., Serial No. 557,438, filed May 20, 
1948. Applicant appeals from decision refusing registration. Affirmed. 
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Sol Shappirio of Washington, D. C. for applicant. 
McCann, Examiner in Chief. 

This is an appeal from the final refusal of the Examiner of Trade 
Marks to register stop FIRE under section 2(f) of the Act of 1946, as a 
trade mark for ‘‘waterproof and flameproof canvas in piece or roll.’’ 

As originally presented this application was not under section 2(f); 
however, in response to the examiner’s rejection of this application, on 
August 8, 1949, as being descriptive, applicant amended the statement to 
place the application under section 2(f) of the Act. In the next office 
action the examiner pointed out that for formal presentation under section 
2(f), a claim of distinctiveness, plus the basis for such claim, must be 
set forth in the statement, and that an affidavit must support this claim. 
Applicant’s attention was also called to Rule 8.1 and footnote (5) under 
form 1 of the Rules of Practice in Trade Mark Cases. In response thereto 
applicant stated that an affidavit under Rule 8.1 would be furnished, if 
necessary. However, no such affidavit has been filed in this case. 

The words stop FIRE are clearly highly descriptive of the most impor- 
tant characteristic of applicant’s goods. Section 2(f) of the Act of 1946, with 
stated exceptions, authorizes the registration of a mark which has become 
distinctive of the goods in commerce, and the Commissioner is authorized 
to accept as prima facie evidence that the mark has become distinctive, as 
applied to the applicant’s goods in commerce, proof of substantially exclu- 
sive and continuous use thereof as a mark by the applicant in commerce 
for the five years next preceding the date of the filing of the application. 
If the allegation of distinctiveness is not based on substantially exclusive 
use, over the five-year period next preceding the filing of the application, 
in commerce which may be regulated by Congress, but is based on other 
facts or circumstances, proof of such distinctiveness must be submitted 
as set forth in Rule 8.1. 

It should however be noted, and it has been so held, that the burden 
of proof is on the applicant to show that his mark has become distinctive 
and that in instances where the mark is highly descriptive it might not be 
proper to accept merely the applicant’s affidavit of use as showing that 
the mark has become distinctive of applicant’s goods. Ex parte Stauffer 
Chemical Company, 622 0.G. 1272, 81 USPQ 255 (39 TMR 505). Ex Parte 
The Kalart Company, Inc., 643 O.G. 1068, 88 USPQ 221 (41 TMR 374). 


In the instant case applicant has made no claim of distinctiveness 
either based on substantially exclusive and continuous use of the mark 
by it for the period of five years next preceding the filing of the application, 
or on other facts or circumstances, and since the mark is obviously descrip- 
tive of the most desirable characteristic of the goods, the rejection by the 
Examiner of Trade Marks as being descriptive is considered proper. 


The decision of the Examiner of Trade Marks is affirmed. 


LR 
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MINNESOTA MINING & MANUFACTURING COMPANY v. 
TARRANT MANUFACTURING CO. 


No. 29835—Commissioner of Patents—June 29, 1953 


REGISTRATION PROCEDURE—OPPOSITION—IN GENERAL 


SCOTCHMAN for motor driven apparatus for spreading flake, chip and 
granular materials is not confusingly similar to SCOTCHLITE for friction tape, 
adhesive tape, adhesive cement, light reflecting material, and tape dispensers. 


Opposition proceeding by Minnesota Mining and Manufacturing Com- 
pany v. Tarrant Manufacturing Co., Serial No. 572,388, filed January 18, 
1949. Appeal from Examiner of Interferences. Affirmed. 


Carpenter, Abbott, Coulter & Kinney of St. Paul, Minnesota, for opposer- 
appellee. 


Luther W. Hawley of New York, N. Y. for applicant-appellant. 
McCann, Examiner in Chief. 


This is an appeal from the decision of the Examiner of Interferences 
dismissing the opposition proceedings brought by Minnesota Mining & 
Manufacturing Company to the registration of scoTrcHMAN written in 
script with a paraph thereunder by The Tarrant Manufacturing Company, 
as applied to motor driven mechanical apparatus for spreading flake, chip, 
and granular material on highways, land, and water. 


The opposition is predicated upon allegations of prior use and owner- 
ship by opposer of the registrations ScoTCH BOY, SCOTCHLITE and scoTcH 
for goods, which opposer contends, are closely related to applicant’s goods. 
The opposition is also predicated upon prior use of the mark scoTcHLITE 
used upon glass beads which are sold to highway departments and the like 
for application to highway surfaces. 


The statutory basis for the opposition is that clause of section 2(d) 
of the Act of 1946 which relates to the likelihood of confusion or mistake 
or deception of purchasers as to the origin of the goods. In his decision 
the examiner states that there is no question of priority involved as the 
opposer is admittedly the prior user of its marks. Both parties have filed 
testimony and briefs and were represented at the hearing. 


Considering the goods specified in the application, the examiner held 
that opposer’s friction tape, adhesive tape, adhesive cement, light reflecting 
material in sheet form, and tape dispensers mentioned in opposer’s regis- 
trations were goods clearly not related to applicant’s apparatus, and need 
not be further considered. 


The opposer alleges error in this ruling and contends that the test 
is not whether the goods are related, but rather whether under the totality 
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of facts would there be a likelihood of confusion. I agree with the examiner 
that opposer’s friction tape, adhesive tape, adhesive cement, light reflect- 
ing material in sheet form and tape dispensers are clearly so unrelated 
to applicant’s apparatus as to obviate any possibility of a likelihood of 
confusion. 


The examiner points out that opposer’s proofs show that it sells in 
bulk reflecting glass beads which are applied to a preformed paint line 
upon a highway surface, but that these beads are sold under the trade mark 
SUPERBRITE, which mark the examiner held to be clearly not confusingly 
similar to applicant’s mark. The examiner also points out that opposer’s 
proofs show that it also markets a reflecting compound, including the glass 
beads for application to the highways by means of a spray gun under the 
mark CENTERLITE which the examiner likewise held in no way resembles 
applicant’s mark SCOTCHMAN. 


Opposer apparently concedes the correctness of the examiner’s hold- 
ing in this respect since this point is not argued in the brief. The exam- 
iner also points out that opposer’s proofs show that it is the prior user 
of the mark scoTCHLITE on an apparatus known as a squeeze roller and 
a motor driven mechanical apparatus called a vacuum applicator which 
are used in the shop to apply applicant’s reflecting sheet material to high- 
way signs. The examiner held the fact that the signs thus prepared could 
and usually are used as highway and traffic signs is not believed to estab- 
lish any relationship between the goods of the parties. 


The examiner stated that applicant’s apparatus is sold to a limited 
and discriminating class of purchasers, namely to officials in charge of 
maintenance of highways and not to the general public, and it was the 
examiner’s opinion that the goods of the parties are so unrelated as to 
obviate any reasonable likelihood of confusion or mistake or deception of 
purchasers as to the origin of the goods. 


In response to opposer’s argument that it would be a logical expansion 
of its business to sell an apparatus for spreading material under the mark 
of scotcH or derivatives thereof, the examiner stated that opposer’s proofs 
show that it does not manufacture or sell any apparatus for spreading its 
light reflecting beads on a highway. 


Opposer points out that it makes motor-driven mechanical apparatus, 
called vacuum applicators, which are used for the application of its granu- 
lar-coated reflecting sheet material to highway signs. Opposer also points 
out the record discloses that it has sold this apparatus to the highway main- 
tenance trade under the trade mark SCOTCHLITE since at least from the year 
1945 which is long prior to applicant’s use of scorcHMaN. Opposer also 
points out the record disclosures that beginning about 1945 it began use 
of the mark scorcHLiTE on bulk glass beads sold to the highway trade, and 
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contends that due to the similarity between the marks scoTcHLITE and 
SCOTCHMAN purchasers in the highway maintenance industry who have 
long been familiar with opposer’s glass beads would be confused into 
believing that apparatus suitable for the application of such beads to high- 
way surfaces also had its origin with opposer if such apparatus were 
branded with the word scoTcHMAN. 


It is clear from opposer’s argument that it bases its case on the alleged 
similarity between SCOTCHLITE and SCOTCHMAN since SCOTCHLITE is the 
only mark that is used on material or apparatus which may be said to 
have some connection with highways or highway maintenance. It is 
apparent that the first syllable of scorcHMAN and SCOTCHLITE are the same. 
In eases like this it has been held that a newcomer who adopts the first 
part of an old mark must use such word or words for the remainder of 
the mark so as to lead one away from any thought springing from the 
commonly-used first word. In the instant case applicant’s second syllable 
MAN is totally different in sound, meaning and appearance from the second 
syllable LitE of opposer’s. Also taken as a whole, the word scoTCHMAN is 
different in meaning, appearance and sound from scoTcCHLITE, so that even 
if it were held that the goods upon which opposer uses the mark SCOTCHLITE 
are closely analogous to applicant’s goods, which they are not, opposer 
still would not prevail due to the dissimilarity of the marks. 


I agree with the examiner’s holding that applicant’s apparatus is sold 
to a limited and discriminating class of purchasers, that is, to people who 
are in charge of the maintenance of highways and not to the general public. 
In view of this and of the difference between the marks and between the 
goods, I agree with the examiner that there is no reasonable likelihood of 
confusion or mistake or deception of purchasers as to the origin of the 
goods. 


Opposer also contends that applicant should not be permitted to 
obtain its registration since it might becloud opposer’s right to extend 
use of its trade mark under the “ordinary expansion of business”. In 
Berghoff Brewing Association v. Popel-Giller Co., Inc., 50 App.D.C. 364, 
273 F. 328, 1921 C.D. 192 (11 TMR 243), the court held that the extension 
of the mark BURG BRAU on beer to BURG on nonalcoholic beverages would 
not come within the expansion of business rule, since the marks were rad- 
ically different, and the right of extension applies only to the specific mark 
and not to a similar mark. In the instant case opposer’s mark SCOTCHLITE 
is also different from applicant’s mark scoTcHMAN. In Minnesota Mining & 
Manufacturing Co. v. Smith, 646 O0.G. 1414, 89 USPQ 85 (41 TMR 487), 
the opposer there was using scoTcH on adhesive tape and masking paper 
and dispensers therefor, long prior to applicant’s use of the mark scot on 
high pressure metal gaskets. The marks scorcH and scot are obviously 
much closer than the marks scoTrcH-LiTE and SCOTCHMAN. Opposer urged 
the application of the expansion of business doctrine and pointed out that 
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it had already extended its business to the fiber gasket material field but 
had not extended the use of its mark to such material prior to the time 
the applicant entered the field. This argument was refused and it was held 
that the opposer’s masking adhesive and related products to which the 
mark scoTcH is applied are totally unrelated to high pressure metal gaskets. 


t 
In the instant case the goods of the parties upon which applicant’s | 
mark SCOTCHMAN and opposer’s mark SCOTCHLITE are used are different 
and the marks themselves obviously differ much more from each other than 
did the marks scorcu and scot. In the Scholl Mfg. Co., Inc. v. Barge | 
Electric Shoe Cement Press, Inc., 30 USPQ 376, 470 O0.G. 953 (26 TMR 
672), the applicant sought registration of the word soLvEXx as a trade mark 
for a chemical solution for removal of adhesive cement from a shoe surface 
and opposer was the owner and prior user of the same mark for a corn 
remedy. In that case the opposer urged that to grant registration to the 
applicant would violate opposer’s right to extend the use of its mark in 
the possible expansion of its business. The Commissioner recognized the 
soundness of the principle, but held that it had no application to the facts 
of that ease for the reason that the opposer had never used its mark on 
any goods of the same general class. This decision is particularly appli- 
cable to the facts of the instant case. 





After careful consideration of opposer’s argument, the decision of the 
Examiner of Interferences is thought to be proper and is affirmed. 


EX PARTE B. F. SHRIVER COMPANY 


Commissioner of Patents—June 29, 1953 


TRADE-MaRK Act OF 1946—REGISTRABILITY—SECONDARY MEANING MARKS 
Where applicant uses A NO. ONE in connection with SHRIVER’S in a rather 
unique and fanciful manner which requires a little reflection to identify it, 
A NO. ONE is registrable subject matter under section 2(f). 








Application by B. F. Shriver Company, Serial No. 541,592 filed Novem- 
ber 18, 1947. Applicant appeals from decision refusing registration. 
Reversed. 





Mason, Fenwick & Lawrence, of Washington, D. C. for applicant-appellant. 
McCann, Examiner in Chief. 


This is an appeal from the final refusal of the examiner to register 
applicant’s mark under section 2(f) of the Act of 1946 as a trade-mark 
for ‘‘eanned vegetables, canned tomato juice, and green tomato pickle’’. 
Applicant’s mark consists of the word SHRIVER’s; a large ‘‘A’’ in some- 
what fanciful script centrally located thereunder; the abbreviation ‘‘No.” 
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placed under the horizontal bar and within the “A;’’ and the word ONE 
located directly below the opening of the “A.’’ 

The examiner bases his final refusal on the ground that applicant has 
not complied with his requirement that the term A No. ONE be disclaimed. 
It is the examiner’s position that the term A NO. ONE is neither capable 
of being exclusively appropriated nor of distinguishing the goods, since 
it is merely a term that indicates grade or quality. 

Applicant points out that the term A No. ONE is presented in a unique 
manner and due to its long use it has become distinctive of its products. 
Applicant also calls our attention to several affidavits filed by members 
in the trade which assert that in their experience the mark has long been 
recognized as an indication of origin. 

Section 6 of the Act of 1946 makes it mandatory upon the Commis- 
sioner that all unregistrable matter be disclaimed. It is true, as stated by 
the examiner, that the term a-l or A NO. ONE are well known colloquial 
terms which are used to indicate a high financial rating; or a superior 
or best grade of goods, etc., and as such are open to use by the public and 
hence are incapable of identifying the origin of the goods. Applicant, 
however, is using the term A NO. ONE in combination with the word 
SHRIVER’S in a rather unique and fanciful manner that requires a little 
reflection to identify it, since it is displayed in a manner which is wholly 
unlike the conventional manner of presenting the term a-l or A NO. ONE. 

The several affidavits filed in this case are from dealers and not from 
the public at large and do not establish that the public has come to recog- 
nize the term A NO. ONE itself as distinctive of applicant’s goods; however, 
they do attest to the fact that applicant’s mark has been in use since at 
least the year 1900. 

After careful consideration of all the facts in this case, I am of the 
opinion that as presented the term A NO. ONE is sufficiently unique and 
fanciful to warrant its registration in combination with the word SHRIVER’S 
under section 2(f) without the necessity of a disclaimer. 

The decision of the Examiner of Trade Marks is reversed. 


EX PARTE WILBUR AND WILLIAMS CO. 
Commissioner of Patents—June 29, 1953 


TRADE-MarK Act oF 1946—REGISTRABILITY—GENERIC TERMS 
RUBBER-COAT as applied to paint is generically descriptive since it means a 
coat of paint having some rubber therein. 
TRADE-MarK Act oF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
RUBBER-COAT for paint is not confusingly similar to RUBBERITE for 
spar varnish. 
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Appeal from the Examiner of Trade-Marks. 


Application by Wilbur and Williams Co., Serial no. 542,494, filed 
November 26, 1947. 


Applicant appeals from decision refusing registration. Affirmed. 


Dike, Calver & Porter and Heard, Smith, Porter & Chittick, of Boston, 
Massachusetts for applicant. 


McCann, Examiner in Chief. 


This is an appeal from the final refusal of the examiner to register 
RUBBER-COAT, under section 2(f) of the Act of 1946, as a trade mark for 
floor enamel and corrosion resistant paints for exterior masonry and pool 
and tank linings. 


The examiner’s refusal is based upon two grounds: 


(1) that applicant’s mark is confusingly similar to registration 
No. 226,378 for RUBBERITE as applied to spar varnish used solely as 
an architectural varnish for outside or inside woodwork; [and regis- 
tration No. 401,491 for RUBBERCOTE as applied to a lacquer coating 
for wood, metal, fabric, or rubber surfaces] 


(2) that applicant’s mark RUBBER-COAT is generically descriptive 
and hence is substantially incapable of distinguishing the goods to 
which it is applied from similar goods of others. 


After the examiner’s statement was written further proceedings in 
this case were suspended pending the outcome of a petition brought by 
applicant to cancel registration No. 401,491, on the grounds that it had 
been abandoned. The registrant defaulted in the cancellation proceedings 
and registration No. 401,491 was canceled by the order of the Commissioner 
dated October 3, 1952. Accordingly, registration No. 401,491 having been 
canceled it is no longer a reference against applicant. 


Applicant contends that the examiner is in error in his holding that 
the word RUBBER-COAT is generically descriptive of the goods and hence 
incapable of distinguishing them from similar goods of others. Applicant 
states that the goods are generically described as paints or enamels and 
that the words RUBBER-COAT have never been used by applicant, or anyone 
else, as a generic name of a product or a type of product. Applicant also 
states that the examiner’s rejection is fundamentally in error since other- 
wise any descriptive mark which is nevertheless entitled to registration 
under section 2(f) as becoming distinctive of the goods could not be regis- 
tered and the purpose of section 2(f) of the Trade Mark Act would be 
defeated. 


As I understand the examiner’s position, it is that the words RUBBER- 
coaT are generically descriptive of paints which contain rubber, and not 
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that it is the generic name of the goods. It is a matter of common knowl- 
edge that a large number of paint manufacturers market paints which con- 
tain rubber, and the question to be decided is whether or not the words 
RUBBER-COAT are generically descriptive of such paints. An application of 
paint to a surface or object is conventionally referred to as a coat of paint. 
Painters and contractors invariably refer to the number of coats of paint 
in their bids. It is also common practice to refer to an ‘‘undercoat”’ or 
‘top coat’’ or to a coat of paint of any given color as a brown coat or white 
coat, ete. This is particularly true where a plurality of coats of paint are 
to be applied, and it seems to me that the words RUBBER-COAT as applied 
to paints could only mean a coat of paint having some rubber therein. In 
other words, it identifies one of the ingredients of the paint. Ez parte 
Mead, Johnson & Co., 91 USPQ 377 (42 TMR 159). This being so, all 
manufacturers of paint who market paints containing rubber should be 
entitled to refer to them as paint containing rubber and a coating there- 
from as a rubber coat or a rubber coat of paint. When considered in this 
light, I am of the opinion that the words RUBBER-COAT are more or less 
generically descriptive of paints containing rubber. 




















In eases like this where it has been held that the mark is, or appears 
to be essentially generically descriptive, the burden of proof on the appli- 
cant to show that the mark has in fact become distinctive is very heavy 
and applicant has not discharged that burden. See Ex parte Stauffer Chem- 
ical Company, 622 O.G. 1272, 81 USPQ 255 (39 TMR 505). 


I am unable to agree with the examiner that applicant’s mark RUBBER- 
coaT is confusingly similar to registration No. 226,378 for RUBBERITE taking 
into account the generic meaning of the word rubber. It seems to me 
that there is at least as much, if not greater, difference between RUBBER- 
COAT and RUBBERITE than between ALUMIKOTE and ALUMATONE which the 
Court of Customs and Patent Appeals held to be not confusingly similar in 
Alumatone Corporation v. Vita-Var Corporation, 37 C.C.P.A. 1151, 183 
F.2d 612, 86 USPQ 359 (40 TMR 804). 


The decision of the examiner holding that applicant’s mark is gener- 
ically descriptive and hence substantially incapable of distinguishing 
applicant’s goods from like goods of others which also contain rubber is 
affirmed. 























LAKEWOOD STORAGE, INC. v. CALDER 
No. 4357—Commissioner of Patents—July 1, 1953 












REGISTRATION PROCEDURE—INTERFERENCE 

Interference party’s request for concurrent registrations for non-overlapping 
territories cannot be granted in interference proceeding where right to concurrent 
use is not in issue. 
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When parties each seek registration of a descriptive mark under section 2(f) 
based upon an affidavit alleging five years substantially exclusive use, the Examiner 
of Trade-Marks in the examination of each application, cannot very well use 
the ex parte affidavit filed in one application as evidence in the other application, 
but is practically compelled to examine each application as if the other did not 
exist, and then declare an interference. 

Party’s claim that use is an infringing use which cannot defeat its allegation 
of substantially continuous use with regard to section 2(f) cannot be considered 
by the Patent Office, in the absence of an adjudication of infringement by the 
courts. 


Interference proceeding between Lakewood Storage, Inc. Serial no. 
573,254 filed February 3, 1949 and James Calder, Serial no. 531,575 filed 
August 16, 1947. Parties appeal from decision of Examiner of Inter- 
ferences holding that neither party is entitled to registration. Affirmed on 
appeal of Lakewood Storage, Inc.; appeal of Calder dismissed. 


Jewett, Mead & Browne of Washington, D. C. for junior party—appellee- 
appellant. 


Wilfred S. Stone of Chicago, Illinois for senior party—appellant-appellee. 


Freperico, Examiner in Chief. 


This is an interference in which the Examiner of Interferences held 
that neither party was entitled to the registration for which it had made 
application, and both parties have appealed. 


The application of the senior party, James Calder, was filed August 16, 
1947. The drawing discloses the word CALDER in large letters in one line and 
the phrase ACROSS THE STREET OR ACROSS THE COUNTRY in smaller letters in 
a separate line. The mark is stated to be a service mark used for the services 
of ‘‘local and long distance moving of furniture and other goods by motor 
van.’’ The date of first use alleged is March 1932, with March 1937 as the 
alleged date of first use in interstate and foreign commerce. In the first 
action the examiner refused registration, stating that the slogan was de- 
scriptive (and also that the other part of the mark was a surname) and 
thereupon applicant amended his application to one seeking registration 
under the provisions of section 2(f) of the Trade Mark Act, under which 
a mark not registrable by reason of section 2(e) may be registered if it has 
become distinctive of the applicant’s services in commerce. Section 2(f) 
provides that ‘‘The Commissioner may accept as prima facie evidence 
that the mark has become distinctive, as applied to applicant’s goods in 
commerce, proof of substantially exclusive and continuous use thereof as 
a mark by the applicant in commerce for the five years next preceding the 
date of filing of the application for its registration.’’ The same provision 
applies to services by reason of section 3. Applicant submitted a statement 
under oath “that the mark has become distinctive of applicant’s services 
by virtue of applicant’s substantially exclusive and continuous use of the 
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mark for the period of five years next preceding the filing of the appli- 
cation in commerce which may be regulated by Congress.’’ The applicant 
was thereupon deemed entitled to registration and the mark was published 
for opposition. 


The application of the junior party, Lakewood Storage, Inc., was 
filed February 3, 1949. It discloses the slogan AcROSS THE HALI—ACROSS 
THE CONTINENT used for the services ‘‘moving and shipping of household 
and industrial goods by motor vehicle’’ and alleges June 1, 1923 as the 
first date of use in interstate or other commerce. Registration was refused 
on the ground of descriptiveness, the application was amended to seek 
registration under section 2(f) on the basis of an allegation of substantially 
exclusive and continuous use for the five years preceding the filing of the 
application, and it was thereupon deemed entitled to registration. 


The two slogans are considered substantially equivalent, and the 
parties in their briefs on appeal do not assert otherwise. Lakewood Storage 
states that they are substantially indistinguishable and Calder makes no 
comments on this matter. ; 


Both parties use and have used the slogans on their moving vans on 
which their names also appear. 


The Examiner of Interferences held that, while it satisfactorily ap- 
peared from the testimony and documentary evidence adduced in its 
behalf that the junior party had continuously employed the mark dis- 
closed in its application in both interstate and intrastate commerce since 
many years prior to 1938, the earliest date of use established by the senior 
party, neither party was entitled to the registration for which it has 
made application. 


Both parties base their claimed right of registration under section 
2(f) of the Act of 1946 upon allegations of substantially exclusive use of 
their respective marks during the five years next preceding the filing of 
their applications. The record clearly shows, however, and it is not disputed, 
that during the five year periods involved these marks were contempo- 
raneously and continuously used by each of the parties, and such use 
thereof negatives each of their claims of exclusive use. 


Calder’s position in his appeal is that the Examiner of Interferences 
should have found the territories in which the parties have used their 
marks and should have allowed concurrent registrations for non-overlapping 
territories. Calder maintains that the business of Lakewood Storage is 
limited to the metropolitan Cleveland area, that his own business is 
limited to the metropolitan Chicago area, which includes parts of Indiana 
and Wisconsin, and that he should be allowed a registration limited to the 
states of Illinois, Wisconsin and Indiana. The right to a concurrent regis- 
tration was not in issue in this case, and Calder did not move to amend its 
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application to an application for concurrent registration to place the 
matter in issue. The issues in an interference are different from the issues 
in a concurrent use proceeding. In an interference the main issue is 
priority of adoption and use of the mark, the testimony is directed toward 
this end, and testimony on the territorial extent of use is not required and 
is ordinarily not relevant or material. Lakewood Storage objects to con- | 
sidering the matter of concurrent registrations and points out that its 
testimony ‘‘was not intended in any way to indicate, state by state, the 
extent of its territorial rights,’’ that is, testimony was not taken for the 
purpose of refuting the claim of another to restricted territorial rights, but 
only to refute the claim of another to national rights. Calder’s request for 
a concurrent registration cannot be granted in this proceeding. Calder is 
not precluded from filing an application for concurrent registration in 
accordance with the statute and rules. 
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Calder further requests that if the decision of the examiner is held 
correct without more, he be permitted to remove the slogan from the 
drawing and register CALDER’s alone. The right to register CALDER’S alone 
is not involved in this proceeding, and Calder is free to seek registration 
of this mark in accordance with the statute and rules. 





It should be noted that Calder did not appeal from the examiner’s 
ruling on priority, nor did Calder appeal from the examiner’s ruling that 
it was not entitled to a registration on the application which it had made 
(which is its only application for a concurrent registration). Calder’s 

é position amounts to a request that it be permitted to amend its application. 

Insofar as Calder’s ‘‘appeal’’ is concerned, it is dismissed as it raises no 

appealable issue; the matters raised by Calder are treated as a motion or 

petition and disposed of as indicated. 


Lakewood Storage’s position in its appeal is that (1) the Examiner 

: of Interferences exceeded his authority in ruling on the question of regis- 
y trability, but should have ruled on priority alone, and (2) the decision of 
% the Examiner of Interferences was not correct in that he failed to consider 
its testimony as proof of distinctiveness and that he should have con- 

sidered its use substantially exclusive in view of the fact that the use by 

Calder was unlawful and confined to a relatively small area. 











That the Examiner of Interferences has the authority to take ex parte 
action with respect to an application involved in a proceeding before him 
is well established. In a ease of this kind, when the parties are each seeking 
registration of a descriptive mark under section 2(f) based upon an 
affidavit alleging five years substantially exclusive use, the Examiner of 
Trade Marks in the examination of each application cannot very well use 
the ex parte affidavit filed in one application as evidence in the other 
application, but is practically compelled to examine each application as 
if the other did not exist and then declare an interference (unless one 
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application is allowed to become a registration and the other application 
rejected on the registration, which may not be the better practice under 
the circumstances) in which testimony can be produced by the parties. 
The Examiner of Interferences, having proper evidence before him in 
such a case, not only has the authority, but also has the duty, of taking 
whatever action is required by the evidence. 


The use by Calder cannot be regarded as so insubstantial as not to 
affect Lakewood Storage’s claim of substantially exclusive use; the testi- 
mony indicates that it is not so insignificant in comparison with Lakewood 
Storage’s use that it should be ignored (the number of vans in use by 
Calder mentioned in the testimony is five and the number for Lakewood 
Storage eight). Nor can Lakewood Storage’s testimony concerning its 
use of the slogan be taken to establish that the slogan is distinctive of 
its services in the face of the testimony of Calder’s use. The only ad- 
vertising and actual reputation shown is in Lakewood Storage’s home 
territory of the Cleveland area; outside of this there are only trips made 
by moving vans to other states, and the testimony in this respect does not 
show and presumably was not intended to show the actual extent of use 
in any particular area. 


I do not believe that it is proper or appropriate for the Patent Office 
to consider Lakewood Storage’s argument that Calder’s use is an infringing 
use, and therefore cannot defeat its allegation of substantially exclusive 
use, in the absence of an adjudication of infringement by the courts. 
Lakewood Storage argues that the legislative history of the Trade Mark 
Act of 1946 shows that the phrase ‘‘substantially exclusive’’ as used in 
section 2(f) was intended to permit registration of a mark otherwise 
barred by section 2(e) even though it should develop that there was an 
unlawful (that is, a ‘‘subsequent and therefore unlawful’’) user of a 
similar mark during the critical five year period. Assuming this to be 
the case, even though as broadly stated it may be doubted,’ there is 
nothing in the legislative history of the Act that indicates that such in- 
fringement must not be determined by the courts, unless it is insub- 
stantial. If Lakewood Storage obtained a court decree that Calder was 
infringing, and further infringement was enjoined, then Calder’s use 





1. The exact point in the progress of the series of trade mark bills which resulted 
in the Act of 1946 at which the word ‘‘substantially’’ was presented can be located. 
The first two bills did not have any provision relating to a period of exclusive use as 
proof of distinctiveness, in the sections which correspond to present section 2(f). In 
the hearings on the second bill (Hearings on H.R. 4744, March 28, 29, 30, 1939) the 
Assistant Commissioner suggested the addition of a provision ‘‘that exclusive use in 
commerce for a period of 2 years shall be prima facie evidence that the mark has be- 
come distinctive of the applicant’s goods.’’ Mr. Rogers then said ‘‘ Would you object 
to the use of the word ‘substantially’ exclusive being there? Exclusive use means sole 
and only, according to present decision, and the use or sale of one spurious package 
would prevent registration, and that word exclusive has been construed to mean that. 
Substantially exclusive would obviate that,’’ pages 28, 29, and the formal amendment 
was offered on page 39. 
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might not stand in the way of Lakewood Storage obtaining a registration, 
in fact the decision of the court might even be accepted as sufficient to 
warrant allowing it a registration under section 2(f), see Ex parte Granat 
Bros., Inc., 89 USPQ 627 (41 TMR 758). 


The decision of the Examiner of Interferences holding that Lakewood 
Storage is not entitled to the registration for which it has made appli- 
cation is affirmed. The appeal by Calder is dismissed. 


MINNESOTA MINING & MANUFACTURING COMPANY 
v. MINNESOTA LINSEED OIL PAINT COMPANY 
(by change of name, MINNESOTA PAINTS, INC.) 


No. 28468—Commissioner of Patents—July 1, 1953 


REGISTRATION PROCEDURE—OPPOSITION—IN GENERAL 


MINNESOTA is not generically descriptive of linseed oil or paints derived 
from flaxseed indigenous for the state of Minnesota. 


Opposer is without right to challenge applicant’s proposed registration, since 
it does not appear that it deals in applicant’s particular class of goods. 


Use of a corporate name on goods is not a trade-mark use of a given part of 
that name. 


Opposition proceeding by Minnesota Mining & Manufacturing Com- 
pany v. Minnesota Linseed Oil Paint Company, Serial no. 539,596 filed 
July 5, 1947. Applicant appeals from decisién dismissing opposition. 
Affirmed. 


Carpenter, Abbott, Coulter & Kinney, of St. Paul, Minnesota for opposer- 
appellee. 


Whiteley & Caine of Minneapolis, Minnesota for applicant-appellant. 
McCann, Examiner in Chief. 


This is an appeal by Minnesota Mining & Manufacturing Company 
from the decision of the Examiner of Interferences dismissing the op- 
position brought by Minnesota Mining & Manufacturing Company to 
the registration of MINNESOTA under section 2(f) of the Act of 1946 by 
Minnesota Paints, Inc., as a trade mark for ‘‘ready mixed paints for 
general purposes, and wood stains’’. The above identified opposition pro- 
ceeding is a companion case to cancellation No. 5463 and opposition No. 
27,956, involving the same parties. Both parties have filed testimony and 
briefs and were represented at the hearing. 


The opposer’s right of action is based upon allegations that opposer’s 
place of business is now, and has been since its inception in the year 1902, 
located in the State of Minnesota; that opposer, since prior to February 1, 
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1906, has continuously employed the notation MINNESOTA either alone or in 
combination with other words as a trade mark for a long line of coated 
abrasive products of its manufacture, and that the opposer is the owner 
of several registrations containing the word MINNESOTA. 


The statutory basis for the opposition is 


(1) that the notation MINNESOTA as applied to paints possesses 
a generically descriptive significance, and therefore cannot become 
distinctive of applicant’s goods. 
and 
(2) that clause of section 2(d) of the Act which relates to likeli- 
hood of confusion or deception or mistake of purchasers as to the 
origin of the goods. 


In the decision in cancelation 5463, which the Examiner of Inter- 
ferences has incorporated herein, the examiner pointed out that the 
petitioner there (opposer here) in effect argued that to purchasers the 
notation MINNESOTA as applied to linseed oil signified only a particular 
type or quality of linseed oil produced from the seeds of flax indigenous 
to the State of Minnesota, and that as applied to paints it would signify 
only paints made from such oil. The examiner held, however, that the 
difficulty with this argument is that the record fails to disclose a single 
instance where the notation MINNESOTA has ever been used in the trade as 
a designation for a particular type of linseed oil produced from the seeds 
of flax common to the State of Minnesota as distinguished from similar 
goods produced from the seed of flax grown elsewhere. The examiner 
stated that he was not persuaded on the record presented that the notation 
MINNESOTA was generically descriptive of either linseed oil or paints made 
therewith. 


Opposer contends that the evidence adduced by the Minnesota Mining 
& Manufacturing Company conclusively shows that Minnesota Paints, Inc., 
have no right in the term MINNEsoTA for linseed oil and linseed oil paint 
beyond those enjoyed by all manufacturers of paint and linseed oil in the 
State of Minnesota. Opposer devotes several pages of its brief to arguments 
in support of this contention. These arguments have been carefully con- 
sidered, but I am not persuaded thereby that the examiner was in error 
on this point. 


The examiner also held that opposer was without right to challenge 
applicant’s right to registration, since it has not been made to appear, nor 
does the opposer contend that it deals in the particular goods of which it 
asserts the notation MINNESOTA is generically descriptive. 


Opposer contends that contrary to the examiner’s holding Minnesota 
Mining & Manufacturing Company has a right to challenge applicant’s 
right of registration irrespective of whether it has dealt in the particular 
goods (paints, linseed oil), in which the term MINNESOTA is geographically 
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or generically descriptive, and in support of its position the opposer relies 
upon the decision in the case of 8. C. Johnson & Son, Inc. v. Gold Seal Com- 
pany, 651 O.G. 1273 90 USPQ 373, and quotes therefrom in part as 
follows [41 TMR 1024]: 


‘“‘* * * Tt is not necessary, as applicant seems to contend that 
opposer use the mark GLASS WAX on any of its products, or on a 
product similar to applicant’s or that any of opposer’s products be 
identical in kind of composition with that of the applicant, if the 
words GLASS WAX are merely descriptive or misdescriptive of the 
applicant’s product; * * *.’’ 


The above quotation taken out of context appears to substantiate 
opposer’s position. However, a reading of the complete paragraph in which 
the above quotation appears discloses that the opposer in the GLaAss wax 
ease had been continuously engaged in the business of manufacturing and 
selling wax products under various trade marks and trade names for 
nearly sixty years prior to the claimed first date of the applicant there. 
In the same paragraph it is also stated that the opposer by virtue of its 
extensive dealings in wax products surely had a greater interest in the 
opposition proceedings than would a member of the general public. When 
the part quoted by the opposer is read in connection with the rest of that 
paragraph, it is clear that no change was made in the fundamental proposi- 
tion that an opposer must show that he has greater interest than would a 
member of the general public in order to challenge an applicant’s right 
of registration. 


The examiner also pointed out that although opposer had alleged use 
of the notation MINNESOTA, either alone or in combination with other words, 
as a trade mark for a long line of coated abrasive products, it clearly 
appeared from the stipulation, on page 65, of petitioner’s (opposer here) 
record in Cancelation No. 5463 that the only coated abrasive product in 
connection with which opposer had actually employed the notation as a 
trade mark was buffing paper. The examiner pointed out that buffing 
paper was sold in large rolls directly to the tanning industry, and held 
that it was not related in any manner to paints. 


Opposer contends that contrary to the examiner’s holding Minnesota 
Mining & Manufacturing Company had used its registered trade mark 
comprising the word MINNESOTA, prominently displayed on garnet paper, 
emery cloth, etc., since a long time prior to Minnesota Paints, Inc., use of 
the term MINNESOTA in a trade mark sense, or standing by itself, and that 
the examiner has found that garnet paper, emery cloth, etc., are so related 
to linseed oil paints that confusion would arise if such goods were similarly 
branded. Opposer points out that the stipulation also stated that 


‘*Most of the products are sold with the term MINNESOTA used 
as a part of the corporate name, either as a signature or as a part of 
the general company brand which was used for so long.’’ 
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and states that it was only the term MINNESOTA standing by itself in the 
identical form in which Minnesota Paints, Inc., now seeks to register it that 
Minnesota Mining & Manufacturing Company stipulated had been used 
only on buffing paper. Opposer also states that the general company brand 
referred to in the stipulation on page 65 of Minnesota Mining’s Record is 
the brand of Minnesota Mining’s registration No. 56,397 and allied registra- 
tions which were pleaded by opposer. 


Opposer pleaded registrations No. 56,397, No. 353,500, No. 351,358, and 
No. 346,318 in his notice of opposition. Registrations No. 56,397, No. 353,500 
and No. 346,318 are composite marks for various forms of coated abrasives 
which disclose MINNESOTA only as a part of the corporate name and address 
of Minnesota Mining & Manufacturing Company, printed inside the space 
between two concentric circles, together with a black diamond located 
within the inner circle and the notation 3 M Co written in white as a cross, 
with the letter ‘‘M’’ common to the horizontal and vertical rows thereof, 
within the black diamond. Registration No. 346,318 issued on May 18, 1937, 
under the Act of 1920, for MINNESoTA as applied to abrasive cloth and paper 
and buffing cloth and paper. 


In view of the above mentioned stipulation it is clear that opposer is 
basing its argument for prior use of the term MINNESOTA on the fact that 
it was used as part of the full corporate name either as a signature or as 
part of the General Corporate Brand as shown in opposer’s registrations 
No. 56,397, No. 353,500 and No. 346,318. It is well established, however, 
that the use of a corporate name on the goods is not a trade mark use of 
any given part of that name. Standard Brands Incorporated v. Isenberg, 
625 O.G. 1156, 82 USPQ 106, (39 TMR 746); Quaker City Flour Mills 
Co. v. Quaker Oats Co. et al., 48 App. D.C. 260, 1915 C.D. 113, (5 TMR 
197) ; The United States Time Corporation v. Medicated Products Company, 
628 O.G. 1252, 82 USPQ 441, (39 TMR 850) ; The Chek-Chart Corporation 
v. The Lubrichart Company, 465 O.G. 732; 29 USPQ 146, (26 TMR 302) ; 
Bohemian Distributing Co., Ltd. v. Califruit Wineries, Inc., 464 O.G. 958, 
28 USPQ 400; and J. & B. Cohen Bomson & Co., Inc. v. Biltmore Industries, 
Incorporated, 22 USPQ 257, (23 TMR 409). 


Opposer also contends that Minnesota Paints, Inc., must be denied 
registration of MINNESOTA because it has not met the requirements of sec- 
tion 2(f) under which its application was pending, since no proof was 
presented to the Patent Office that it had had substantially exclusive and 
continuous use of the mark in commerce for the five years next preceding 
the date of the filing of the application. 


Section 2(f) of the Act authorizes the Commissioner to accept as prima 
facie evidence that the mark has become distinctive, as applied to the appli- 
cant’s goods in commerce, proof of substantially exclusive and continuous 
use thereof as a mark by the applicant in commerce for the five years next 
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preceding the date of the filing of the application, and it is the usual prac- 
tice in the Patent Office to accept an allegation to that effect in the statement 
accompanying the application; but further evidence showing that the mark 
was so used and that it has become distinctive may be required. See Rule 
8.1 of the Rules of Practice in Trade Mark Cases. 


The decision of the Examiner of Interferences is affirmed. 


MINNESOTA MINING & MANUFACTURING COMPANY 
v. MINNESOTA LINSEED OIL PAINT COMPANY 
(MINNESOTA PAINTS, INC.) 


No. 5463—Commissioner of Patents—July 1, 1953 


CANCELLATION—EVIDENCE 
Advertising and documentary exhibits showing use of ‘‘Minnesota paint’’ 
and the like separated from the corporate name ‘‘Minnesota Linseed Oil Paint 
Company’’ were not sufficient to show that the public was using the name as a 
trade-mark and not merely as a short cut of the corporate name. 


Cancellation proceeding by Minnesota Mining & Manufacturing Com- 
pany v. Minnesota Linseed Ou Paint Company (Minnesota Paints, Inc.), 
Registration No. 90,456 issued February 25, 1913, and renewed. Petitioner 
appeals from decision sustaining petition, registrant appeals. Affirmed. 


Carpenter, Abbott, Coulter & Kinney of St. Paul, Minnesota petitioner- 
appellant. 


Whiteley & Caine, of Minneapolis, Minnesota for respondent-appellee. 


McCann, Examiner in Chief. 


This is an appeal by the Minnesota Linseed Oil Paint Company from 
the decision of the Examiner of Interferences sustaining the petition 
brought by Minnesota Mining & Manufacturing Company to cancel registra- 
tion No. 90,456, for MINNESOTA, as applied to ‘‘paints, ready-mixed paints 


+e 


for interior and exterior use, and wood-stains.’’ The registration here 
sought to be canceled issued February 25, 1913, to Minnesota Linseed Oil 
Paint Company, now Minnesota Paints, Inc., on an application filed October 
26, 1912, under the ten-year proviso clause of section 5 of the Act of 1905. 


The above identified cancelation proceeding is a companion case to 
Opposition No. 27,956 and No. 28,468, involving the same parties. Both 
parties have filed testimony and briefs and were represented at the hearing. 


The petitioner alleged that its principal place of business is now, and 
has been since its inception in the year of 1902, located in the State of 
Minnesota, and that for many years past it has continuously and extensively 
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employed the notation MINNESOTA either alone or in combination with other 
words as a trade mark for a variety of coated abrasive products which it 
manufactures. 








The Examiner of Interferences held the record establishes that peti- 
tioner has for many years past employed, and had the right to employ, the 
notation MINNESOTA in its primary sense for the purpose of describing the 
geographical origin of the coated abrasive products it manufactures, at 
least one of which is sand paper, for which it also owns registration No. 
353,500, issued January 11, 1938. In a decision dated September 17, 1951 
in companion Opposition No. 27,956 the Examiner of Interferences held 
that petitioner’s sand paper pertains to the same general classification of 
merchandise as appellant’s paints. The Examiner of Interferences pointed 
out that if appellant’s registration was in fact improperly issued in the 
first instance, the continued existence thereof on the register necessarily 
involved injury to the petitioner as well as to other dealers in similar or 
related goods having equal right to use the notation MINNESOTA in its 
primary sense for describing the geographical origin thereof. The Examiner 
of Interferences pointed out that the ten-year proviso clause of section 5(b) 
of the Act of 1905 permits the registration of a mark not otherwise regis- 
trable under the general provisions of that Act, provided that the mark 
was in ‘‘actual and exclusive use’’ as a trade mark by an applicant for ten 
years next preceding February 20, 1905. The Examiner of Interferences 
held that the testimony of appellant’s witnesses Wakefield and Hall con- 
clusively showed that the only use made by appellant of the notation 
MINNESOTA prior to the year 1912, and during the critical ten-year 
period here involved, was as a part of its corporate name, that is, ‘‘ Minne- 
sota Linseed Oil Paint Company’’ and that it has long been settled that 
such use of a term does not constitute use thereof as a trade mark. The 
examiner cited the decisions of Quaker City Flour Mills Co. v. Quaker 
Oats Co. et al., 43 App.D.C. 260, 1915 C.D. 113 (5 TMR 197); The United 
States Time Corporation v. Medicated Products Company, 628 O.G. 1252, 82 
USPQ 441, The Chek-Chart Corporation v. The Lubrichart Company, 465 
0.G. 732, 29 USPQ 146, (39 TMR 850); and Bohemian Distributing Co., 
Lid. v. Califruit Wineries, Inc., 464 0.G. 958, 28 USPQ 400, (26 TMR 302), 
as authority for the proposition that the use of a corporate name does 
not constitute use of a part thereof as a trade mark and concurred in the 
petitioner’s contention that appellant’s registration was improperly issued 
and should therefore be canceled. 






































Appellant appeals from this holding and contends that the funda- 
mental error in the examiner’s decision is the holding that the only use made 
by the appellant of the notation MINNEsoTA prior to the year 1912 was as 
a part of the corporate name. Appellant admits frankly on the record 
that during the ten-year proviso period, the word MINNESOTA was used by it 
on the labels attached to the goods only as a part of the corporate name 
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‘*Minnesota Linseed Oil Paint Company’’, (page 3 of appellant’s appeal 
brief) and that never at any time during this period was the contention 
made that the word MINNESOTA on the labels was not printed as a part 
of the corporate name (page 7 of appellant’s appeal brief). Appellant 
states, however, that what constitutes use as a trade mark is of the 
essence here, since the purchaser must associate the trade mark with the 
goods he wants, the goods and the trade mark in a sense being one and 
the same, and the trade mark therefore has to become the name of the 
goods which the purchaser uses to designate the goods that he wants. 
Appellant points out that its witnesses testified that as far back as 1890, 
1891, and 1892 the public called for appellant’s products as MINNESOTA 
PAINTS ‘‘Minnesota house paints’’, and ‘‘Minnesota barn paints’’, and 
the like, and that they did the same thing in written orders. Appellant 
also points out the fact that certain of the advertising exhibits of group 
C and also certain of the documentary exhibits such as Exhibits EE, H-1, 
H and I, J, K, L, M, N, and O, O-1, R, T-2, and T-3 disclose the use of the 
_ word MINNESOTA OF MINNESOTA PAINT alone and not as part of the corporate 
name. From this appellant argues that the documentary evidence supports 
the oral testimony that the name of appellant’s paint products was 
MINNESOTA and MINNESOTA was the name by which the public called for 
and bought its paints. 


It seems clear that appellant bases its appeal on the proposition that 
because its witnesses testified that the public repeatedly asked for its 
product by the name of MINNESOTA PAINTS or ‘‘Minnesota house paint’’, 
and because of the advertising and documentary exhibits showing use of the 
word MINNESOTA or ‘‘genuine Minnesota’’, or MINNESOTA PAINT alone 
and separated from appellant’s corporate name that this constitutes trade 
mark use by appellant of the word MINNESOTA. 


This position, however, is not believed to be well taken because it has 
not been established in the record that the public was using the words 
MINNESOTA or ‘‘Minnesota paints’’ as a trade mark and not merely as a 
short cut of appellant’s corporate name; it has also been repeatedly held 
that advertising use and documentary use of a notation apart from the 
goods is not a trade mark use. 


Appellant also contends that the decisions relied upon by the examiner 
are not in point. In the Quaker City Flour Mills Co. v. Quaker Oats Co., 
supra, decision, the court pointed out the evidence showed that the mark 
used by the appellants’ (there) predecessors down to 1902, was QUAKER 
CITY MILLS and QUAKER CITY, but never QUAKER alone, and that the ap- 
pellant must stand or fall on its right to register QUAKER, though only a 
part of the mark actually used. The court pointed out that the appellants 
there were asking the law to create in it a trade mark right to the word 
QUAKER when it had never used such mark. The court also stated it was 
their opinion the law requires that the mark applied for must be the same 
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as the mark shown to have been used. In The Chek-Chart Corporation v. 
The Lubrichart Company, supra, decision, it was held that the use of 
the notation “Copyright 1933 by the Lubrichart Co., Automotive Lubrica- 
tion, Cleveland, Ohio” was at best nothing more than the name and address 
of applicant on its merchandise and was not the trade mark use of the 
term LUBRICHART. In the Bohemian Distributing Co., Ltd. v. Califruit 
Wineries, Inc., supra, decision, it was held that the use of “Golden Gate 
Fruit Co. at Ramona Winery” on four of the labels and “Ramona 
Winery” on a neck label on the fifth did not establish use of the word 
RAMONA. In the case of J. & B. Cohen Bomzon & Co., Inc. v. Biltmore 
Industries, Incorporated, 22 USPQ 257, it was held that the printing 
on its packages of the words BILTMORE INDUSTRIES and BILTMORE ESTATE 
INDUSTRIES was insufficient to establish in the user trade mark ownership 
of the word BILTMORE. It seems to me that all of the above decisions are 
pertinent and controlling to the question in issue. Furthermore, even 
if it were established that the public had been using the words MINNESOTA 
and MINNESOTA PAINTS in a trade mark sense, such use would be of no 
avail to appellant, since the ten-year proviso clause of section 5 of the 
Act of 1905 requires use by the applicant and use by the public is not use 
by the applicant (appellant here). 


The decision of the Examiner of Interferences is affirmed. 


MINNESOTA LINSEED OIL PAINT COMPANY 
(by change of name, MINNESOTA PAINTS, INC.) 
v. MINNESOTA MINING & MANUFACTURING COMPANY 


No. 27956—Commissioner of Patents—July 1, 1953 


TRADE-MarK Act oF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 


Use of same mark by different manufacturers on sand paper and paints 
would cause confusion as to the origin of the goods. 


Opposition proceeding by Minnesota Linseed Oil Paint Company (by 
change of name, Minnesota Paints, Inc.) v. Minnesota Mining & Manw 
facturing Company, Serial no. 532,402 filed August 13, 1947. Applicant 
appeals from decision of Examiner of Interferences sustaining opposition. 


Affirmed. 


Whiteley & Caine, of Minneapolis, Minnesota for opposer-appellant. 


Carpenter, Abbott, Coulter & Kinney of St. Paul, Minnesota for applicant- 
appellant. 


McCann, Examiner in Chief. 


This is an appeal from the decision of the Examiner of Interferences 
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sustaining the opposition brought by Minnesota Paints, Inc., to the regis- 
tration of MINNESOTA by Minnesota Mining & Manufacturing Company 
under section 2(f) of the Act of 1946 as a trade mark for coated abrasives. 
The above identified opposition proceeding is a companion case to op- 
position No. 28,468 and cancelation No. 5463 involving the same parties. 
Both of the parties have filed testimony and briefs and were represented 
at the hearing. 


The opposition is based on opposer’s allegation of prior use of the 
notation MINNESOTA, both as the distinguishing feature of its corporate 
name and as a trade mark for paints and linseed oil. The statutory basis 
for the opposition is that clause of section 2(d) of the Act of 1946 which 
relates to the likelihood of confusion or mistake or deception of purchasers. 


The examiner stated the record clearly shows that opposer as between 
the parties is the prior user by many years of the notation MINNESOTA as 
a trade mark for its goods, and therefore the only remaining issue to be 
determined in this proceeding is whether or not the respective goods are so 
related that purchasers would be likely to suppose that they emanated 
from a common source by reason of their sale under the identical marks 
here involved. 


The Examiner of Interferences pointed out that in the companion 
cancelation proceedings above referred to, it was held that the only coated 


abrasive product for which the applicant actually employed the notation 
MINNESOTA as a trade mark for buffing paper which is used in the 
tanning industry for tanning purposes and that buffing paper is not 
related to the opposer’s paints in any manner likely to cause confusion. 
The Examiner of Interferences also pointed out, however, that in the 
present case applicant’s goods are not restricted to any particular type 
of coated abrasive product, but on the contrary are broad enough to 
comprehend coated abrasives of all kinds, including products of a char- 
acter commonly referred to by the public as sand paper, and therefore for 
the purpose of this proceeding must be considered in this light. 


In answer to applicant’s argument that sand paper is not related to 
paints in any manner because of the wide differences in their physical 
characteristics and functions, the examiner held that while such differences 
are considered, they are not controlling on the question of likelihood of 
confusion if the goods of the parties otherwise are so related that pur- 
chasers would be likely to ascribe a common source of origin thereto. The 
examiner then pointed out the record shows that paints and sand paper 
are sold through the same channels of trade, namely, paint and hardware 
stores and to the same class of purchasers for conjoint use in refinishing 
surfaces. The examiner also stated in order to properly refinish surfaces 
it is recommended that they be smoothed and leveled by sand paper prior 
to the application of paint thereto. The examiner points out the record 
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further shows that applicant in its advertising of record herein recognizes 
and has stressed the intimate commercial relationship existing between 
these goods, and, as an example, the examiner quoted from some of the 
advertisements comprising applicant’s Exhibit 12 as follows: 


‘‘Suggestive selling is probably one of the best build-ups for 
any Retail Hardware Store. 
& * * 
‘‘Have your sales people suggest related items; for example, if 
the customer asks for turpentine, paint, brushes, putty or putty 
knife, ete., always suggest * * * Sandpaper and Emery Cloth. 


‘‘When Customers Want to 


PAINT FURNITURE 
Increase our Sales by Selling 
Them Sandpaper 


In addition to 
PAINT, LACQUER, VARNISH 
and ENAMEL. 


“Sandpaper should be used to smooth and level the surface * * * 
Between each coat of paint, lacquer, varnish or enamel.’’ 


The examiner held that in view of all the circumstances it was his 
opinion that the sale of the goods in question under the same or similar 
marks would inevitably lead to likelihood of confusion or deception or 
mistake of purchasers as to the origin of the goods, notwithstanding the 
specific differences between such goods. 


It is a matter of common knowledge that all paint manufacturers 
recommend that surfaces be cleaned and smoothed by means of sand paper 
before paint is applied thereto. That the applicant considers this to be 
good practice is evidenced by the portions quoted by the examiner from 
applicant’s Exhibit 12. It is also common knowledge, and is shown by the 
record, that paints and sand paper are sold through the same trade 
channels; namely in paint and hardware stores over the same counters 
to the same class of customers. I agree with the examiner that the sale 
of sand paper and paint under the same mark would very likely cause 
confusion or mistake or deception of purchasers as to the origin of the 
goods irrespective of the specific differences between them. 


Applicant points out that on page 7 of the decision in cancelation 
No. 5463 the Examiner of Interferences stated: 


‘‘It conclusively appears * * * that the only use made by the 
respondent (Minnesota Paints, Inc.) of the notation ‘Minnesota’ 
prior to the year 1912 * * * was a part of its corporate name * * * 
and it has long been settled that such use of a term does not constitute 
use thereof as a trade mark.’’ (citing cases) 
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and that applicant should prevail for the reason that as between the parties 
it was the first user of any trade mark comprising or involving MINNESOTA. 
In support of this argument applicant contends that its registration No. 
56,397 granted in September, 1906, discloses the use of the term MINNESOTA 
as a prominent part thereof and hence applicant has used MINNESOTA as 
a prominent part of its trade mark on sand paper (i.e., corundum, garnet 
and emery paper and cloth) continuously since September, 1906. | 








The question of applicant’s first use of the notation MINNESOTA alone 
as a trade mark for any form of abrasive paper other than buffing paper 
was decided in companion opposition proceeding No. 28,468 mentioned 
above, and for the reasons given therein it is held that applicant is not 
the first user of the notation MINNEsoTA for coated abrasives such as emery 
cloth, garnet paper or sand paper which may be said to be related to 
paints as set forth above. 











Applicant also contends that Minnesota Paints, Inc. had no exclusive 
right in the notation MINNESOTA in connection with linseed oil and paints. 
This argument was also raised in the companion opposition No. 28,468, 
and for the reasons given therein, it is held that applicant is without right 
to raise this question in this proceeding. 









The decision of the Examiner of Interferences is affirmed. 






McGRAW ELECTRIC COMPANY v. 
THE CHASE-SHAWMUT COMPANY 


No. 29176—Commissioner of Patents—July 2, 1953 











REGISTRATION PROCEDURE—OPPOSITION—IN GENERAL 
In determining likelihood of confusion, marks must be viewed as a whole, 
including any part of the mark which is generic. 
TRION for electric fuses and fuse links is not confusingly similar to 
FUSETRON for like goods. 





~ eed —_ 










REGISTRATION PROCEDURE—OPPOSITION—EVIDENCE 

Any confusion stemming from similar operational characteristic of the goods 
of applicant and opposer, as distinguished from trade-marks which they bear, is 
not to be considered as relevant, where applicant has the right to make the goods 
as a licensee under opposer’s patents. 












Opposition proceeding by McGraw Electric Company v. Chase- 
Shawmut Company, Serial no. 568,932 filed November 17, 1948. Applicant 
appeals from decision of Examiner of Interferences sustaining opposition. 
Reversed. 


Ray Eilers of St. Louis, Missouri for opposer-appellee. 
John H. McKenna of Boston, Massachusetts for applicant-appellant. 
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McCann, Examiner in Chief. 


This is an appeal from the decision of the Examiner of Interferences 
sustaining the opposition brought by MeGraw Electric Company to the 
registration of TRION on the Principal Register under the Act of 1946, 
by The Chase-Shawmut Company as a trademark for ‘‘electric fuses and 
fuse links therefor’’. 


The opposition is based on the prior use of the mark FUSETRON 
as applied to goods similar to those of the applicant. The statutory basis 
for the opposition is that clause of section 2(d) of the Act of 1946 which 
relates to the likelihood of confusion or mistake or deception of pur- 
chasers. Opposer has taken testimony and stipulated evidence has been 
filed by the applicant. Both parties have filed briefs and were represented 
at the hearing. 


Applicant admits that the goods of the parties are similar and that 
the opposer’s use of the mark FUSETRON thereon is prior to applicant’s 
first use of the mark TRION and states that the sole issue to be decided is 
whether or not the mark TRION is confusingly similar to FUSETRON. 


In his decision the Examiner of Interferences pointed out that the 
word FUSE is generically descriptive of the goods involved and hence is 
inherently incapable of identifying them as to source, so that purchasers 
of opposer’s products therefore necessarily must rely primarily upon the 
concluding portion TRON of its mark for that purpose. The examiner 
states that this is confirmed by opposer’s testimony from which it appears 
that its product is not infrequently referred to in the trade by the term 
‘‘tron’’ alone. It was the examiner’s position that the marks of the 
parties differ only to the extent of the letter ‘‘i’’ contained in the appli- 
cant’s mark TRION, and while it might be possible to attribute evidence 
submitted by the opposer as to instances of actual confusion of the goods 
of the parties to circumstances other than the similarities between their 
marks, the arbitrary features thereof were deemed to be so nearly identical 
that confusion therebetween under ordinary conditions of trade to be 
practically unavoidable. 


Applicant contends that the marks must be compared in their entire- 
ties, notwithstanding that a descriptive or disclaimed portion of a mark 
need not be given equal weight as another portion of the mark and that no 
portion of a mark may be totally disregarded when comparing two marks 
for confusing similarity. Applicant admits that the first part of opposer’s 
mark FUSE being descriptive need not be given equal weight as the sec- 
ond part of the mark that is Tron. Applicant insists, however, that 
opposer’s mark is a combination of FUSE and TRON, and it is FUSETRON 
as a two-syllable, eight-letter word that is presented to the public for 
indicating origin of opposer’s goods and is not just the word TRON. 
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Applicant points out that the Tri syllable of its mark connotes “three” or 
‘‘triple’’ and is the disclaimed part thereof. Applicant also contends that 
there is no syllable in FUSETRON which is similar in either sound or 
meaning to applicant’s dominant syllable rrr. Applicant also contends that 
TRION is not similar in appearance or sound or meaning to opposer’s mark 
FUSETRON. 


It is fundamental that in determining the likelihood of confusion be- 
tween marks that they must be viewed as a whole. In Beckwith v. Commis- 
sioner of Patents, 252 U.S. 538, 1920 C.D. 471, the Supreme Court said in 


part: 


‘‘The Commercial impression of a trade mark is derived from it as a 
whole, not from its elements separated and considered in detail. For 
this reason it should be considered in its entirety.’’ 


In the instant case the first syllable of opposer’s mark is composed of 
the word FusE which is admittedly generic of the goods involved. It is 
nevertheless a part of opposer’s trade mark. In the case of Parfumerie 
Roger & Gallet v. M.C.M. Co. v. John Wanamaker, New York, et al., 24 
F.2d 698, the Second Cireuit Court of Appeals stated: 

‘‘Prima facie, the source of origin of the products sold under 


them is indicated by the mark taken as a whole; one who uses less than 
that whole may perhaps infringe, but, if so, it must appear that the 


part he has taken identifies the owner’s product without the rest.’’ 


I agree with applicant that when considered as a whole there is no 
similarity between applicant’s mark TRION and opposer’s mark FUSE- 
TRON and unless opposer can show that actual confusion has occurred he 
must fail. 


In an attempt to show that TRON is the only part of its trade mark 
FUSETRON that has trade mark significance and that applicant’s product 
sold under the mark TRION has actually been confused with its product 
marketed under the trade mark FUSETRON opposer calls attention to the 
testimony of its witnesses Byron Merritt, Harriet Shuttleworth, Mr. Mar- 
cellino, Robert F. Gerstner, to a catalogue issued by The Miletio Electrical 
Supply Co. of Dallas, Texas (opposer’s Exhibit K), and to a bulletin issued 
by Eastern Electrical Wholesalers Association, Ine. (opposer’s Exhibit 
BN). Opposer also contends that applicant should have selected a mark 
distinct from the marks already in use and that in the instant case the 
applicant is under a still higher duty to do so because it is a licensee under 
opposer’s patents and makes its fuses so their construction and operation 
are substantially identical to the construction and operation of opposer’s 
fuses and places opposer’s patent numbers on its labels. 


The testimony of opposer’s witnesses Byron Merritt, Harriet Shuttle- 
worth, Mr. Marcellino and Robert F. Gerstner does not establish as a fact 
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that they were supplied TRION fuses instead of FUSETRON fuses as a 
result of confusion between the marks. It is true that the physical dimen- 
sions and the color of the labels on applicant’s and opposer’s fuses of the 
same capacity are the same. However, as pointed out by applicant, this is 
in compliance with the regulations of the Underwriters Laboratories. Con- 
trary to opposer’s assertion it seems to me that the parenthetical reference 
to “(See Trions)” after the listing of FUSETRON in the Maletio Electri- 
cal Supply Co. catalog is a clear indication that the fuses offered for sale 
under the name TRION were not Fusetrons but were similar in characteristics 
to fuses sold under the mark FusETRON. Also the list referred to by 
opposer on page 22 of the bulletin issued by Eastern Electrical Wholesalers 
Association, Inc., might infer that the word FUSETRON was generically 
descriptive of a type of fuse, since FUSETRONS are advertised above in 
line 3; Buss & Chase Shawmut FUSETRONS are advertised above in lines 4 
and 5; and Chase and Shawmut Nec fuses are advertised in line 6 thereof. 
Any confusion that may appear to exist between opposer’s fusetrons and 
applicant’s trion fuses due to the similarity in the operational characteristics 
of the fuses, as distinguished from their respective trade marks, cannot be 
considered as relevant since applicant has the right to make such fuses, 
being a licensee under opposer’s patents. 


After careful consideration of the examiner’s statement and opposer’s 
argument I am of the opinion that the marks in question are not confus- 
ingly similar and that opposer has not proven that actual confusion has 


occurred therebetween. 
The decision of the Examiner of Interferences is reversed. 


STROHMEYER & ARPE COMPANY v. THE E. KAHN’S SONS CO. 
No. 29234—Commissioner of Patents—July 3, 1953 


REGISTRATION PROCEDURE—OPPOSITION—IN GENERAL 
BOUQUET, for fresh meat for human consumption, is confusingly similar 
to the same mark as used on canned fish. 


Opposition proceeding by Strohmeyer & Arpe Company v. The E. 
Kahn’s Sons Co., Serial no. 564,627 filed September 3, 1948. Applicant 
appeals from decision of Examiner of Interferences sustaining opposition. 
Affirmed. 


Howard P. King of New York, N. Y. for opposer-appellee. 
Zugelter & Zugelter of Cincinnati, Ohio for applicant-appellant. 
FEpErico, Examiner in Chief. 


This is an appeal by the applicant from the decision of the Examiner 





Vol. 43 T. M.R. STROHMEYER & ARPE v. THE E. KAHN’S CO. 1213 


of Interferences sustaining the opposition to its application for registration. 


The application involved seeks to register the word BOUQUET as a 
trade mark for ‘‘fresh meat for human consumption, namely beef, veal, 
and lamb careasses and cuts’’ in class 46, Foods and Ingredients of Foods. 
Use since May 21, 1948 is alleged. 


Opposer is the owner of Registration No. 95,236, issued February 3, 
1914 and renewed, which discloses BoUQUET BRAND as a trade mark for 
canned fish, in class 46. Opposer’s case stands solely upon this registration, 
for the reasons indicated by the examiner. 


There is no question as to the essential identity of the marks, nor is 
there any question of priority in view of the date of opposer’s registration, 
and the only material question involved is whether the goods of the appli- 
cant are such that the use of the mark thereon would be likely to cause con- 
fusion or mistake or deception of purchasers as to origin. 


Applicant operates a meat packing establishment concerned with the 
slaughter, dressing and selling of meat animals, and it deals only with whole- 
sale meat establishments, meat dealers, institutions and the like. Applicant 
does not deal with the ultimate consumer nor does it prepare or package 
the goods for the ultimate consumer. The mark is applied to the goods by 
means of a roller stamp which imprints the notation KAHNS BOUQUET 
repeatedly as it is drawn over the carcass. 


Applicant’s position that there is no likelihood of confusion is based 
upon the differences in the respective businesses, the difference in the 
handling and display of the goods, and the differences in the class of 
customers to which the parties sell their goods. Applicant also maintains 
that the mark is usually obliterated by cutting and trimming when smaller 
pieces are sold to the consumer by a dealer and that the consumer does 
not see and is not concerned with the trade mark in buying the particular 
product. This last argument is weakened by the fact that the method of 
marking the carcasses used by applicant is one that is used for the very 
purpose of providing that the mark remains on individual cuts sold to 
consumers, see In re McKee, 17 USPQ 293. 


The examiner’s decision is based on consideration of the goods and 
uses thereof as stated in the application, in particular the inclusion of 
“‘euts’’ broadly in the list of goods. As far as the application is concerned, 
applicant is including cuts for the ultimate consumer which are marked 
with the trade mark, and also packaged meat cuts with the mark applied 
to the package and sold directly to the consumer. As so considered the 
examiner held that there would be a likelihood of confusion, citing the 
following decisions in which the respective goods were held to be goods of 
the same descriptive properties, in the corresponding language of the 
prior trade mark act; Revere Sugar Refinery v. Salvato, 8 USPQ 547, 
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(21 TMR 192) (involving sugar on the one hand and certain unspecified 
meat products, condiments, canned and fresh vegetables, canned fish and 
other grocery items on the other); Tetley & Co. v. Bay State Fishing Co., 
29 USPQ 34, (26 TMR 217) (involving tea on the one hand and fresh 
frozen, salted, smoked and canned fish on the other); Jacob Forst Packing 
Co. v. C. W. Antrim & Sons, 49 USPQ 64, (31 TMR 170) (involving beef, 
bacon, bologna, frankfurters, and meat loaves consisting of a mixture of 
beef and pork on the one hand and coffee, spices and rice on the other); 
Wurm Brothers Co. v. Swift & Co., 53 USPQ 605, (32 TMR 442) (involv- 
ing pork loins on the one hand and canned fruits, canned vegetables, canned 
fish and shellfish and catsup on the other). 


I agree with the examiner’s conclusion and holding. Essentially, the 
holding is due to the fact that the application does not correspond entirely 
to applicant’s business as it has presented it here, and to applicant’s argu- 
ments. The examiner stated that the question of whether applicant’s mark 
would be registrable if the differences relied on were brought out in the 
recitation of the goods in the application was not before him and was not 
passed upon. This decision is intended to be without prejudice to the 
registrability to applicant on an application which does properly bring 
out the distinctions argued by applicant. 


The decision of the examiner is affirmed. 


R. W. ELDRIDGE CO., INC. v. 
IMPERIAL HANDKERCHIEF MFG. CO., INC. 


No. 4522—Commissioner of Patents—July 9, 1953 


REGISTRATION PROCEDURE—INTERFERENCE 
Senior party did not appeal from finding by Examiner of Interferences that 
although it was entitled to priority, neither party was entitled to registration. 
Interference, therefore, no longer has any standing as such, but award of priority 
adverse to junior party forms basis of application; since junior party has appealed, 
appeal must be considered. 


TRADE-MArRK Act oF 1946—TITLE—ABANDONMENT 
Mere assertion by party that there was no intention to abandon mark, without 
anything further, is not considered sufficient to overcome prima facie abandonment 
established by more than three years nonuse. 


REGISTRATION PROCEDURE—APPEALS—TO COMMISSIONER 
In view of holding of abandonment, junior party is not entitled to any date 
earlier than that of resumption of use of mark, and consequently is not entitled to 


registration. 


Interference proceeding between R. W. Eldridge Co., Inc., Serial 
no. 547,246 filed January 16, 1948 and Serial no. 608,294 field January 5, 
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1951 and Imperial Handkerchief Co., Inc., Serial no. 544,450 field Decem- 
ber 16, 1947. Appeal from decision of Examiner of Interferences awarding 
priority to Imperial Handkerchief Mfg. Co., Inc., but refusing registration 
to both parties. Affirmed. 


Clarence A. O’Brien and Harvey B. Jacobson of Washington, D. C. for 
the junior party-appellant. 


Dean, Fairbank & Hirsch of New York, N. Y. for senior party-appellee. 
Freperico, Examiner in Chief. 


This is an appeal by the junior party in an interference involving two 
applications of the junior party, R. W. Eldridge Co., Inc., and one appli- 
eation of the senior party, Imperial Handkerchief Mfg. Co., Ine. The 
Examiner of Interferences held that the senior party was entitled to an 
award of priority but that neither of the parties was entitled to the 
registration for which it had made application. 


The senior party’s application, Serial No. 544,450, was filed Decem- 
ber 16, 1947, and discloses a mark consisting of an outline of a four leaf 
clover with the words IRISH CLOVER written within the border, used on 
handkerchiefs. Use since June 1947 is alleged. 


As originally declared, the interference involved the above application 
and the junior party’s application Serial No. 547,246, filed January 16, 
1948. This application discloses the words FOUR LEAF CLOVER as a trade 
mark for handkerchiefs and alleges a first date of use in 1928. After the 
taking of the testimony, the examiner granted a motion to add a second 
application of the junior party to the interference. This second application, 
Serial No. 608,294, filed January 5, 1951, discloses the same words as 
the first, together with a pictorial representation of clover leaves and 
blossoms. The second application was filed in view of the fact that while 
Eldridge was taking its testimony, it developed that the mark was not 
in use at the time the first application was executed and filed. 


The Examiner of Interferences made an ex parte rejection of 
Eldridge’s first application on the ground that it did not comply with 
section 1(a) of the Trade Mark Act, which requires that a trade mark 
must be in use at the time the application is filed. Assuming that Eldridge’s 
appeal includes this action of the examiner, the appeal as to this matter 
is dismissed since it has not been argued in the brief and no error has 
been pointed out or asserted. 


The record shows that the senior party began use of the mark shown 
by its application about June 1947, that in the summer of 1948 it dis- 
continued the use of the words IRISH CLOVER within the four leaf clover 
design and used the words FOUR LEAF CLOVER instead, and that its use has 
been continuous except for the change in the mark indicated. 
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The Examiner of Interferences also rejected the senior party’s appli- 
cation on the ground that the composite mark shown in its application was 
no longer in use and that it was not entitled to registration of the mark 
disclosed in its application involved, notwithstanding the award of priority 
in its favor. The senior party did not appeal from this rejection of its 
application and, since the time for appeal or taking any other action has 
long since passed, the action has become final and the application in effect 
stands abandoned. It would appear then that the interference no longer 
has any standing as an interference since one of the parties does not have 
an application involved. However, the award of priority adverse to 
Eldridge forms the basis of the rejection of Eldridge’s application, and 
since Eldridge has appealed, the appeal must be considered. 


The award of priority adverse to Eldridge is based on the finding that 
Eldridge had abandoned the mark prior to the entry of Imperial in the 
field. 


The record shows that Eldridge used rouR LEAF CLOVER as a trade mark 
for handkerchiefs from at least as early as the year 1934 up to and includ- 
ing March 1943, when the use was discontinued. Use of the mark was not 
resumed until May 1949. Section 45 of the Trade Mark Act provides that 


“A mark shall be deemed to be ‘abandoned’— 


“(a) When its use has been discontinued with intent not to re- 
sume. Intent not to resume may be inferred from circumstances. 
Nonuse for two consecutive years shall be prima facie abandonment.” 


Since there was nonuse for more than two consecutive years, a prima facie 
case of abandonment is present, and the mark must be held to have been 
abandoned unless the prima facie case is overcome. There is no ques- 
tion concerning the war years since the discontinuance of the use of the 
mark during the war is adequately explained, the only question concerns 
the nonuse for more than three consecutive years following the termination 
of the war. Eldridge’s position is simply that there was no intention to 
abandon the mark and a witness testified to this effect. However, mere 
assertion by a party that there was no intention to abandon the mark, 
without anything further, is not considered sufficient to overcome the 
prima facie abandonment established by more than three years nonuse. 
The filing of its first application in 1948 cannot be accepted as evidence 
that Eldridge had no intention of abandoning the mark since there should 
be no advantage or benefit from such an improper application. I agree 
with the conclusion of the examiner that the mark must be considered 
as having been abandoned by the junior party. 


In view of the holding of abandonment, the junior party is not 
entitled to any date earlier than May 1949, when it resumed use of the 
mark, and since this date is subsequent to the commencement of use by 
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Imperial, the junior party is not entitled to the registration applied for 
in view of the use of the mark by the senior party. 


The decision of the Examiner of Interferences holding that the 
junior party is not entitled to the registration for which it has made 
application is affirmed. 


LIST OF OTHER TRADE-MARK ARTICLES 
AND LEGAL NOTES 


Legal Notes 


Quality Courts United, Inc. v. Jones 
Trade Names: Protection Accorded under Secondary Meaning Doctrine. (Uni- 
versity of Florida Law Review, v. 6, no. 2, Summer 1953, pp. 256-259). 

Steele v. Bulova Watch Co. 


Extraterritorial Effect of the Power to Regulate Commerce. (Journal of 
Public Law, v. 2, no. 1, Spring 1953, pp. 207-209). 
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